The opinion in support of the decision being
entered today was not witten for publication
and i s not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MANABU HI RATA

Appeal No. 2001- 1624
Application 09/164, 583"

ON BRI EF

Bef ore THOVAS, BARRETT, and BARRY, Adm nistrative Patent Judges.

BARRETT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. 8 134 fromthe
final rejection of clains 1-18.

W reverse.

! Application for patent filed Cctober 1, 1998, entitled
"I mage Form ng Apparatus That Permts Easy Job Registration.”
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BACKGROUND

The invention relates to an apparatus and met hod for
registering a newjob in a printer in a sinple fashion by
selecting a job that is already registered, editing or revising
the copy nodes if desired, and registering the job as a new j ob.
This is simlar to the well-known techni que of creating a new
docunment in a word processing systemby retrieving an old
docunent, editing it (or not), and giving it a new nane.

Claim 18 is reproduced bel ow.

18. A job registration nethod of an inmage form ng
appar at us, conpri sing:

i nputting i mge data;

registering said image data with operating nodes as a job by
a first regi stering neans;

selecting a job fromanong the jobs registered by said first
regi stering neans; and

registering said selected job as a new job by a second
regi stering nmeans.
The examiner relies on the follow ng reference:

Gauronski et al. (Gauronski) 5, 206, 735 April 27, 1993

Clainms 1-18 stand rejected under 35 U S.C. 8§ 102(b) as being
antici pated by Gauronski .

W refer to the final rejection (Paper No. 9) (pages
referred to as "FR__") and the exam ner's answer (Paper No. 16)

(pages referred to as "EA_ ") for a statement of the exam ner's
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rejection, and to the brief (Paper No. 15) (pages referred to as

"Br__") and reply brief (Paper No. 17) (pages referred to as

"RBr __") for a statement of appellant's argunents thereagainst.
OPI NI ON

Comments regardi ng Summary of the I nvention

W have considered the exam ner's disagreenents with the
Sunmary of the Invention (EA3) and appellant's response (RBrl-3).
Normal |y we woul d not say anything about this matter because it
is a mtter of procedure, not substance, and the panel eval uates
the rejection based on the claimlanguage, not the Summary of the
| nvention. However, in view of the effort appellant took in
respondi ng, we present a short discussion.

W find nothing wong with the Summary of the Invention and,
in fact, find it to be succinct, conplete, and accurate. Wile
t he exam ner objects to the summary of conventional copying
machi nes as inproper in a description of the invention, we find
such a description hel pful as background i n understanding the
i nvention without having to refer to the specification. The
Sunmary of the Invention accurately describes the clainmed
invention. As to the examner's objection to the anal ysis of
certain clains in the Summary, the Summary of the Invention
points out (at Br3) that this is recommended practice in the

Manual of Patent Exani ni ng Procedure § 1206.
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Anti ci pation

Appel l ant notes that each of the independent clains has
| anguage which recites selecting a job from anong regi stered jobs
and registering the job as "a new job," with or w thout revision
(Br5). It is argued that Gauronski selects a job, edits the job,
and then returns the edited job to nenory so that the original
unedited job no | onger exists, so Gauronski does not disclose
registering the edited job as a "a new job" (Br5-6). It is
argued that "new job" clearly refers to a job that is added to a
job list as another job to be processed in addition to the (ol d)
job that was used to "create” the "new job" (Br6; RBr4), whereas
Gauronski is nmerely an edited job that replaces the job on the
job list that was used to create the "edited job" (Br6).

The exam ner states that the specification does not support
the viewthat a "new job" is a job in addition to the "old job"
that was revised (EA10). The exam ner refers to page 3,

i nes 24-26, page 4, lines 3-5, and page 21, |ines 18-20, as
support for the interpretation that a revised job is a new job
and that there is no reference to keeping the old job (the job

t hat was revised) (EA10). The exam ner nmaintains that "[i]f a
job is edited then it is referred to a s [sic] a new job" (FR6).
The exam ner states that there is no requirenent in the

specification that the old job, which is revised or edited, is
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kept (EA10), or that "the new job nust be or [sic, of] a nature
to include the old job plus the revised one" (EAll).

Appellant refers to the description of the new registration
key F503 registering a selected job as a new job with or w thout
revision and the revise key F505 revising the copy nodes of a
regi stered, but not yet processed job, but registration of a new
j ob does not take place (RBr4). It is argued that one of
ordinary skill in the art would clearly understand fromthe
di scl osure the difference between a revised (edited) job and the
registration of a "new job" (RBr4).

We conclude that the examner erred in interpreting the
revised job in Gauronski to be a "new job." There is clearly a
semantic distinction between a "revised job," the sane job but
changed, nodified, or edited in sone way, and a "new job," a job
whi ch has just been created. Contrary to the exam ner's
findings, the specification clearly distinguishes between a "new

job," created by revising an existing job, and a "revised job."
As shown in Fig. 8, there are separate paths for "New' and
"Revise." As shown in Fig. 11, there is a separate new

regi stration key F503, a delete key F504, a revise key F505, and
an end key F506 for use in connection with selection of a job
that is already registered (spec. at 23, lines 23-26). The new

regi stration key F503 is pressed when the selected job is

regi stered as a new job with or without revision (spec. at 23,
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line 26, to page 24, line 2). However, "[w hen the revise key
F505 is operated, the copy nodes of a registered job are revised

but registration of a new job does not take place." (Enphasis

added.) (Spec. at 24, lines 5-7.) To take a word processing
exanmple, if a user retrieves an existing docunment, revises it,
and saves it under the sanme nane, this becones a "revised

docunent," whereas if the user retrieves an existing docunent and
saves it under a new nane, with or without revision, this becones
a "new docunent" using the common neani ng of words. The exam ner
has not said how el se appellant could claimthe invention if
there is no difference between a "revised job" and a "new job."

Because Gauronski does not disclose saving (registering) the

revised job as a "new job," it fails to anticipate the clains on
appeal . Accordingly, the rejection of clainms 1-18 is reversed.
REVERSED

JAMES D. THOVAS )
Adm ni strative Patent Judge )
)
g
) BOARD OF PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
)

LANCE LEONARD BARRY
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Adm ni strative Patent Judge )
McDERMOTT WLL & EMERY

600 13TH STREET, N W
WASHI NGTON, DC 20005- 3096



