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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final

rejection of clainms 1 to 32, which are all of the clains

pending in this application.

W REVERSE

BACKGROUND
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The appellant's invention relates to a roll that includes
a roll tube provided with an outer elastic coating. The
sealed interior space nmay include a vaporizable liquid and a
heat exchanger for cooling heat generated in the roll during
use (specification, p. 1). A copy of the clains under appeal

is set forth in the appendi x to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Wl f gang DT 24 00 615 Al July 17, 1975
(Wl fgang ' 615)

Ter uhi sa JP 58061318 A Apr. 12, 1983
Mat suda JP 58034999 Aug. 1983
Wl gang EP 0 567 875 Al Nov. 3, 1993t

(Wl fgang ' 875)

Claims 1 to 6, 10 to 15, 17, 18 and 20 to 32 stand
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over

Wl fgang '875 in view of Matsuda.

'In determining the teachings of these four references we
will rely on the translations of record in the application
file.
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Clains 7, 8, 9 and 19 stand rejected under 35 U S.C. 8§
103 as bei ng unpat entabl e over Wl fgang '875 in view of

Mat suda Wl f gang ' 615.

Claim 16 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Wl fgang '875 in view of Mtsuda and

Ter uhi sa.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 21,
mai |l ed May 17, 2000) for the exam ner's conplete reasoning in
support of the rejections, and to the brief (Paper No. 20,
filed March 7, 2000) and reply brief (Paper No. 23, filed July

17, 2000) for the appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the

respective positions articulated by the appellant and the
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exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prinma facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 to 32 under
35 U.S.C. 8 103. Qur reasoning for this determ nation

foll ows.

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP@d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established by presenting evidence that would
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

The appel l ant argues that the applied prior art does not

suggest the clained subject matter. W agree.
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Al'l the clainms under appeal require a roll having an
el astic coating and either (1) a vaporizable |liquid and a heat
exchanger therein (clains 1 to 21 and 32) or (2) a vaporizable
liquid therein which is vaporized and condensed therein
(clains 22 to 31). However, these limtations are not
suggested by the applied prior art. |In that regard, while
Wl f gang ' 875 does teach a roll having a vaporizable Iiquid
and a heat exchanger therein (see for exanple the roll shown
in either Figure 1 or 2, Wl fgang ' 875 does not teach
providing the roll having a vaporizable |iquid and a heat
exchanger therein with an elastic coating. |In addition, while
Wl fgang ' 875 teaches rollers having rubber jackets
(transl ation, page 1) and Matsuda teaches a roll with rubber 8
wound on the outer surface of a cylindrical iron core 7, there
IS no teaching, suggestion or incentive in the applied prior
art references for a person of ordinary skill in the art at
the tine the invention was made to have provided the cooling
roll of Wl fgang '875 having a vaporizable liquid and a heat
exchanger therein with an elastic coating. |In that regard, we
find ourselves in agreenent with the appellant that the

addition of an elastic coating to the cooling roll of Wl fgang
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"875 is contrary to the use of the roll of Wl fgang ' 875
(i.e., to conduct heat through the roller jacket 4 to the
vaporous liquid 7 so that the roll may be used as a cooling

roller in a paper nachine).

Instead, it appears to us that the exam ner relied on
hi ndsi ght in reaching his obviousness determ nation. However,
our review ng court has said, "To i mbue one of ordinary skill
in the art wwth know edge of the invention in suit, when no
prior art reference or references of record convey or suggest
that knowl edge, is to fall victimto the insidious effect of a
hi ndsi ght syndrone wherein that which only the inventor taught

is used against its teacher.” W L. Gore & Assoc. v. Garl ock,

lnc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Grr

1983), _cert. denied, 469 U S. 851 (1984). It is essential
that "the decisionmaker forget what he or she has been taught
about the clainmed invention and cast the m nd back to
the tine the invention was made . . . to occupy the m nd of
one skilled in the art who is presented only with the
references, and who is normally guided by the then-accepted

wisdomin the art.” [d. Since the clainmed subject matter is
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not taught or suggested by the applied prior art, we wll not

sustain the 35 U S.C. 8§ 103 rejection of clainms 1 to 32.2

2 W have al so reviewed the references to Wl fgang ' 615
and Teruhisa additionally applied in the rejection of sone of
t he dependent clains but find nothing therein which nmakes up
for the deficiencies of Wlfgang '875 and Matsuda di scussed
above.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 1 to 32 under 35 U.S.C. 8§ 103 is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

LAWRENCE J. STAAB APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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