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DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. 8 134 fromthe
final rejection of clains 1-20.

W affirmin-part.

! Application for patent filed December 29, 1997, entitled
"Met hod for Adjusting an Optimum Printing Speed,"” which clains
the foreign filing priority benefit under 35 U S.C. § 119 of
Republic of Korea Application 74197/1996, filed
Decenber 27, 1996.
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BACKGROUND

The invention relates to a nmethod for achieving an opti mum
printing speed by performng a print environment recognition
operation (e.g., sensing of tenperature) at a print recognition
time determ ned in accordance with the transmssion tine it takes
to transmt data to the printer

Claim1l is reproduced bel ow

1. A nethod for printing at an optinmum printing speed,
conprising the steps of:

converting imge data froma host conputer into print
data having a predeterm ned size;

calculating a transm ssion time required for
transmtting the print data to a printer fromsaid host
computer according to a predeterm ned fornula conprising
said predeterm ned size of the print data divided by a
predeterm ned transm ssion speed of signals transmtted from
said host conputer to said printer

determ ning an optimum printing speed according to said
transm ssion tine;

performng a print environnent recognition operation at
a print recognition tine, said print recognition tinme being
determ ned in accordance with said transm ssion tine, said
print environnent recognition operation being perforned
while the print data are being received by said printer,
said print environnment recognition operation sensing
information to be used to prepare said printer to record the
print data on a recordabl e nedium and

recording the print data onto the recordabl e nedi um at
t he optimum printing speed.
The examiner relies on the follow ng references:

Saruwat ar i 5,170, 210 Decenber 8, 1992
Zimerman et al. (Zi nrermnman) 5,490, 237 February 6, 1996
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Wakabayashi et al. (Wakabayashi) 5,537,517 July 16, 1996
Clainms 1-5, 7-17, and 20 stand rejected under 35 U.S. C
8 103(a) as being unpatentabl e over Zi nrerman and Saruwatari .
Clains 6, 18, and 19 stand rejected under 35 U.S.C. 8§ 103(a)
as bei ng unpatentabl e over Zi mrerman and Saruwatari as applied in
the rejection of claimb5, further in view of Wakabayashi .
W refer to the final rejection (Paper No. 11) and the
exam ner's answer (Paper No. 19) (pages referred to as "EA ")
for a statement of the exam ner's rejection, and to the brief
(Paper No. 18) (pages referred to as "Br__") and reply brief
(Paper No. 21) (pages referred to as "RBr__") for a statenent of
appel  ant' s argunents thereagai nst.
OPI NI ON

G oupi ng of clains

It is argued that none of the clains stand or fall together.
However, only clainms which are separately argued are entitled to
be treated separately. See 37 CFR 8§ 1.192(c)(8)(iii) (1998)
(argunent section of brief nmust specify the errors in the
rejection and the specific limtations in the clains which are
not described in the prior art).

Appel | ant argues (Br8-11) that Zinmerman fails to teach or
suggest at least the following three features set forth in
i ndependent clainms 1, 3, 5, 7, and 13 (the limtations of claiml

are quoted as representative): (1) "performng a print
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envi ronnent recognition operation at a print recognition tinme";
(2) "said print recognition time being determ ned in accordance
with said transm ssion tine"; and (3) "said print environnent
recogni tion operation being perforned while the print data are
bei ng received by said printer.”" No other limtations of the

i ndependent clains are argued. Argunents not raised are waived.

Cf. In re Baxter Travenol Labs., 952 F.2d 388, 391

21 USPQ2d 1281, 1285 (Fed. Cir. 1991) ("It is not the function of
this court to examne the clainms in greater detail than argued by
an appel l ant, | ooking for nonobvious distinctions over the prior

art."); Inre Wseman, 596 F.2d 1019, 1022, 201 USPQ 658, 661

(CCPA 1979) (argunents nust first be presented to the Board
bef ore they can be argued on appeal). Therefore, the independent
clains are treated as standing or falling together with claim1l
based on these three argued limtations (although we nention a
slight difference in wording in claim13).

Appel | ant separately nentions clains 2, 6, 9 and, thus,
these clains will be grouped separately.

Thus, we find the follow ng groups: (1) clainms 1, 3-5, 7, 8,
13, 16, 17, and 20 stand or fall with claim1l; (2) clains 2, 14,
and 15 stand or fall with claim2; (3) clains 6, 18, and 19 stand
or fall with claim6; and (4) clainms 9-12 stand or fall wth

claim9.
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Cains 1, 3-5, 7, 8, 13, 16, 17, and 20

Appel | ant argues (Br8-11) that Zinmerman fails to teach or
suggest at least the followng three features in independent
claims 1, 3, 5, 7, and 13 (the limtations of claim1l are quoted
as representative): (1) "performng a print environnent
recogni tion operation at a print recognition tine"; (2) "said
print recognition tinme being determ ned in accordance with said
transm ssion tinme"; and (3) "said print environment recognition
operation being perforned while the print data are being received
by said printer.”

The exam ner admits that Zi merman does not teach these
[imtations (EA4). W agree. Zi mernman discloses a print engine
start operation, but does not disclose sensing of any
environnental conditions as part of the printer operation.

Appel l ant finds that Saruwatari discloses detecting
environnental conditions around the photosensitive drum of an
i mage formation apparatus, but argues that it does not teach or
suggest that detection of the environmental conditions is to be

performed at a print recognition tine, wherein the print

recognition time is determned in accordance with a transm ssion
time, as recited in clains 1, 3, 5, 7, and 13 (Br11-12); i.e., it
does not teach differences (1) and (2). It is argued that
Saruwat ari never describes that a print environnment recognition

operation is performed while print data are being received by a
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printer (clains 1, 3, 5, and 7) and it never describes that a
print environnent recognition operation conmences before the
expiry of the transm ssion time, wherein the transmssion tine is
the tinme required to transmt data to a printer (claim 13)
(Brl12); i.e., it does not teach difference (3).
The exami ner finds that Saruwatari teaches (abstract;
col. 1, lines 60-65) detecting environmental conditions such as
tenperature, humdity, and atnospheric pressure at the tine of
form ng an i mage, which the exam ner interprets to be the print
recognition tine (EA4). Thus, the exam ner states, "Saruwatari
has at |east disclosed the claimlimtation 'a detection of the
environnental conditions is to be performed at a print
recognition time' and the print recognition tinme is the tine that
the image form ng apparatus fornms an image" (EA9). Presumably,
the exam ner refers to the limtation "performng a print
envi ronnent recognition operation at a print recognition tinme."
The exami ner states that in order to forman inmage in
Zi mrerman, image data would have to be transmitted fromthe host
to the printer and, therefore, the image formng tinme would have
to depend on (be determ ned by) the transm ssion tinme, and the
print environment recognition operation would be performed during
that transmssion tine (EA4-5; EA9). It is further stated that
the "optinmum' time for a printer to print a page is the tine

(transm ssion tine) that it takes to transmt the print data for

-6 -



Appeal No. 2001-0865
Application 08/998, 781
a page; e.g., it is not possible to print a page in 12 seconds
while it takes 13 seconds to transmt the page. Therefore, the
exam ner concl udes (EA9) that the conbination of Zi merman and
Saruwat ari di scl oses "a print environment recognition operation
at a print recognition tine, said print recognition tine being
determ ned in accordance with said transmssion time." The
exam ner further finds (EA9) that the print recognition operation
woul d be perfornmed during the transmi ssion tine and, thus, the
conbi nati on of Zi merman and Saruwatari disclose the limtation
of "said print environment recognition operation being perfornmed
while the print data are being received by said printer.”
Saruwat ari di scloses, with reference to figure 4, neasuring
tenperature, hum dity, and atnospheric pressure conditions;
adj usting the anmount of charge added to the drum by the
el ectrification charger in response to the tenperature and
at nospheric pressure conditions; adjusting the anount of toner
supplied to the devel oping unit (the toner density) in response
to the humdity condition; and adjusting both the anount of
charge and the toner density in response to detected inage
densities. W find that the tenperature, humdity, and
at nospheric pressure (three environnmental conditions) are
detected at least fromthe time the print engine is started,
whil e the i mage density (another environnmental condition) nust,

of course, be neasured sonetinme after printed has begun and the
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i mage has been forned. The exam ner considers the tine of
formng an inmage in Saruwatari to be a "print recognition time";
see EAA. However, since "print recognition time" has a specific
nmeaning in the clains and is "determ ned in accordance with said
transm ssion tinme" which tinme is not discussed in Saruwatari, it
is nore accurate to say that Saruwatari discloses "performng a
print environnent recognition operation” at a print engine start
ti me because it checks environnental conditions when the print
engine is started. The fact that Saruwatari al so teaches
perform ng an additional print environment recognition operation
(sensing the image density) after the print engine is started is
not precluded by the clai mlanguage.

Saruwat ari di scl oses that control of the inmage form ng
appar at us based on the detection of environnental conditions
allows formation of a high quality inmage even if environnmenta
condi ti ons change over tinme (abstract; col. 4, lines 32-41). W
find that this constitutes a suggestion to nodify the printer of
Zimerman to use the print environnent recognition operations of
Saruwatari, at the print engine start time (the "print
recognition time") for the purpose of maintaining a high quality
image in the printer. Thus, we are not persuaded by appellant's
argunments (e.g. Brl6) that there is no notivation for the

proposed conbi nation. Nor do we agree that the conbination is
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based on an obvious-to-try argunment (e.g., Br28-29) because there
is a certainty that the conbination will work.

The print engine start tine in Zinrerman, which is the tinme
of "perform ng a print environment recognition operation at a
print recognition tinme" as nodified by Saruwatari, is the tine
when the 1/0O buffer reaches the buffer threshold. This "print
recognition time" is "determ ned in accordance with said
transmission tine." That is, the systemcal culates the
transm ssion tinme, which is howlong it takes to send the data
for a certain transm ssion speed (e.g., 8.0 mllion pixels/page
(1.0 million bytes/page) and a data transfer rate of 50
Kbyt es/ sec woul d take 20 seconds), and determ nes an appropriate
buffer threshold "in accordance with" this time (e.g., 400,000
bytes to store 40% of the page) (see col. 5, lines 26-39, and
note 50 Kbyte data rate at line 39). The buffer threshold is
"determ ned in accordance with said transm ssion tinme" because
the size of the buffer threshold is dependent on the transm ssion
time; longer transmssion tines (due to slower transm ssion data
rates) require larger buffer thresholds and vice versa. Thus, we
concl ude that the conbination of Zi merman and Saruwatari woul d
have suggested "performng a print environnent recognition
operation at a print recognition time, said print recognition

time being determned in accordance with said transm ssion tine."



Appeal No. 2001-0865
Appl i cation 08/998, 781

The print engine starts when the buffer threshold is
reached, at the "print recognition tine," and this tinme is always
| ess than the transm ssion tine. Thus, the "print environnent

recogni tion operation,” which is performed at the sane tine as
the print engine start in the conbination of Z nmrerman and
Saruwatari, is performed while the print data is being received
by the printer and before the expiry of the transm ssion tine.
Accordingly, we conclude that the conbination of Zi nmerman and
Saruwat ari teaches "said print environment recognition operation
bei ng perforned while the print data are being received by said
printer" (claims 1, 3, 5, and 7) and "said print environment
recogni tion operation being commenced before the expiry of [the
transm ssion tine]" (claim13).

For the reasons stated above, we conclude that the

conbi nati on of Zi merman and Saruwatari are sufficient to

establish a prima facie case of obviousness. Appellant's

argunments as to the individual teachings of the references
(Br8-12) are nerely an attack on the references individually
rat her than the conbination and are not persuasive. See

In re Merck & Co., 800 F.2d 1091, 1097, 231 USPQ 375, 380 (Fed.

Cir. 1986) (one cannot show non-obvi ousness by attacking the
references individually where the rejection is based on a
conbi nati on of references). Appellant's argunments (e.g.,

Br13-14) that there is no notivation for the conbination and that
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t he conbination fails to suggest all the Iimtations of the
cl aims have been considered en route to our decision as discussed
above and are not persuasive.

Appel | ant argues that the exam ner never nade a finding on
the | evel of ordinary skill in the art (RBr3-5).

W find that the references are representative of the |eve

of ordinary skill in the art. See In re QCelrich, 579 F.2d 86,

91, 198 USPQ 210, 214 (CCPA 1978) ("the PTO usually nust eval uate
both the scope and content of the prior art and the |evel of
ordinary skill solely on the cold words of the literature");

In re GPAC Inc., 57 F.3d 1573, 1579, 35 USPQ2d 1116, 1121 (Fed.

Cir. 1995) (the Board did not err in adopting the approach that
the level of skill in the art was best determ ned by the

references of record); Okajima v. Bourdeau, 261 F.3d 1350, 1355,

59 USP@d 1795, 1797 (Fed. GCir. 2001) ("[T]he absence of specific
findings on the level of skill in the art does not give rise to
reversible error "where the prior art itself reflects an
appropriate |l evel and a need for testinobny is not shown.'").
Appel | ant has not said what he considers to be the |evel of skil
in the art, how such would be determ ned to his satisfaction, or
how a different [evel of skill would affect the outcone.

For the reasons stated above, we concl ude that appellant has

failed to show error in the prina facie case of obviousness. The
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rejection of clains 1, 3-5, 7, 8, 13, 16, 17, and 20 is

sust ai ned.

Clains 2, 14, and 15

Appel | ant argues that the exam ner erred in the finding that
claim2 is taught by Zimerman (Br12-13; RBr19-22). Although
this argunent is right at the edge of failing to address why the
limtation in claim2 is patentable, we address it.

W find that the conbination of Zi nmmerman and Saruwatari do
not teach a "printer preparation period, said printer preparation
period corresponding to a period of tinme for preparing said
printer to forman image on the recordable nmedium" The tine
that el apses until the buffer threshold is reached is not used to
prepare the printer for recording. Accordingly, the exam ner has

failed to establish a prima facie case of obviousness as to

claim2. The rejection of clains 2, 14, and 15 is reversed.

Clains 9-12

The exami ner finds that Zi mmerman does not nention the
[imtations of claim9, but concludes that it would "have been
obvious that the preparation tine is to be transmtted first
before data is transmtted because the printer has to know the
time first before it can start the print engine" (EAG).

Appel | ant argues that the exam ner erred as to the rejection

of claim9 because the printer does not need to know t he
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transm ssion tinme before it can start the print engine (Br31,;
RBr 22- 25) .

Zi mrer man does not transmt the transm ssion tine, but only
uses the transmission tinme to set the buffer threshold.
Zinmrerman starts the print engine at a tine when the buffer
threshold is reached (the "print recognition tinme") and does not
need to know the transm ssion time. Thus, we conclude that the

exam ner has failed to establish a prim facie case of

obvi ousness as to claim9. The rejection of clains 9-12 is

rever sed.

Clains 6, 18, and 19

The exam ner finds that the conbination of Zi mrerman and
Saruwat ari do not teach use of a counter to track data of a
predet erm ned size but, because Zinmerman is a page printer, he
must have a counting device to track a page of data (EA7). The
exam ner finds that Wakabayashi teaches use of a counter to count
t he anount of data transmtted and concludes that it would have
been obvious to use a counter to track a page of data "because a
counter is an efficient way of counting the anount of data and
efficiency is desirable in Zimmerman's print systent (EA7).

Appel | ant argues that the exam ner erred as to the rejection
of claim6 because the fact that a counter is known per se is not

evi dence of obvi ousness (Br29-30; RBr25-27).
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Zi mrer man does not need a counter to determ ne when to print
the print data; Zimrerman prints when the buffer is filled to the
buffer threshold. Thus, we find no notivation to add a print
transmttal routine, which functions as clained, to Zi nmerman.
We conclude that the examiner has failed to establish a prim
faci e case of obviousness as to claim6. The rejection of

clainms 6, 18, and 19 is reversed.

Argunent that final rejection was premature

Appel | ant argues that the final rejection is prenmature and
shoul d be withdrawn (Brl17-25). This is a procedural issue that
is not wthin the Board's jurisdiction, which is |imted to those

matters involving the rejection of clains. In re Hengehol d,

440 F.2d 1395, 1404, 169 USPQ 473, 480 (CCPA 1971). Such matters

are reviewabl e by petition to the Comm ssi oner.
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CONCLUSI ON

The rejection of clains 1, 3-5, 7, 8, 13, 16, 17, and 20 is
sust ai ned.

The rejections of clains 2, 6, 9-12, 14, 15, 18, and 19 are
reversed.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).
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