The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 6, all of the clains pending in

this application.

Appellant’s invention relates to an abrasive belt
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i ncluding a backing |ayer (typically forned of paper), an
abrasive bearing |layer (typically formed of a resin-based
maker coat upon which are deposited abrasive grains before the
resin is cured and a resin-based size coat that hel ps anchor
the abrasive grains to the substrate when the resin-based

| ayers are later cured), and a pattern of holes in the belt
whi ch pass through at |east the abrasive bearing |ayer of the
belt, in locations and in nunbers sufficient to provide
improved flexibility to the belt. As noted on page 1 of the
specification, the problemconfronted by appellant is the fact
that the resin typically used on such abrasive belts tends to
be very hard and inflexible, and thus results in a belt that
is itself very stiff and inflexible. This creates a problem
because such belts nust necessarily pass around pull eys when
in action. Although appellant notes on page 1 of the
specification that other solutions to this problem have been
proposed in the prior art, appellant urges that the present
invention is a further solution to the problemthat requires
m ni mum di sruption to existing processes and can sinply be

added to conventional production schenes. In addition,



Appeal No. 2001-0592
Appl i cation 09/110, 824

appel l ant notes that the present invention requires no flexing
and cracking of the abrasive layers, thus avoiding the problem
of crack patterns bei ng devel oped which m ght propagate with

di sastrous results.

| ndependent claim1 is representative of the subject matter on
appeal and a copy of that claimcan be found in the Appendi x

to appellant’s brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Trinkl e 2,178, 381 Cct. 31,
1939

Cherrington 2,189, 754 Feb. 13,

1940

Claims 1 through 6 stand rejected under 35 U.S.C. §
103(a) as bei ng unpatentable over Cherrington in view of
Trinkle. The exam ner notes that Cherrington discloses an

abrasive belt, but fails to disclose a pattern of holes |like
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that set forth in appellant’s clains on appeal. Trinkle is
relied upon as disclosing a coated abrasive paper having a
pattern of holes (3) therein. The exam ner concludes fromthe
col l ective teachings of Cherrington and Trinkle that it would
have been obvious to one of ordinary skill in the art at the
time of appellant’s invention to provide the belt of
Cherrington with abrasive material having a pattern of holes
in view of Trinkle so as to ensure that the heat generated by

the belt is dissipated.

Rat her than reiterate the examner's full statenent of
t he above-noted rejection and the conflicting viewooints
advanced by the exam ner and appell ant regarding the
rejection, we nmake reference to the exam ner's answer (Paper
No. 9, mail ed Decenber 7, 1999) for the reasoning in support
of the rejection, and to appellant’s brief (Paper No. 8, filed

Novenber 19, 1999) for the argunents thereagainst.

OPI NI ON



Appeal No. 2001-0592
Appl i cation 09/110, 824

In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellant and the exam ner. As a
consequence of our review, we have nade the determ nation

whi ch foll ows.

Havi ng revi ewed and eval uated the applied references, we
are of the opinion that the examner’s position regarding the
pur ported obvi ousness of clains 1 through 6 on appeal
represents a classic case of the exam ner using inpermssible
hi ndsight in order to reconstruct appellant’s clainmed subject
matter. In our opinion, there is no notivation or suggestion
in the applied patents to Cherrington and Trinkle which woul d
have reasonably |l ed one of ordinary skill in the art to nodify
t he endl ess abrasive belt of Cherrington in the particular
manner urged by the exam ner based on the abradi ng device and
wet process of abrading disclosed in Trinkle. Like appellant

(brief, pages 6-11), we view the structure of the abrasive
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device in Trinkle as being basically dictated by the wet
process of abrading involved therein, which wet process has
nothing to do with the endl ess grinding and polishing belt

di scl osed in Cherrington.

As for the examner’'s rationale that it would have been
obvious to one of ordinary skill in the art to provide the
belt of Cherrington with a pattern of holes in view of Trinkle
so as to ensure the heat generated by the belt is dissipated,
we note that there is no indication in the Cherrington patent
that heat build-up is a problemfor the grinding and polishing
belt disclosed therein and that in the device of Trinkle the

holes are said to be “for liquid transm ssivity” (page 1, col
2, lines 46-48), with the liquid enployed in the abrading
process being described as the neans for providing |ubricative
cooling to prevent |ocal heating of the work and abrading
device. The holes in the abrasive paper of Trinkle' s device
are also said to serve as a collection area for receiving the

sl udge produced during abradi ng, however, the belt in

Cherrington has no need for such holes for this purpose either
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since the depressions (20) which extend along the | ength of
the belt are indicated to greatly assist in disposing of the
nmetal and enery dust renoved when grinding (page 2, col.1

lines 10-17).

W note that the nere fact that the prior art could be
nodi fied in the manner urged by the exam ner would not have
made such nodification obvious unless the prior art suggested

the desirability of the nodification. See In re Gordon, 773

F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cr. 1984) and In re
Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783-84 (Fed.
Cr. 1992). In this case, it is our opinion that the exam ner
has i nperm ssibly drawn from appellant’s own teachi ng and
fallen victimto what our review ng Court has called “the

i nsidious effect of a hindsight syndrone wherein that which
only the inventor has taught is used against its teacher.”

WL. CGore & Associates, Inc. v. Grlock, Inc., 721 F.2d 1540,

1553, 220 USPQ 303, 313 (Fed. Cr. 1983).
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Since we have determ ned that the teachings and
suggestions which woul d have been fairly derived from
Cherrington and Trinkle woul d not have nmade the subject matter
as a whole of claim1l on appeal obvious to one of ordinary
skill in the art at the tinme of appellant’s invention, we nust
refuse to sustain the examner’s rejection of that claimunder
35 US.C. 8§ 103(a). It follows that the exam ner's rejection
of dependent clains 2 through 6 under 35 U S.C. 8§ 103(a) based

on Cherrington and Trinkle will also not be sustai ned.
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In Iight of the foregoing,

t he deci sion of the exam ner

to reject clains 1 through 6 under 35 U . S.C. 8§ 103(a) is

rever sed

REVERSED

NEAL E. ABRANMS
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JENNI FER D. BAHR
Adm ni strative Patent Judge
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