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DECISION ON APPEAL

Thisisadecisgon on an apped from the examine’ sfind rgection of dams 1 and
3 through 8. No other clams are pending in the gpplication.
Appdlants invention relaes to a prosthetic glenoid component for a human shoulder

joint. Clam 1, the only independent claim on gpped, defines the invention as follows:
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1. A one piece prosthetic glenoid component, comprising an oval body* having amajor
axis extending dong the largest diameter? of said ova body, said body having a concave
laterally facing surface and an opposed medialy facing surface® with only asingle ked extending
from the medid [sc, medidly facing] surface, said concave laterd [dc, laterdly facing] surface
being defined by one or more radii*, sad ked lying in amedia-latera plane® pardld to and
anteriorly® offset from amedia-lateral plane containing said major axis of said ova body.

The following references are relied upon by the examiner as evidence of anticipation

and obviousness in support of his rgjections under 35 U.S.C. § 102(b) ad

35U.S.C. §103:

Kinnett 4,550,450 Nov. 5, 1985
Worland 4,986,833 Jan. 22, 1991
Lippincott 111 et d. (Lippincott) 5,405,401 Apr. 11, 1995
Williamson et d. (Williamson) 5,800,551 Sep. 1, 1998

Rambert et a. (Rambert)
(French Patent document) 2,579,454’ Oct. 3, 1986

The grounds of rgjection are asfollows:

! When read in light of appellants’ specification, we interpret the recitation of an “oval body” to

mean that the perimeter of the body has an oval configuration.
2 Therecitation of the “largest diameter” is understood to mean the largest dimension of the oval
defl ned by the perimeter of the body.

The claimed “laterally facing surface” and “medially facing surface” are understood to relate to
anatomical terms of the human body. For explaining these terms, appellants have attached to their main brief
acopy of apage from an unidentified text on the human anatomy . This page from this text illustrates figures
of the human body and identifies various anatomical terms, including the terms“medial”, “lateral”,
“anterior”, “posterior”, “sagittal plane” and “frontal plane” (also referred to asthe “coronal plane”). Aswe
understand the claim language, all recitations of anatomical termsin claim 1 are with reference to the
implanted orientation of the glenoid component in the human body. In the event of further prosecution,
appellants should identify this anatomical text.

Thislimitation is understood to refer to the radii of curvature of the concave laterally facing
surface.
° Based on theillustrationsin the page of the anatomical text referred to in note 3 supra, the “medial
direction” and the “lateral direction” are perpendicular to the sagittal plane. Therefore, “amedial-lateral
plane” (which may be vertical or horizontal) is understood to perpendicularly intersect the sagittal plane.

6 Thisanatomical termisidentified in the page of the anatomical text referred to in note 3 supra.
An English translation of this French document is attached to this decision.
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1. Clams 1, 6 and 7 stand regjected under 35 U.S.C. § 102(b) as being anticipated by
Lippincott.
2. Claims 1 and 4 stand rejected under 35 U.S.C. 8§ 102(b) as being anticipated by
Rambert.
3. Clams1, 3, 4 and 6 through 8 stand rejected under 35 U.S.C. 8§ 103 as being
unpatentable over Worland in view of Kinnett.
4. Claim 5 stands rejected under 35 U.S.C. 8§ 103 as being unpatentable over Worland
in view of Kinnett and Williamson.
Reference is made to the examiner’ s answer (Paper No. 24) for adiscussion of the
foregoing rejections.
To the extent that the language of claim 1 is understandable, we cannot sustain ether of
the examiner’s § 102(b) rejections®
With regard to the § 102(b) regjection of claims 1, 6 and 7 based on Lippincott, this
reference discloses apair of components making up ajoint prosthesis for replacing ajoint in a
finger of ahuman hand. On the other hand, a“ glenoid component,” as recited in the preamble
of dam 1, isaterm of art (see, for example column 2, lines 6-19, of the cited Kinnett patent)
and refers to a prosthetic replacement for the glenoid cavity in the upper part of the human
scgpula. The examiner dismisses this difference as being a statement of intended use.

Appdlants argue on page 2 of the reply brief that the preamble of claim

See our new ground of rejection under 35 U.S.C. 8 112, second paragraph, as set forthinfra.
3
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1 gives “life and meaning” to the dam and therefore condtitutes a pogtive limitation that must be
consdered in determining the patentability of the claimed subject matter.

The test for determining whether or not the preamble of a clam may be deemed to
be alimitation of the clam is whether the preamble gives “life and meaning” to the dlam. See,

Corning Glass Works v. Sumitomo Elec. U.SA. Inc., 868 F.2d 1251, 1257, 9 USPQ2d

1962, 1966 (Fed. Cir. 1989). Seealso In re Paulsen, 30 F.3d 1475, 1479, 31 USPQ2d

1671, 1673 (Fed. Cir. 1994) (Terms appearing in a preamble may be deemed limitations of a
clam when they give meaning to the clam and properly define the invention.).

In the present case, the preambular recitation of the prosthetic glenoid component in
clam 1 importsinto the clam that the laterdly facing concave surface is cgpable of recelving and
articulating the humerus. Lippincott’s prosthetic component obvioudy lacks such a capahility.
We, therefore, agree with appellants that the preamble of gppeded clam 1 gives“lifeand
meaning” to the claim and thus provides a limitation that cannot be dismissed as a statement of
intended use. For this reason done, we cannot agree that clams 1, 6 and 7 are anticipated by
Lippincott since the absence from the reference of any eement of a clam negates anticipation of

that dlam by the reference. See Kloster Speedstedl AB v. Crucible, Inc., 793 F.2d 1565,

1571, 230 USPQ 81, 84 (Fed. Cir. 1986), cert. denied, 479 U.S. 1034 (1987).

With regard to the § 102(b) rejection of claims 1 and 4 based on Rambert, we
agree with the examiner that the projection 21 shown in Figure 1 of the Rambert reference
resembles aked. However, Rambert discloses that the glenoid component has two of those

projections, not one. See page 13 of the accompanying trandation of the Rambert
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specification. Since clam 1islimited to asingle ked, the subject matter of dlam 1 and, hence,
clam 4 is not anticipated by Rambert.

With regard to the 8§ 103 rgjection of clams 1, 3, 4 and 6-8 and the 8 103 rgjection
of dlam 5, it is not possible to gpply the prior art to these claims without resorting to speculation
and conjecture as to the meaning of certain languagein clam 1. Accordingly, we are
constrained to reverse the 8 103 rgections of clams 1, 3 and 4-8in light of the holdingin In re
Stedle, 305 F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1962).

Under the provisons of 37 CFR 8 1.196(b), the following new grounds of rejection
are entered againgt clams 1 and 3 through 8:

1. Clams 1 and 3 through 8 are rejected under the second paragraph of
35 U.SC. § 112 as being indefinite for hence failing to particularly point out and digtinctly clam
the subject matter which gppellants regard as their invention.

2. Clams 1 and 3 through 8 are rgected under the first paragraph of 35 U.S.C. §
112 as being based on a specification which, asfiled, does not satisfy the description
requirement in that paragraph.

3. Dependent claim 3 is rgjected under the fourth paragraph of 35 U.S.C. § 112 as
faling to further limit parent daim 1.

With regard to our new rejection of the gppeded clams under the second paragraph
of 8112, itisedtablished patent law that the claims must define the metes and bounds of the
invention with a reasonable degree of precison. Inre Venezia, 530 F.2d 956, 958, 189 USPQ

149, 151 (CCPA 1976). Moreover, the question of compliance with
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the second paragraph of 8§ 112 requires a determination of whether those skilled in the art
would understand whet is claimed when the claim isread in light of the specification. See

Orthokinetics, Inc. v. Safety Travel Chairs, Inc., 806 F.2d 1565, 1576, 1 USPQ2d 1081,

1088 (Fed. Cir. 1986) and cases cited therein.

In the present case, our difficulty with the language in claim 1 centers on the recitation
that the ked lies“inamedid-laterd plane’ (emphasis added). A three dimensional object, such
as appdlants ked, cannot be said to lie “in” a plane because, by definition (see Webgter's
Third New Internationd Dictionary (G. & C. Merriam Company, 1971)), aplaneisnathing
more than a dimensonless imaginary planar surface. It is not clear how gppellants' three
dimensond ked can liein such an imaginary surface.

Appdlants specification, asfiled, is of no avall for interpreting the recitation thet the
ked liesin amedid-laterd plane. The specification does not describe the ked aslying in or
even dong any plane, let done amedid-laterd plane. Furthermore, this cdlaim limitation cannot
be interpreted as meaning that the ked lies dong a medid-laterd plane because the ked is
tapered as shown in Figures 1 and 4 of gppdlants drawings (see page 10 of the specification)
to lie dong a plane that intersects a medid-latera plane at an acute angle, as we have
interpreted the term “medid-latera plane’ in note 5 supra. Theredso isno basisin the
specification asfiled for interpreting this cdlam limitation to mean that the kedl is somehow
symmetrical about amedid laterd plane. If in some way this cdlam limitation were interpreted to
mean thet the ked lies dong amedid-latera plane, then the subject matter of claim 1 would

read on the Kinnett patent because the anterior face of Kinnett'skedl 27 liesaong a media-
6
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laterd planethat is pardld to and anteriorly offset from amedid laterd plane containing the
magjor axis of Kinnett's ova body 24.

In the find analys's, we can concelve of no understandable interpretation of the
recitation that the ked liesin amedid-latera plane to establish the metes and bounds of the
clamed subject matter. At bet, thislimitation isinaccurate. Claim 1 and, hence, dependent
clams 3-8 therefore fall to satisfy the requirements of 8§ 112, second paragraph, because it
cannot be said that an inaccurate clam particularly points out and distinctly claims the subject

matter which appellants regard as their invention. Compare In re Knowlton, 481 F.2d 1357,

1366, 178 USPQ 486, 492 (CCPA 1973) (claimsin an application must accurately define the
invention).

With regard to our new ground of rejection under the first paragraph of § 112, the
test for determining compliance with the written description requirement in that paragraph is
whether the disclosure in gppelants gpplication as origindly filed reasonably conveysto the
artisan that gppellants had possession at that time of the subject matter now clamed. Inre
Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983). The content of the
origind specification, indluding the origind dams, and the origind drawings may be consdered
in determining compliance with the descriptive requirement. |d.

In the present case, neither the origina specification nor the origind drawings
provide the requisite descriptive support for the recitation in clam 1 that the ked liesina
medid-laterd plane, particularly amedid-laterd planethat is pardld to and anteriorly offset
from amedid-laterd plane containing the maor axis of the oval body. Theredsoisno

descriptive support in the origind specification for the recitation that the mgor axis (which is
7
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recited to extend aong the largest diameter of the ova body) liesin a medid-laterd plane. With
regard to thislatter clam limitation, the origind drawings are inconclusive, particularly in view of
their sketchy nature.

With regard to the new ground of regjection of clam 3 under the fourth paragraph of
8 112, cdlam 3 recites that the body is “subgtantidly ovad.” Assuch, dam 3 hasthe effect of
broadening parent clam 1, rather than further limiting clam 1 asrequired in the fourth paragraph
of §112.

The examiner’ sdecison to rgject clams 1, 6 and 7 under § 102(b) as anticipated
by Lippincott isreversed, the examiner’s decision to regject clams 1 and 4 under § 102(b) as
anticipated by Rambert is reversed, the examiner’s decison to rgect clams 1, 3, 4 and 6-8
under § 103 as unpatentable over Worland in view of Kinnett is reversed and the examiner’s
decison to rgject clam 5 under § 103 as unpatentable over Worland, Kinnett and Williamson is
reversed. In addition, new grounds of rejection of clams 1 and 3-8 have been introduced
pursuant to 37 CFR 8 1.196(b).

This decison contains new grounds of reection pursuant to 37 CFR
8 1.196(b) (amended effective Dec. 1, 1997, by find rule notice, 62 Fed. Reg. 53,131, 53,197
(Oct. 10, 1997), 1203 Off. Gaz. Pat. & Trademark Office 63, 122 (Oct. 21, 1997)). 37 CFR
8 1.196(b) providesthat, “A new ground of rgection shal not be consdered find for purposes

of judicid review.”

37 CFR § 1.196(b) also provides that the appellant, WITHIN TWO MONTHS

FROM THE DATE OF THE DECISION, must exercise one of the following two options with
8
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respect to the new ground of rejection to avoid termination of proceedings (8 1.197(c)) asto

the rgected clams.

(1) Submit an appropriate amendment of the clams so rgected or
ashowing of factsrelating to the claims so rgjected, or both, and have
the matter reconsidered by the examiner, in which event the application
will be remanded to the examiner. . . .

(2) Request that the application be reheard under § 1.197(b) by
the Board of Patent Appedls and Interferences upon the same record. .
No time period for taking any subsequent action in connection with this
appeal may be extended under 37 CFR § 1.136(a).

REVERSED
37 CFR § 1.196(b)

lan A. Cdvert )
Adminigretive Patent Judge )

SN N N

Harrison E. McCandlish, Senior ) BOARD OF PATENT
Adminigrative Patent Judge ) APPEALSAND
) INTERFERENCES
)
Jennifer D. Bahr )
Adminigrative Patent Judge )
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