The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of the follow ng design claim

t he ornanental design for a Pl CTURE FRAME as shown and
descri bed.

In rejecting the appeal ed clai munder 35 U.S.C. § 1083,
the exam ner relies upon the follow ng two references:

(1) Burnes of Boston 1984 Catal og, p. 23, item 5552 (Burnes).
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(2) Exposures, Sumrer 1 1991, p. 6, item Al112211 (Exposures).

The appeal ed clai mstands rejected under 35 U.S.C. § 103
as being unpatentable over Burnes in view of Exposures.

Ref erence is nade to the brief (Paper No. 11) and the
answer (Paper No. 12) for the respective positions of the
appel lant and the exam ner with regard to the nmerits of this
rejection.

W note, at the outset, that appellant's clainmed design
is directed to two enbodi nents. The enbodi nent of Figures 1-3
is a picture frane design having a square! outer frane
exhibiting a planar front face and a square inner franme
centered within the outer frame, the inner frane al so
exhibiting a planar front face. A planar matting recessed
fromthe front face of the outer franme is provided between the
i nner and outer franes. The enbodi ment of Figures 4-6 differs
fromthe enbodi mnent of Figures 1-3 in that the inner frane,
while exhibiting a planar face, is circular rather than

square.

! The term "square" as used in this decision denotes a plane figure
havi ng four equal sides and four right angles. Wbster's New Wrld
Dictionary, Third College Edition (Sinon & Schuster, Inc. 1988).
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The exam ner has not required restriction of the design
application to one of the two enbodi nents. Instead, the
exam ner considers the two enbodi nents to present overal
appear ances that are not distinct fromone another and thus
conprise a single inventive concept. Accordingly, both
enbodi ments have been retained in the application (Paper No.
5, page 2).

The exam ner's rejection as set forth on pages 2 and 3 of
the answer is as foll ows:

The overal |l visual inpression conveyed by the
instant frane is held to be simlar to Burnes of

Bost on #5552, the essential difference being the

proportions of the mat versus picture area.

Exposures shows simlar proportions of the mat
versus picture area.

Thus it is held that it would have been obvi ous
to a person of ordinary skill in the art at the tine
the article was nmade to nodi fy Burnes of Boston
#5552 as taught by Exposures.

Mor eover, the result would be an appearance over
which the clainmed article possesses no patentable
di fference.
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The exam ner's rejection overl ooks an inportant
di fference between appellant's cl ai med desi gn? and the Burnes
pi cture frame. The Burnes picture franme includes inner and
outer frames which are rectangular (i.e., having four sides
and four right angles® but not square, in that the height
di mension is noticeably larger than the width di nension. W
do not share the exam ner's opinion (answer, page 4) that the
difference in shape (square versus rectangul ar, non-square)
bet ween the cl ai ned design and the Burnes picture frane is de
mnims in nature and unrelated to the overall aesthetic
appearance of the design. On the contrary, it is our opinion
that this difference does affect the appearance of the clained
design as a whole and the inpression that the design woul d

make to the eye of a designer of ordinary skill. Cf. Ex parte

Pappas, 23 USPQ2d 1636, 1638 (Bd. Pat. App. & Int. 1992) and

In re Carter, 673 F.2d 1378, 1380, 213 USPQ 625, 626 (CCPA

1982) .

2 \Wile, as discussed above, the claimed design enconpasses two
enmbodi nents, the exam ner's rejection focuses primarily on the enbodi ment of
Figures 1-3 having the square inner frane.

3 Webster's New World Dictionary, Third College Edition (Sinon &
Schuster, Inc. 1988).
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The Exposures picture frame al so conprises rectangul ar
i nner and outer frames, which, in contrast to appellant's
clai med design (Figures 1-3), are non-square. Like
appel lant's clai ned design (Figures 1-3), the area encl osed by
the inner frame appears to be about one-fourth the area of the
outer frame.

The test for determ ning obviousness of a clainmed design
under 35 U. S.C. 8 103 is whether the design woul d have been
obvious to a designer of ordinary skill who designs articles
of

the type involved. See id. and In re Nal bandian, 661 F. 2d

1214, 1216, 211 USPQ 782, 784 (CCPA 1981). Furthernore, in
order to support a hol ding of obviousness under § 103, there
must be a reference, a sonething in existence, the design
characteristics of which are basically the sane as the cl ai ned

design. See In re Rosen, 673 F.2d 388, 391, 213 USPQ 347, 350

( CCPA 1982).

Even assum ng, arguendo, that Burnes is a Rosen type

reference and further that Exposures woul d have suggested
nodi fication of the Burnes picture frane so as to nmake the
area encl osed by the inner frame smaller as a proportion of
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the area enclosed by the outer frame as proposed by the

exam ner, such nodification would not result in the clained
design. The resulting picture frane would not give the

i mpression of square inner and outer franes (appellant's
Figures 1-3) or a square outer frame and circular inner frame
(appellant's Figures 4-6).

Rej ections based on 35 U.S.C. 8 103 nust rest on a
factual basis. In nmaking such a rejection, the exam ner has
the initial duty of supplying the requisite factual basis and
may not, because of doubts that the invention is patentable,
resort to specul ation, unfounded assunptions or hindsi ght
reconstruction to supply deficiencies in the factual basis.

In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967), cert. denied, 389 U S. 1057 (1968).

We are cogni zant of the exam ner's assertions on page 4
of the answer that "[t]his sinple change in proportions (the
choi ce of square versus rectangle) is notoriously old in the
picture frame art, [and] woul d have been obvi ous to one
skilled in the art." However, these assertions are concl usory
in nature and are not supported by any evidence supplied by

the exam ner in making the rejection.
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In failing to supply evidence to support the conclusion
that it would have been obvious to nodify the Burnes picture
frame to make the inner and outer frames square so as to
arrive at the clainmed design, the exam ner has failed to neet

the burden of establishing a prina facie case of obvi ousness

of the claimed design. Accordingly, we cannot sustain the
exam ner's rejection.

CONCLUSI ON
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To summarize, the decision of the examner to reject the
design claimunder 35 U S.C. 8 103 is reversed.

REVERSED

PETER F. KRATZ
Adm ni strative Patent Judge

BOARD OF PATENT

JENNI FER D. BAHR APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

HOMRD B. BLANKENSHI P
Adm ni strative Patent Judge
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