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ON BRI EF

Bef ore ABRAMS, STAAB, and NASE, Adninistrative Patent Judges.
NASE, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final

rejection of clainms 1 to 20, which are all of the clains

pending in this application.

We AFFI RM | N- PART.

BACKGROUND
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The appellant's invention relates to a drain plunger for
creating a suction force within a drain. A copy of the clains
under appeal is set forth in the appendix to the appellant's

bri ef.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Schacht 1, 152,981 Sep. 7,
1915

Reeves 1, 154, 055 Sep. 21,
1915

Tom i nson 2,846, 698 Aug.
12, 1958

Tash 4,745, 641 May
24, 1988

Clainms 11 and 14 to 20 stand rejected under 35 U S.C. 8§
112, first paragraph, as containing subject matter which was
not described in the specification in such a way as to enabl e
one skilled in art to which it pertains, or with which it is

nost nearly connected, to nmake and/or use the invention.

Claims 1 to 3, 6, 10 and 12 stand rejected under 35

U S C
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8 102(b) as being anticipated by Tash.

Clains 2, 4, 5 and 7 stand rejected under 35 U. S.C. § 103

as bei ng unpatentabl e over Tash.

Clainms 8 and 13 stand rejected under 35 U.S.C. 8 103 as

bei ng unpat ent abl e over Tash in view of Schacht.

Claim9 stands rejected under 35 U.S.C. 8§ 103 as being

unpat ent abl e over Tash, Reeves and Toml i nson.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 21,
mai | ed June 5, 2000) for the exam ner's conplete reasoning in
support of the rejections, and to the brief (Paper No. 20,
filed April 24, 2000) and reply brief (Paper No. 22, filed

August 7, 2000) for the appellant's argunments thereagainst.

CPI NI ON
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In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The rejection under 35 U.S.C. 8§ 112, first paragraph
We sustain the rejection of clains 11 and 14 to 20 under

35 U S.C 8§ 112, first paragraph.

It is well settled that the description and enabl enent
requi renents are separate and distinct fromone anot her and

have different tests. See Inre Wlder, 736 F.2d 1516, 1520,

222 USPQ 369, 372 (Fed. Cir. 1984), cert. denied, 469 U S.

1209 (1985); In re Barker, 559 F.2d 588, 591, 194 USPQ 470,

472 (CCPA 1977); and In re More, 439 F.2d 1232, 1235-36, 169

USPQ 236, 239 (CCPA 1971). However, fromour reading of this
rejection (answer, pp. 4-5) it is unclear tous if this

rejection is based on the witten description requirenent or
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t he enabl enent requirenment or both. Accordingly, we wll

treat this rejection as being based on each requirenent.

The witten description requirenent

The witten description requirenent serves "to ensure
that the inventor had possession, as of the filing date of the
application relied on, of the specific subject matter |ater
clainmed by him how the specification acconplishes this is not

material." 1nre Wertheim 541 F.2d 257, 262, 191 USPQ 90, 96

(CCPA 1976). In order to neet the witten description

requi renent, the appellant does not have to utilize any
particular form of disclosure to describe the subject matter
claimed, but "the description nust clearly all ow persons of
ordinary skill in the art to recognize that [he or she]

invented what is clained." |In re Gosteli, 872 F.2d 1008,

1012, 10 USPQ?2d 1614, 1618 (Fed. Cr. 1989). Put another way,
"the applicant nmust . . . convey with reasonable clarity to
those skilled in the art that, as of the filing date sought,

he or she was in possession of the invention." Vas-Cath, Inc.

v. Mahurkar, 935 F.2d 1555, 1563-64, 19 USPQ2d 1111, 1117

(Fed. Cir. 1991). Finally, "[p]recisely how close the
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original description nust cone to conply with the description
requi renent of section 112 nust be determ ned on a

case-by-case basis." Eiselstein v. Frank, 52 F.3d 1035, 1039,

34 USPQed 1467, 1470 (Fed. Gir. 1995) (quoting Vas-Cath, 935

F.2d at 1561, 19 USPQ2d at 1116).

It is our determination that the originally filed
di scl osure does not provide witten description support for
the subject matter of clains 11 and 14 to 20. The originally
filed application (p. 9, lines 7-10) states that
[ p] l unger 10 may include a one-way flap valve or the
i ke (not shown) in handle 14 to provi de easy escape of
air frombellows 20 during conpression of bellows 20 or

can depend on the special configuration of rim 30 for
such air escape.

Fromthis disclosure and the appellant's use of the word "or"
in the above-quoted sentence, it is our determ nation that
persons of ordinary skill in the art would recogni ze the
originally filed application as disclosing two separate and
di stinct enbodi ments of the drain plunger 10. The first
enbodi nent is where the drain plunger 10 includes a one-way

flap valve or the like in handle 14 to provi de easy escape of
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air frombellows 20 during conpression of bellows 20. The
second enbodi nent is where the drain plunger 10 depends on the
speci al configuration of rim30 for air escape frombellows 20

during conpression of bellows 20.

From our review of the original disclosure, we fail to
find any explicit or inplicit disclosure of a drain plunger
having both a one-way flap val ve coupled to the handle 14 and
a sealingrimto release air fromw thin the bellows during
conpression of bellows as recited in clains 11 and 14 to 20.
Accordingly, the decision of the examner to reject clains 11
and 14 to 20 under 35 U.S.C. 8§ 112, first paragraph, is

affirmed with respect to the witten description requirenent.

The enabl enent requirenent

An anal ysis of whether clainms 11 and 14 to 20 are
supported by an enabling disclosure requires a determ nation
of whether that disclosure contained sufficient information
regardi ng the subject matter of clains 11 and 14 to 20 as to

enabl e one skilled in the pertinent art to nake and use the
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clained invention. The test for enabl enent is whether one
skilled in the art could make and use the clai ned i nvention
fromthe disclosure coupled with information known in the art

wi t hout undue experinentation. See United States v.

Telectronics, Inc., 857 F.2d 778, 785, 8 USPQ2d 1217, 1223

(Fed. Gr. 1988), cert. denied, 109 S.C. 1954 (1989); In re

St ephens, 529 F.2d 1343, 1345, 188 USPQ 659, 661 (CCPA 1976).

In order to make a nonenabl enent rejection, the exam ner
has the initial burden to establish a reasonable basis to
guestion the enabl enent provided for the clained invention.

See Inre Wight, 999 F.2d 1557, 1561-62, 27 USPQ@d 1510, 1513

(Fed. Gir. 1993) (exam ner nust provide a reasonable
expl anation as to why the scope of protection provided by a

claimis not adequately enabled by the disclosure).

Thus, the first issue in an enabl enent rejection is
whet her the appellant's disclosure, considering the |evel of
ordinary skill in the art as of the date of the appellant's
application, would have enabl ed a person of such skill to nake

and use the appellant's invention w thout undue
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experinmentation. The threshold step in resolving this issue
as set forth supra is to determ ne whether the exam ner has
met his burden of proof by advanci ng acceptabl e reasoni ng

i nconsi stent with enabl ement.

I n our opinion the exam ner has not met his burden of
proof by advanci ng acceptabl e reasoning i nconsistent with

enabl ement for the foll ow ng reasons.

Factors which nust be considered in determ ning whether a
di scl osure woul d requi re undue experinmentation include (1) the
guantity of experinmentation necessary, (2) the anmount of
direction or guidance presented, (3) the presence or absence
of working exanples, (4) the nature of the invention, (5) the
state of the prior art, (6) the relative skill of those in the
art,
(7) the predictability or unpredictability of the art, and

(8) the breadth of the clains. See In re Wands, 858 F.2d 731,

737, 8 USPQ2d 1400, 1404 (Fed. Gr. 1988) citing Ex parte

For man, 230 USPQ 546, 547 (Bd. Pat. App. & Int. 1986).
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Qur review of the record reveals that the exam ner has
not applied the above-noted factors to determ ne that undue
experinmentation would be required to practice the invention or
provi ded an expl anation that clearly supports such a
determ nati on. Since the exam ner has not wei ghed the
factors, a conclusion of nonenabl enent cannot be reached.
Accordingly, the rejection of clainms 11 and 14 to 20 under 35
US C 8§ 112, first paragraph, based on the enabl ement

requi renent cannot be sustai ned.

The anticipation rejection
W w il not sustain the rejection of clainms 1 to 3, 6, 10

and 12 under 35 U.S.C. § 102(b).

To support a rejection of a claimunder 35 U.S.C. §
102(b), it nust be shown that each elenment of the claimis

found, either expressly described or under principles of

i nherency, in a single prior art reference. See Kalnman v.

Kinberly-C ark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Gr. 1983), cert. denied, 465 U S. 1026 (1984).
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| ndependent claim 1l reads as foll ows:

A drain plunger for creating a suction force within
a drain, said plunger conprising:

a) a handl e;

b) a bellows coupled to the handl e; and

c) a flexible annular sealing rimcoupled to the
base of the bellows, the sealing rimdefining a centra
space which opens to the interior of the bellows, and
wherein the sealing rimis capable of allowing air to

escape fromthe interior of the bellows during
conpression of the bell ows.

This rejection is based upon Figure 8 of Tash and the
exam ner's determ nation that (answer, pp. 5-6) Tash's sealing
rim45 is capable of allowing air to escape when sufficient
pressure is created in the bellows to overcone the sealing

effect of the rimaround a drain opening.

The appellant's argue (brief, p. 10) that Tash does not
describe the clainmed sealing rim(i.e., a sealing rimwhich is
capable of allowing air to escape fromthe interior of the
bel |l ows during conpression of the bellows). W agree. 1In
that regard, it is well-settled that under principles of
i nherency, when a reference is silent about an asserted

i nherent characteristic, it nust be clear that the m ssing
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descriptive matter is necessarily present in the thing
described in the reference, and that it would be so recogni zed

by persons of ordinary skill. Continental Can Co. v. Mnsanto

Co., 948 F.2d 1264, 1268, 20 USPQ2d 1746, 1749 (Fed. Grr

1991). As the court stated in In re QCelrich, 666 F.2d 578,

581, 212 USPQ 323, 326 (CCPA 1981)(quoting Hansgirg v. Kemer
102 F.2d 212, 214, 40 USPQ 665, 667 (CCPA 1939)):

| nher ency, however, may not be established by

probabilities or possibilities. The mere fact that

a certain thing may result froma given set of

circunstances is not sufficient. [Citations

omtted.] |If, however, the disclosure is sufficient

to show that the natural result flowng fromthe

operation as taught would result in the perfornmance

of the questioned function, it seens to be well

settled that the disclosure should be regarded as

sufficient.
Tash teaches (colum 5) that his sealing rim45 provides a
seal during conpression of the bellows. Tash does not teach
that his sealing rim45 is capable of allowng air to escape
fromthe interior of the bellows during conpression of the
bell ows. Thus, the exam ner's position that Tash's sealing

rim45 is capable of allowing air to escape when sufficient

pressure is created in the bellows to overcone the sealing
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effect of the rimaround a drain opening is based on sheer

specul ation, not the disclosure of Tash.

Since all the limtations of claim1l are not found in
Tash for the reasons set forth above, the decision of the
examner to reject claiml, and clains 2, 3, 6, 10 and 12

dependent thereon, under 35 U S.C. 8§ 102(b) is reversed.

The obvi ousness rejections

W w il not sustain the rejection of dependent clainms 2, 4,
5 7 to 9 and 13 under 35 U.S.C. 8§ 103 since the conbined
teachings of the applied prior art would not have nade it
obvious at the tinme the invention was nade to a person of
ordinary skill in the art to have nodified Tash's sealing rim
to be capable of allowing air to escape fromthe interior of

the bell ows during conpression of the bell ows.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 11 and 14 to 20 under 35 U . S.C. 8§ 112, first paragraph,

is affirmed; the decision of the examner to reject clainms 1
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to 3, 6, 10 and 12 under 35 U. S.C. 8§ 102(b) is reversed; the
deci sion of the examner to reject clainms 2, 4, 5, 7 to 9 and
13 under

35 US.C. § 103 is reversed.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

JEFFREY V. NASE
Adm ni strative Patent Judge

NEAL E. ABRANS )
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