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not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 2 through 12, 21 through 23 and 30 t hrough
32. Subsequent to the final rejection appellant filed four
amendnents, of which only those filed on March 22, 1999 (Paper
No. 20) and May 25, 1999 (Paper No. 24) were entered by the

examner. As a result of the entry of those anendnents, the
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exam ner has indicated that clainms 2, 3, 9 and 10 stand

al l oned. Accordingly, the appeal as to those clains is

di sm ssed, | eaving for our consideration on appeal clains 4
through 8, 11, 12, 21 through 23 and 30 through 32. dainms 1,
13 through 20, 24 through 29 and 33 through 40 have been

cancel ed.

Appel lant’s invention relates to a transparency vi ew ng
device or viewbox for holding and illum nating X-rays and |ike
transparencies. Independent clainms 4, 21, 23, 30 and 31 are
representative of the subject matter on appeal and a copy of
those clains may be found in the Appendix to appellant’s

bri ef.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Krajian 2,722,762 Nov. 8,
1955

Gel uk 4,637, 150 Jan. 20,
1987

I n maki ng an obvi ousness-type doubl e patenting rejection
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of certain of the appeal ed clains, the exam ner has
additionally relied upon U S. Patent No. 5,430,964, issued

July 11, 1995 to Dan I nbar et al

Clains 21 through 23 and 30 through 32 stand rejected
under the judicially created doctrine of obviousness-type
doubl e patenting as being unpatentable over claiml1l of U S

Pat ent No. 5,430, 964.

Clainms 4 through 6 and 8 stand rejected under 35 U.S. C

8§ 102(b) as being anticipated by Krajian.

Claim 30 stands rejected under 35 U.S.C. § 102(b) as

bei ng antici pated by Cel uk.

Clainms 7, 11 and 12 stand rejected under 35 U.S.C. § 103

as being unpatentable over Krajian.

Rat her than reiterate the details of these rejections and
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the conflicting viewpoints advanced by the exam ner and
appel l ant regarding the rejections, we refer to the examner's
answer (Paper No. 27, mailed August 13, 1999) and to
appellant’s brief (Paper No. 25, filed May 25, 1999) and reply
brief (Paper No. 28, filed Cctober 13, 1999) for a ful

exposition thereof.

OPI NI ON
After careful consideration of appellant’s specification
and clains, the teachings of the applied references and each
of the argunents and comments advanced by appel |l ant and the

exanm ner, we have reached the determ nations which foll ow

Turning first to the examner's rejection of clains 21
t hrough 23 and 30 through 32 under the judicially created
doctrine of obviousness-type doubl e patenting, we observe that
the exam ner’s position as set forth on page 3 of the answer
i s that

[a] | though the conflicting clainms are not identical, they
are not patentably distinct fromeach other because claim
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1 of Patent No. 5,430,964 discloses all of the structure
defined by the applicant in clains 21-23 and 30-32 except
for detecting only two transparencies which is considered
to be within one skilled in the art to nodify claim1l of
Patent No. 5,430, 964.

It is of great interest to us that the single difference
pointed to by the exam ner (i.e., detecting only two
transparencies) is found only in independent claim 21 on
appeal and does not appear in independent clains 23, 30 and 31
whi ch are also subject to this ground of rejection. Thus, we
are at a loss to understand exactly how t he exam ner has
reached the conclusion that appellant’s clainms 23 and 30
t hrough 32 are unpatentabl e under the judicially created
doctrine of obviousness-type double patenting, since the
exam ner has identified no differences between those clains
and claim1l of U S. Patent No. 5,430,964 and has provi ded no

statenent as to what is considered to have been obvi ous.

Thus, the exam ner has not established a prina facie case of

obvi ousness-type double patenting. In review ng clains 23 and
30 through 32, we note that there are clearly differences
bet ween the subject nmatter covered by those clains and the

subject matter set forth in claiml1l of U S. Patent No.
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5,430,964 and that we agree with appellant’s position set
forth in the brief and reply brief as to those differences.
Accordingly, we are constrained to reverse the examner's

doubl e patenting rejection of clains 23 and 30 through 32.

As to clainms 21 and 22, we share appellant’s view as set
forth on page 9 of the brief and pages 6 and 7 of the reply

brief, that the exam ner has not made out a prinma facie case

for obviousness since he has nmerely nade a general assertion
that the identified difference “is considered to be within one
skilled in the art to nodify claim1 of Patent No. 5,430, 964"
(answer, page 3), w thout any evidence to support such a
conclusion. Appellant has argued (reply brief, pages 6-7)
that the nodification urged by the exam ner is not obvious and
al so provided reasons in support of that position. 1In the
face of those argunments we have nothing fromthe exam ner but
specul ation to support his conclusion. Thus, we wll not
sustain the examner’s rejection of clains 21 and 22 under the
judicially created doctrine of obviousness-type double

pat enti ng.
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We turn next to the examner's rejection of claim30
under 35 U.S.C. 8 102(b) as being anticipated by Geluk. In
this instance, appellant has presented argunents on pages 10
and 11 of the brief and on pages 8 and 9 of the reply brief
whi ch we find persuasive. Like appellant, we consider the
exam ner’s position equating “the center spot on the screen”
in Geluk (answer, page 4) to appellant’s “guide” set forth in
claim 30 to be untenable. Unlike appellant’s guide seen in
Fi gures 4A, 4B of the present application, the inaginary
center spot identified by the exam ner on the screen (2) of
Gel uk is not capable of “guiding the transparency into a
predeterm ned nounting position” as at (42) of Figure 4A, or
of cooperating with a second transparency having a second
predeterm ned nounting position (44 in Fig. 4A) as is set
forth in appellant’s claim 30 so that the guide “separates and
determ nes the two predeterm ned nounting positions.” As for
the exam ner’s position (answer, page 8) that appellant “fails
to define any structure with regard to the guide,” we find
this position to be in error, since the limtation as set

forth in claim30 on appeal with regard to the “guide” woul d
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i nvoke an interpretation under 35 U S.C. 8§ 112, sixth
paragraph. Thus, we will not sustain the exam ner’s rejection

of claim 30 under 35 U.S.C. 8 102(b) based on Gel uk.

As for the examiner’s rejection of clains 4 through 6 and
8 under 35 U.S.C. §8 102(b) based on Krajian, we share
appellant’s view that the “facepl ate adapted for hol ding a
filmtransparency having an area thereon” of claim4 on appeal
is not readable on the layer (13) in the device of Krajian as
urged by the exam ner, since the layer (13) is not capabl e of
“hol ding” a filmtransparency thereon. Moreover, we observe
that the device of Krajian |lacks a “nmeans for rotating said
housi ng [enclosing the light source] so that light is emtted

fromthe first aperture to scan said transparency” (enphasis

ours) as set forth in appellant’s claim4. As for the

remai ning clainms subject to this rejection, we agree with

appel lant’ s argunents as set forth on pages 7 and 8 of the
brief and on pages 2 through 6 of the reply brief. Thus, we
will not sustain the exam ner’s rejection of independent claim

4, or of clains 5, 6 and 8 whi ch depend therefrom under 35
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U S.C § 102(b) based on Krajian.

Regardi ng the exam ner’s rejection of dependent clains 7,
11 and 12 under 35 U.S.C. 8 103 based on Krajian, we observe
that these clains include the limtations noted above in claim
4, and for that reason al one define over the device of
Krajian. Moreover, we agree with appellant’s position that the
exam ner’ s reasoni ng regarding nodification of the device in
Krajian to neet the limtations of these clainms |acks any
evidential basis and stens entirely from specul ati on and
conjecture. Accordingly, the exam ner’s rejection of clains
7, 11 and 12 under 35 U. S.C. 8 103 based on Krajian wll also

not be sust ai ned.

I n summary:
The exam ner's decision rejecting clains 21 through 23
and 30 through 32 under the judicially created doctrine of

obvi ousness-type double patenting is reversed.

The exam ner's decision rejecting clains 4 through 6 and
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8 under 35 U. S.C. § 102(b) as being anticipated by Krajian is
reversed, as is the examner's decision rejecting clains 7, 11

and 12 under 35 U.S.C. 8§ 103 based on Krajian.

In addition, the exam ner's decision rejecting claim 30
under 35 U.S.C. 8§ 102(b) as being anticipated by Geluk is

rever sed

Thus, the decision of the exam ner rejecting clains 4

through 8, 11, 12, 21 through 23 and 30 through 32 of this

application is reversed.

REVERSED

CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JOHN P. McQUADE )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
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JEFFREY V. NASE
Adm ni strative Patent Judge
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