The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
11, all the clains in the application.

The invol ved invention concerns an aid for teaching
chil dren and the handi capped howto tie a bow in a shoel ace.

The subject matter in issue is defined by clainms 1 to 11
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whi ch are reproduced in the appendi x of appellant's brief.

The references applied in the final rejection are:

Bonfigli 4,017, 984 Apr. 19,
1977

Stanfield 5,897, 323 Apr .
27, 1999

Claims 1 to 11 stand finally rejected on the foll ow ng
grounds:
(1) Anticipated by Bonfigli, under 35 U S.C. §8 102(b);
(2) Qoviousness-type double patenting, over clains 1, 3 and 4
of the Stanfield patent.

Rejection (1) - Anticipation

First considering this rejection with regard to the
recitations of claim1, the exam ner finds that Bonfigl

di scl oses apparatus for teaching, inter alia, howto tie a

bow, having a plate 12 with first shoe markings, second shoe
mar ki ngs representing a loop (Fig. 3), a shoel ace nount
consisting of flaps 14, 16 (which have holes 34), and a hol d-
down consisting of tab 46, which is spaced fromthe shoel ace
nmount .

In order to anticipate a claim a prior art reference

nmust di sclose every |imtation of the clained invention,
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either explicitly or inherently. In re Schreiber, 128 F.3d

1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Gir. 1997). Appellant
argues that claim1l is not anticipated, because Bonfigli's

hol d-down tab 46 cannot "be operated by a child to tenporarily
press a location along said shoelace which has been laid in a
| oop on said second shoe marking, against said upper surface,"”
as recited in claiml. The examner's position seens to be
that this recitation does not differentiate the clained
apparatus fromthe structure disclosed by Bonfigli because it
is arecitation of how the clained apparatus is intended to be
enpl oyed (answer, page 5). However, we do not agree that the
guoted claimlanguage is nerely a recitation of the intended
use or function of the apparatus, but rather consider that it
inmports a structural limtation into the claim As disclosed
in appellant's specification at page 4, lines 19 to 21, and
shown in Fig. 2, the hold-down 42 |lies along the | oop marking
40 or slightly beyond it, holding a |location 44 al ong the
correspondi ng shoel ace | oop 36 to the shoe device 12. G ving
the claimrecitation in question its broadest reasonable

interpretation in light of this disclosure (see In re Mrris,

127 F.3d 1048, 1054, 44 USPQRd 1023, 1027 (Fed. Gr. 1997)),
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it is evident that it requires that the hol d-down be so
positioned as to enable it to be pressed upon a | ocation al ong
the portion of the shoel ace which has been laid in a | oop on
t he second shoe marking. Since Bonfigli's hold-down tab 46 is
not located in a position to enable it to be pressed upon a
| ocation al ong the shoel ace | oop which has been laid on the
second shoe marking 44, as shown in Fig. 4a, Bonfigli does not
anticipate claim1.

We therefore will not sustain rejection (1) as to claim
1, or as to claims 2 to 5 dependent thereon.

Claim6 reads:*
6. A shoe devi ce conpri sing:

a plate which has front and rear portions and upper and
| ower surfaces, with said upper surface of said plate marked

along said front portion to represent the front of a shoe;

said plate has neans for holding a mddle portion of a
shoel ace that has opposite end portions;

said plate has a cutout formng a tab that is spaced from
said neans for holding a mddle portion to hold down [a]
| ocation al ong one of said shoelace end portions to said

! W note that "said location" in line 8 of the claimhas
no antecedent basis. In the interest of avoiding pieceneal
appellate review, we will construe this termas --a |ocation--
, but it should be corrected in the event of further
prosecuti on.
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pl at e.

The exam ner reads the clainmed "neans for hol ding” on
flaps 14, 16 of Bonfigli, and the clainmed tab on Bonfigli's
tab 46. Appellant argues that Bonfigli "does not have a tab
spaced fromthe nmeans for holding a mddle portion of the
shoel ace, in order to hold-down a | ooped end portion of the
shoel ace" (brief, page 5). This argunent is not persuasive
because Bonfigli's tab 46 clearly is spaced fromflaps 14 and
16. Also, claim6 (unlike claim1l) does not require that the
tab hold down a | ooped portion of the shoelace, but only that
it "hold down said [sic: a, per footnote 1, supra] |ocation
al ong one of said shoelace end portions;"” Bonfigli's tab 46
meets this limtation in that it holds down a | ocation al ong
t he shoel ace portion to the left of center dot 24b (in Fig.
8) .

Thus, claim6 is anticipated by Bonfigli.

Claim7 is also anticipated by Bonfigli. Appellant's
only argunment as to this claimis that Bonfigli's plate (12)
"does not have a rounded front end, but only rounded markings"
(brief, page 5). However, as the exam ner points out,
Bonfigli discloses that the outline of the "shoe" "may be
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formed froma sheet fromwhich the side flaps 14 and 16 are
made and adhered to the panel 12" (col. 1, lines 58 to 60).
Such a sheet constitutes a "plate" as broadly recited, there
being no requirenent in the claimthat the "plate" be of any
particular stiffness. Bonfigli also neets clains 8 and 9,
since flaps 14, 16, which contain holes 34, are made fromthe
sheet ("plate"), according to the above-quoted disclosure.

Clainms 10 and 11 each recite a hol d-down (claim 10) or
tab (claim11l) which is spaced fromthe holes in flaps 14 and
16. dains 10 and 11 further require that the hol d-down is
"for holding down an end portion of said shoel ace that
projects fromsaid holes"” (claim10) or "to hold down a second
| ocation which |ies along one of said shoel ace ends that
projects fromone of said holes" (claim1ll). The tab 46 of
Bonfigli neets these limtations because it would be capable
of hol ding down a | ocation on one of the shoel aces t hat
project fromholes 34. For exanple, considering Fig. 8 of
Bonfigli, the end of the shoelace projecting fromthe hole in
tab 14b coul d be brought over and placed under the tab 46.
Wiile the Bonfigli device is not described as being intended
to be used in this manner, the disclosed structure neets
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clainms 10 and 11 because it is capable of such use. It is
well settled that the recitation of an intended new use for an
ol d product does not make a claimto that old product

patentable. In re Schreiber, supra. <. In re Casey, 370

F.2d 576, 580, 152 USPQ 235, 238 (CCPA 1967).
Accordingly, rejection (1) of clains 6 to 11 will be
sust ai ned.

Rej ecti on (2)-Doubl e Patenting

On page 2 of the final rejection and page 4 of the
answer, the examner's statenent of this rejection is:

Clainms 1-11 are rejected under the judicially
created doctrine of obviousness-type double

pat enti ng as bei ng unpatentable over clainms 1, 3,
and 4 of U S. Patent No. 5,897,323. Although the
conflicting clains are not identical, they are not
pat entably distinct fromeach other because they
derive fromthe sane disclosure, contain slight
variations on the same limtations, and could have
been clainmed in the original application.

This statenment is not sufficient to enable this Board to
determ ne whet her or not the rejection should be sustained.
Therefore, pursuant to 37 CFR 8 1.196(a), this case is
remanded to the examner to anplify the basis of the

rejection. In so doing, the exam ner should, for each of

clains 1 to 11, (1) conpare that claimwth the single claim
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of the patent to which that claimnost closely corresponds;
(2) determne the differences between that application claim
and the patent claim and (3) in light of those differences,
determ ne whether the application claimis an obvious
variation of the patent claim and if so, explain why. See
MPEP & 804, part Il B.

W note that on page 8 of the brief appellant requests a
decision "as to . . . which clains would require a term na
disclainmer.” However, a term nal disclainmer under 37 CFR
§ 1.321(a), second sentence, does not apply to individual
clains, but rather to all clains in any patent to be issued.
See MPEP
88 804. 02 and 1490.

Concl usi on

The exam ner's decision to reject clains 1 to 11 under
35 US.C. 8 102(b) is reversed as to clains 1 to 5, and
affirmed as to clains 6 to 11. The application is remanded to
the exam ner with regard to the double patenting rejection.

Since this decision includes a remand, it shall not be
considered a final decision. See 37 CFR § 1.196(e) and MPEP

8§88 1211 and 1213.
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This application, by virtue of its "special" status,
requires an imedi ate action, MP.E. P 708.01(d). It is
i nportant that the Board be informed pronptly of any action
affecting the appeal in this case.

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
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