The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte THOVAS M SI EP and RONALD E. STAFFORD

Appeal No. 2000-1699
Appl i cation No. 08/706, 123

ON BRI EF

Before JERRY SM TH, RUGE ERO and LALL, Administrative Patent

Judges.
JERRY SM TH, Adnmini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s final rejection of clains 3, 4, 6-9, 11, 12,
14-16 and 20-27, which constitute all the clains remaining in
the application. An anmendnent after final rejection was filed

on April 2, 1999 and was entered by the exam ner.
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The di scl osed invention pertains to a wireless network

for communi cati ng between processi ng devi ces.

Representative claim25 is reproduced as foll ows:

25. A wireless network conpri sing:

a master processing device for generating information and
broadcasting said informati on through wirel ess transm ssion of
si gnal s;

a plurality of individually identifiable and addressabl e
client processing devices having circuitry for receiving said
information fromsaid nmaster processing device and transmtting
other information to said master processing device, said master
processi ng devi ce broadcasting data to all of said client
processi ng devi ces and sel ecting one and only one of said client
processi ng devices to acknow edge recei pt of each bit of data
said master processing device broadcasts to all of said client
processi ng devi ces.

The exam ner relies on the follow ng references:
Tejima et al. (Tejinma) 4, 809, 268 Feb. 28, 1989
The adm tted prior art.

Claims 25, 27, 3, 4, 6-9 and 20-24 stand rejected under
35 U.S.C. §8 102(b) as being anticipated by the disclosure of
Tejima. Cainms 26, 11, 12 and 14-16 stand rejected under 35
U S.C 8 103. As evidence of obviousness the exam ner offers

Tejima in view of the admtted prior art.
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Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the briefs and the answer for the

respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the evidence
of anticipation and obviousness relied upon by the exam ner as
support for the rejections. W have, |ikew se, reviewed and
taken into consideration, in reaching our decision, the
appel l ants’ argunents set forth in the briefs along with the
examner’s rationale in support of the rejections and argunents
in rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon does not support either of the
rejections set forth by the examner. Accordingly, we reverse.

We consider first the rejection of clains 25 27, 3, 4,
6-9 and 20-24 under 35 U. S.C. 8 102(b) as being anticipated by
the disclosure of Tejima. Anticipation is established only when
a single prior art reference discloses, expressly or under the
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princi ples of inherency, each and every elenent of a clained
invention as well as disclosing structure which is capabl e of

performng the recited functional limtations. RCA Corp. v.

Applied Digital Data Systens., Inc., 730 F.2d 1440, 1444, 221

USPQ 385, 388 (Fed. Cir.); cert. dism ssed, 468 U S 1228

(1984); WL. CGore and Associates, Inc. v. Garlock, Inc., 721

F.2d 1540, 1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert.
deni ed, 469 U.S. 851 (1984).

The exam ner indicates how he finds anticipation of
these clains on pages 3-6 of the exam ner’s answer. Appellants
argue that Tejima does not disclose the recitation in each of
i ndependent clains 25 and 27 that “said naster processing device
broadcasting data to all of said client processing devices and
sel ecting one and only one of said client processing devices to
acknow edge recei pt of each bit of data said master processing
devi ce broadcasts to all of said client processing devices.”
Specifically, appellants argue that since Tejina teaches that
each of the renote stations is periodically interrogated by the
central station to return a supervisory acknow edgnent packet
for nonitoring purposes, Tejima does not teach that “one and
only one” of the client devices acknow edge recei pt of each bit
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of data as recited in clainms 25 and 27 [brief, pages 6-8]. The
exam ner responds that the fact that Tejim suggests
“sequentially” and “polls” client devices, by definition one and
only one device is selected at any given tine [answer, pages 9-
10]. Appellants respond that the sequential selection disclosed
by Tejina does not neet the recitation of one and only one as
set forth in clainms 25 and 27 [reply brief].

We agree with the position argued by appellants. The
recitation of “one and only one” in appellants’ clains requires
that only one client device in total acknow edge recei pt of each
bit broadcast by the master device. This precludes a plurality
of client devices acknow edging receipt, even if the client
devi ces acknow edge recei pt in sequence. |In other words, one
and only one neans one total, not one at a tine. Since the
sequential polling arrangenent of Tejim does not neet the “one
and only one” recitation of independent clainms 25 and 27, we do
not sustain the examner’s anticipation rejection of independent

clainms 25 and 27 or of any of the clains which depend therefrom
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We now consider the rejection of clainms 26, 11, 12 and 14-
16 under 35 U. S.C. § 103 based on the teachings of Tejinma and
the admtted prior art. 1In rejecting clains under 35 U S. C
§ 103, it is incunmbent upon the exam ner to establish a factual

basis to support the I egal conclusion of obviousness. See In re

Fine, 837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988).
In so doing, the exam ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to nodify the prior art or to conbine prior art references to
arrive at the clained invention. Such reason nust stem from
sone teaching, suggestion or inplication in the prior art as a
whol e or know edge generally avail able to one having ordi nary

skill in the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837

F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert. denied,

488 U. S. 825 (1988); Ashland Q I, Inc. v. Delta Resins &

Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed.

Cir. 1985), cert. denied, 475 U. S. 1017 (1986); ACS Hosp. Sys.,

Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed. Gr. 1984). These show ngs by the exam ner are an
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essential part of conplying with the burden of presenting a

prima facie case of obvi ousness. Note In re Cetiker, 977 F.2d

1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). |If that
burden is nmet, the burden then shifts to the applicant to

overcone the prinma facie case with argunent and/or evi dence.

Obvi ousness is then determ ned on the basis of the evidence as a
whol e and the rel ative persuasiveness of the argunents. See

ld.; In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed.

Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785,

788 (Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052,

189 USPQ 143, 147 (CCPA 1976). Only those argunents actually
made by appell ants have been considered in this decision.
Argunents which appellants coul d have made but chose not to make
in the brief have not been considered [see 37 CFR
§ 1.192(a)].

The exam ner applies Tejima in the same manner as
di scussed above. The exam ner notes that w red network
calculators are known fromthe admtted prior art. The exam ner
finds that it would have been obvious to the artisan to create a
cal cul ator network as set forth in independent claim 26 [answer,
pages 7-8]. Appellants nmake the same argunents di scussed above
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as well as arguing that the admtted wired connections of the
prior art do not suggest the recitation of independent claim 26
[brief, pages 11-14].

As noted above, Tejim does not disclose the receipt
acknow edgnent as set forth in the independent clains on appeal.
We al so agree with appellants that the admtted prior art of
wi red cal cul ator networks does not teach or suggest selecting
one and only one client calculator for acknow edgnent as recited
in independent claim26. The admtted prior art does not say
anyt hi ng about how a wired client cal cul ator woul d acknow edge
receipt to the master calculator or even if such acknow edgnent
woul d have been necessary. Since the record in this case does
not support the exam ner’s finding of obviousness, we do not
sustain the examner’s rejection of independent claim 26 or of
any of the clainms which depend therefrom

In summary, we have not sustained either of the
exam ner’s rejections of the clains on appeal. Therefore, the
deci sion of the exam ner rejecting clainms 3, 4, 6-9, 11, 12, 14-
16 and 20-27 is reversed.

REVERSED
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