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CRAWFORD, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner’s fina
rejection of claim6 through 15, which are all of the clains
pending in this application.

The appellants’ invention relates to a nethod of formng a
mul tilayer thin filmstructure (“M.TF”). An under standi ng of
the invention can be derived froma reading of exenplary claim

6, which appears in the appendix to the appellants’ brief.
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The prior art

The prior art reference of record relied upon by the
exam ner and rejecting the appealed clains is:
McAllister et al. (MAllister) 5,757,079 May 26,

1998

The rejection

Clainms 6-15 stand rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over MAllister.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above noted
rejection, we nmake reference to the final rejection (Paper No.
7) and the answer (Paper No. 12) for the exam ner’s conplete
reasoni ng in support of the rejection, and to the brief (Paper
No. 11) and reply brief (Paper No. 15) for the appellants’

argunent s t hereagai nst.

Qi ni on
In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and

clainms, to the applied prior art reference, and to the
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respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.

McAl i ster discloses a nmethod of formng a multilayer thin
filmstructure which conprises a series of layers. The |ayers
include a dialectric |layer which has netal thereon and a top
surface | ayer which has vias, chip connection pads, and via-pad
connection staps thereon. MAlIlister does not disclose that the
surface | ayer includes a plurality of orthogonal X conductor
i nes and Y conductor |ines.

Appel  ants argue that McAllister is silent with regard to
the need for a plurality of orthogonal X conductor lines and Y
conductor lines on the top surface of the M.TF.

The exam ner concl udes that although MAIlister does not
expressly disclose the formation of orthogonal X and Y conductor
lines, it is within the ordinary skill of the person of ordinary
skill in the art given the teaching of MAllister that X and Y
conductor lines could be fornmed (final rejection at page 3).

The exam ner also states, in the answer at page 3, that it is
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i nconcei vabl e that one of ordinary skill in the art given the

teachings of McAllister would not be able to practice

appellants’ clained invention.

The test for obviousness is not whether one of ordinary
skill in the art could or would be able to practice the clained
I nvention given the teachings of the prior art. The test for
obvi ousness i s what the conbi ned teachings of the prior art
woul d have suggested to one of ordinary skill in the art. See In

re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). In

establishing a prima faci e case of obvi ousness under 35 U. S.C §

103, it is incunbent upon the exami ner to provide a reason why
one of ordinary skill in the art would have been led to nodify a
prior art reference. To this end, the requisite notivation nust
stem from sone teachi ng, suggestion or inference in the prior

art as a whole or fromthe know edge generally available to one
of ordinary skill in the art and not fromthe appellants

di sclosure. See e.q., Uniroval, Inc. v. Rudkin-Wley Corp. 837

F.2d 1044, 1051, 5 UsSPQ2d 1434, 1438 (Fed. GCr.), cert. denied,
488 U. S. 825 (1988).
It is our conclusion that the Exam ner has failed to

establish a prima facie case of obviousness in regard to clains
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6 through 15 because the exam ner has not addressed the
notivation of one skilled in the art to nodify the MAlIlister
reference so as to include X and Y conductor [ines.

It appears to us that the exam ner relied on hindsight in
reachi ng his obvi ousness determ nation. However, our review ng
court has said, “to inbue one of ordinary skill in the art wth
know edge of the invention in suit, when no prior art reference
or references of record convey or suggest that know edge, is to
fall victimto the insidious effect of a hindsight syndrone
wherein that which only the inventor taught is used against its

teacher.” WL. Gore & Assoc. v. Grlock, Inc, 721 F.2d 1540,

1553, 220 USPQ 303, 312-13 (Fed. Cr. 1983), cert. denied, 469

U S 851 (1984). It is essential that “the decision nmaker
forget what he or she has taught at trial about the clained
invention and cast the mnd back to the tine the invention was
made . . . to occupy the mnd of one skilled in the art who is
presented only with the references, and who is normally gui ded
by the then-accepted wisdomin the art.” [1d. Since the step of
building the top surface layer so as to include X and Y

conductor lines is not taught or suggested by McAllister, we
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will not sustain the rejection of claim®6 and clains 7 through
15 dependent thereon.
The deci sion of the exami ner is reversed.

REVERSED

JENNI FER D. BAHR
Adm ni strative Patent Judge
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