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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
32, all the claims in the application.

The clainms on appeal are drawn to a support for
el ectrical cable (clains 1 to 14), a rack for supporting

el ectrical cable (clainms 15 to 26), a nmethod of constructing a
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support for electrical cable (clains 27 to 30), and a nethod
of supporting electrical cable (clainms 31 and 32). They are
reproduced in the appendi x of appellant's brief.!?

The references applied in the final rejection are:

Ber gqui st 2,891, 750 Jun.
23, 1959

Bur ke 3,406, 932 Oct. 22,
1968

Mason 3,948,473 Apr. 6,
1976

Dool ey 5, 465, 929 Nov. 14,
1995

The appeal ed clains stand finally rejected under 35
U S C
§ 103(a) as follows:
(1) Claims 1 to 26, 31 and 32, unpatentable over Burke in view
of Dool ey and Mason.
(2) Claims 27 to 30, unpatentable over Bergquist in view of
Bur ke.

Rej ection (1)

We will first consider this rejection as it applies to

cl ai m 15. The structure recited in claim15 differs fromthat

YI'n reviewing the specification, it appears that on page
13, line 12, "have" should be --has--, and "greater" should be
--smal ler--.
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di scl osed by Burke in that, inter alia, the clainmd | ower and

upper | ongitudinal nmenbers each conprise a netal tube "of

circular cross-section," whereas the | ower and upper

| ongi tudi nal holl ow nenbers 10, 12, 22, 24 of Burke each are
di scl osed as having a rectangul ar cross-section. The exani ner
takes the position that (answer, page 6):

It would have been an obvious matter of design

choice to have nodified Burke in view of Dooley to

have made the upper and | ower nenber conprising a

metal tube having a circular cross section since

such a nodification is nmerely a change in shape and

is generally recognized as being within the level of

one skilled in the art. In re Dailey et al., [357

F.2d 669, 672-73,] 149 USPQ 47[,50 (CCPA 1966)].

After fully considering the record in light of the
arguments presented in appellant's brief and reply brief, and
in the exam ner's answer, we conclude that the rejection is
not well taken.

In the Dailey case cited by the exam ner, the Court held
the claimed device to be obvious over a patent to Matzen,
stating (357 F.2d at 672-73, 149 USPQ at 50):

Appel | ants have presented no argunment which
convinces us that the particul ar
configuration of their container is
significant or is anything nore than one of
numer ous configurations a person of

ordinary skill in the art would find

3
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obvi ous for the purpose of providing mating
surfaces in the coll apsed contai ner of
Mat zen.

In the present case, appellant argues that the circular cross-
section of the |longitudinal nmenbers is significant in that
(brief, page 9):

The circul ar shape allows the use of standard

el ectrical conduit (which is circular) and standard
conduit fittings. The use of standard el ectrical
conduit has a nunmber of inportant advantages. For
exanpl e, standard conduit is relatively inexpensive
to fabricate and/or purchase. Further, electrical
conduit is easy to handle, assenmble and bend on the
job site using existing tools. Also, circular-
section conduit can be threadably connected, thereby
elimnating the need for screw fasteners as used in
the prior art. Thus, appellant's systemis

econom cally fabricated and is readily nodified and
installed on the job site without the need for
speci al equi pnent.

In response to this argunent, the exam ner contends (answer,
pages 9 and 10):

t he reasoni ng behind the applicant's use of a

t ubul ar nmenmber having a circular cross-section is
for the purpose of allowi ng the nenbers to be

t hreadably connected or nmade of standard el ectrical
conduit however; [sic] the applicant does not claim
these limtations within the scope of the claim

| anguage. These limtations nay be inproved

advant ages over the prior art however, without the
applicant specifically claimng these Iimtations
within the clains the exam ner is obligated to
exam ne the clainms as presented wi thout reading the
specification into the claim

4
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Thi s argunent by the exami ner is not persuasive. |In order to
di stinguish the clainms over the prior art, an applicant is not
required to recite the advantages flowing fromthe clained

i nvention; rather, the clains nust include the structure which

provi des those advantages. Cf. In re Peterson, 390 F.2d 735,

741-42, 156 USPQ 504, 509 (CCPA 1968) (clainms not patentable
because not |limted to the structure which will provide
asserted unexpected results). Here, claim15 is limted to
the structure which provides the asserted advant ages over the
prior art, in that it recites that the | ower and upper

| ongi tudi nal nenmbers each conprise a nmetal tube of circul ar
cross-section. In the absence of any evidence that the
circular cross-sectional shape of the |ongitudi nal nenbers
woul d have been obvi ous, which evidence the exam ner has not
cited,? the asserted advantages resulting fromuse of a
circular cross-sectional shape preclude the exam ner's

inplicit conclusion that that shape would have been nerely an

2"A rejection based on section 103 nust rest on a factual
basis, and these facts nust be interpreted w thout hindsight
reconstruction of the invention fromthe prior art.” 1n re
GPAC, Inc., 57 F.3d 1573, 1582, 35 USPQ@d 1116, 1123 (Fed.
Cir. 1995).
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obvi ous matter of design choice. Cf. In re Kuhle, 526 F.2d

553, 555, 188 USPQ 7, 9 (CCPA 1975).

The Dool ey and Mason references are cited by the exam ner
as evidence of the obviousness of providing, respectively,
end-to-end couplings for cable racks and wi ngs on the ends of
a cross or side nenber. Neither of these references discloses
or suggests | ongitudinal nembers having a circul ar cross-
section, and thus they are not relevant to the above-di scussed
guestion of the obviousness of claim 15 over Burke.

Accordingly, the rejection of claim15, and of clainms 16
to 26 dependent thereon, will not be sustained. W also wil
not sustain the rejection of independent clains 1 and 31, and
of their dependent clainms 2 to 14 and 32, since clains 1 and
31 also require tubul ar | ongitudinal menmbers of circul ar
cross-section, and thus are consi dered patentable over the
applied prior art for the same reasons as claim 15.

Rej ection (2)

Ber gqui st di scl oses a cabl e support system having racks
11 with upper and | ower |ongitudinal nenbers 13, cross nenbers
14, and side nenmbers 17, all of the menbers being wel ded

toget her. The upper and | ower | ongitudinal menbers of
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Ber gqui st are, however, made of wire rather than tubing. The
ends of the racks are coupled together by bolts 21 passing
t hrough eyes 20 at the ends of the |ongitudinal nenbers.
Where the cabl e support changes direction (diverges), as at
33, 37 or 38 in Fig. 1, a rack may be bent and its ends
coupled to the ends of the two diverging racks. The exam ner
states the basis of the rejection as (answer, page 8):

Bur ke teaches that it is known to have upper and

| ower support nmenmbers (24 and 25) being netal tubes.

It woul d have been obvious to one having ordinary

skill in the art at the time of the invention to

have nodified Bergquist to have nmade the upper and

| ower support nmenbers of metal tubes for purpose of

reduci ng the amount of material being used

therefore cost effective.

We will not sustain this rejection. In the first place,
Ber gqui st so enphasi zes the advantages of making the rack out
of wire (see, e.g., col. 1, lines 54 to 72, and col. 3, lines
5to 7) that we do not believe that one of ordinary skil
woul d have been notivated to substitute tubing for wre.
Mor eover, Burke does not disclose bending the tubul ar
| ongi tudi nal nmenmbers, in fact, it is not clear how Burke's
support system would be routed around a corner, other than by

usi ng a connection as shown in Fig. 4. Also, it is not
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evi dent how Burke's supports are connected end-to-end, and it
does not appear that they could use the bolt-and-eye system

di scl osed by Bergquist. For these reasons, we do not consider
t hat one of ordinary skill would have found it obvious to

nodi fy Bergqui st in view of Burke.

Rej ection Pursuant to 37 CFR 8§ 1.196(b)

Pursuant to 37 CFR § 1.196(b), claims 20, 31 and 32 are
rejected for failing to conply with the second paragraph of
35 U.S.C. 8 112, for the foll ow ng reasons:

(A) Claim20 is indefinite in that the term "support” in |line
1 has no antecedent basis.

(B) In claim31, appellant recites in lines 1 and 2 "The

nmet hod of supporting electrical cable conprising: preparing a
support [etc.]," and then recites in line 21 "the method

conprising:" These two recitations of "method conprising"
render the claimindefinite in that it is not clear whether

t he cl ai mred net hod

includes the step of preparing a support, or only the steps of

| aying cable and inserting cable (lines 22 to 27).

Concl usi on

The exam ner's decision to reject clains 1 to 32 is

8
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reversed. Clainms 20, 31 and 32 are rejected pursuant to 37
CFR
§ 1.196(b).

Thi s deci sion contains new grounds of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. and Trademark Office 63, 122 (Oct. 21, 1997)).
37 CFR 8§ 1.196(b) provides that "[a] new ground of rejection
shall not be considered final for purposes of judicial
review. "

37 CFR § 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the following two options with respect to the new
grounds of rejection to avoid term nation of proceedi ngs (37
CFR 8 1.197(c)) as to the rejected cl ai ns:
(1) Submt an appropriate anendnment of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard

under
§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sane record. .
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No tine period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
REVERSED; 37 CFR § 1.196(b)
| AN A. CALVERT )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JOHN P. MCQUADE )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
Rl CHARD B. LAZARUS )
Adm ni strative Patent Judge )
| AC: | bg

SENNI GER, POWERS, LEAVITT & ROEDEL
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ONE METROPOLI TAN SQUARE, 16TH FLOOR
ST. LOUIS, MO 63102
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