The opinion in support of the decision being
entered today was not witten for publication
and is not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte H SATO MAEKAWA, KAZUHI KO YANMATO,
RElI ZI MAHI GASHI and YOSHI TAKA ABE

Appeal No. 2000-1628
Application No. 09/163,013

ON BRI EF

Bef ore CALVERT, ABRAMS, and McQUADE, Administrative Patent
Judges.

McQUADE, Administrative Patent Judge.

DECI S| ON ON APPEAL

H sato Maekawa et al. appeal fromthe final rejection of
clainms 14 through 18, all of the clainms pending in the
application.?

THE | NVENTI ON

! Cdaim 14 has been anended subsequent to final rejection.
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The invention relates to “a netal gasket to be installed
bet ween the cylinder block and cylinder head of an engi ne”
(specification, page 1). Representative claim 14 reads as

foll ows:

14. A netal gasket conprising at |least a first gasket-
constituting plate conposed of an elastic nmetal plate having
an opening corresponding to the cylinder hole of the engine,
sai d gasket constituting plate including:

an annul ar stopper formed by fol ding back the peripheral
portion of said first gasket-constituting plate on an annul ar
pressure receiver portion of said first gasket-constituting
pl ate around the periphery of said opening, and

an annul ar bead formed in said first gasket-constituting
pl ate al ong the outer periphery of the stopper, said bead
projecting toward the side of said first gasket-constituting
pl ate on which the stopper is forned, wherein an inner
peri phery of said bead functions as a stepped part to prevent
an overall deformation of said first gasket-constituting
pl at e,

wherein a rai sed spacer |layer is fornmed by pattern
printing with a heat-resistant, conpression-resistant materi al
bet ween sai d stopper and said annul ar pressure receiver
portion of said gasket-constituting plate opposite said
st opper, and

wherein said heat-resistant conpression-resistant
mat eri al adheres to said first gasket-constituting plate.

THE PRI OR ART
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The references relied on by the exam ner as evidence of

obvi ousness are:

Czerni k et al. (Czernik) 3,794, 333 Feb
26, 1974

Chashi et al. (Ohashi) 4,265, 679 May 5,
1981

Yoshi no 4,836, 562 June 6,
1989

Kawaguchi et al. (Kawaguchi) 5, 286, 039 Feb.
15, 1994

THE REJECTI ONS

Clainms 14 through 16 and 18 stand rejected under 35
U S C 8 103(a) as being unpatentable over Kawaguchi in view

of Czerni k.

Claim 17 stands rejected under 35 U S.C. 8§ 103(a) as
bei ng unpat ent abl e over Kawaguchi in view of Czerni k and
Chashi .

Clainms 14 through 16 and 18 stand rejected under 35
U S.C. 8 103(a) as being unpatentabl e over Yoshino in view of
Czerni k.

Claim 17 stands rejected under 35 U S.C. 8§ 103(a) as

bei ng unpat ent abl e over Yoshino in view of Czerni k and GChashi.
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Attention is directed to the appellants’ brief (Paper No.
17) and to the exam ner’s answer (Paper No. 18) for the
respective positions of the appellants and the exam ner with
regard to the nerits of these rejections.?

Dl SCUSSI ON

As franmed by the appellants (see pages 8 through 10 in
the brief), the dispositive issue in this appeal is whether
the applied prior art teaches or would have suggested a netal
gasket neeting the “raised spacer layer” limtations in
representative claim14. As indicated above, claim 14
requires the raised spacer |ayer to be forned by pattern
printing with a heat-resistant, conpression-resistant materi al
bet ween the stopper and annul ar pressure receiver portion of
t he gasket-constituting plate opposite the stopper, wherein
t he heat-resistant conpression-resistant material adheres to

the first gasket-constituting plate.

2n the final rejection (Paper No. 9), clainms 14 through
18 al so stood rejected under 35 U.S.C. § 112, second
paragraph. 1In response to the anmendnent subsequent to final
rejection (see n.1, supra), the exam ner (see page 5 in the
answer) has withdrawn this rejection.
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Kawaguchi and Yoshino, the exam ner’s primary references,
di scl ose nmetal gaskets for use between the cylinder block and
cylinder head of an internal conbustion engine.

The exam ner (see pages 3 and 4 in the answer) considers
t hat the Kawaguchi gasket includes a “raised spacer |ayer” in
the formof a “soft” menber 50 (see Figure 10), and that the
Yoshi no gasket includes a “raised spacer layer” in the form of
an edge portion 52e of internediate plate 52 (see Figure 5).
Kawaguchi teaches that nenber 50 “may be a soft netal sheet, a
heat-i nsul ating graphite sheet, an aram de type heater sheet,
a resin or a rubber” (colum 10, lines 9 and 10), which
functions to inprove defornmability of adjacent stop portion
35, absorb irregularities of the opposed bl ock and head
fitting surfaces and absorb vibration between the head and
bl ock during operation of the engine (see colum 10, |ines 15
through 23). Yoshino teaches that internediate plate 52 is
made of material which is “softer” than that of gasket base
plates 4 and 6 (see colum 8, lines 33 through 36).

Under one theory, advanced for the first time in the
answer, the exam ner submts that claim 14 “coul d be

considered to be nmet by either Kawaguchi et al. or Yoshino
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al one [because] [c]learly, the spacer |ayer of each of these
references will adhere to the gasket plates, to a certain
degree, by a frictional bond” (answer, pages 5 and 6). This
position is untenable. Aside fromthe question of whether the
“spacer |ayer” disclosed by Kawaguchi or Yoshino is a heat-
resi stant, conpression-resistant material as required by claim
14, neither reference provides any factual support for the
exam ner’ s conjecture about a frictional bond. The
examner’s main theory, set forth in the final rejection and
restated in the answer (see pages 3 and 4), rests on the
conclusion that it would have been obvious in view of Czernik
to make the spacer |ayer disclosed by either Kawaguchi or
Yoshino of an epoxy resin to limt conpression of associated
gasket sealing beads, thereby neeting the “rai sed spacer
layer” limtations in claim14. Czernik discloses a netal
gasket for use between a cylinder block and cylinder head
wherei n the gasket includes silk-screened sealing patterns 26
made of el astoneric material and sil k-screened control
patterns 32 made of a relatively inconpressible material such
as an epoxy resin. The relatively inconpressible control

patterns prevent destructive conpression of the sealing
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patterns. O the control pattern material, Czernik expl ains
t hat
[t]he structural or control material has been
referred to as being relatively inconpressible,

which it is insofar as it conpares to the structura

strength of the sealing material it is used to

protect. It is not, however, inconpressible in an

absol ute sense, as is clear fromthe foregoing

description and fromFIG 3. The inportant fact is

that it is less conpressible and nore resistant to

crushing than the elastoneric materials it protects

agai nst destructive conpression [colum 5, |ines 38

t hrough 46].

The appel l ants argue (see pages 8 through 10 in the
brief) that the foregoing reference conbinations are inproper
because Kawaguchi and Yoshi no enphasi ze the “softness” of the
spacer material, and therefore teach away fromusing the
relatively inconpressible material disclosed by Czernik for
t he spacer | ayer

G ven Czernik’s explanation of the relative nature of the
term*®“inconpressible,” it is arguable that one of ordinary
skill in the art would not view either Kawaguchi or Yoshino as
teaching away fromthe use of Czernik’s relatively
i nconpressible control material as a “soft” spacer |ayer.

Nonet hel ess, there is nothing in the collective teachings of

the respective reference conbi nations that woul d have
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suggested this nodification either. Czernik’s control

materi al has the specific purpose of preventing destructive
conpression of sealing patterns nade of elastoneric material.
There are no such sealing patterns in the gaskets disclosed by
Kawaguchi and Yoshino. Although the Kawaguchi and Yoshi no
gaskets do include sealing beads, they are nade of netal, and
there is nothing in either reference indicating that such
beads m ght be subject to destructive conpression. In this
light, it is evident that the only suggestion for the proposed
conbi nations of either Kawaguchi or Yoshino in view of Czernik
stens from hi ndsi ght know edge i nperm ssibly derived fromthe
appel l ants’ own di sclosure. GChashi, the examner’s fourth
reference, affords no cure for this deficiency in the basic
ref erence conbi nations.

Hence, the exami ner’s determ nation that the subject
matter recited in claim14, and in clainms 15 through 18 which
depend therefrom woul d have been obvious within the nmeani ng
of 35 U S.C. § 103(a) is not well founded. Accordingly, we
shall not sustain the standing 35 U.S.C. § 103(a) rejection of
clains 14 through 16 and 18 as bei ng unpat ent abl e over

Kawaguchi in view of Czernik, the standing 35 U.S.C. 8§ 103(a)
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rejection of claim17 as bei ng unpat entabl e over Kawaguchi in
vi ew of Czernik and Chashi, the standing 35 U.S.C. § 103(a)
rejection of clainms 14 through 16 and 18 as bei ng unpatentabl e
over Yoshino in view of Czernik, or the standing 35 U S.C. §
103(a) rejection of claim 17 as bei ng unpatentabl e over
Yoshino in view of Czerni k and Chashi .

Finally, upon return of the application to the technol ogy
center, the exam ner should eval uate whet her the appellants’
specification conplies with the witten description
requi renment of 35 U S.C. 8§ 112, first paragraph, with respect

to the subject matter recited in claim18.

The deci sion of the exam ner is reversed.

REVERSED
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JOHN P. McQUADE
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
NEAL E. ABRANS ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

JPM gj h
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WLLIAM L. BROCKS

ARMSTRONG, WESTERVAN, HATTORI,
McLELAND & NAUGHTON

1725 K STREET N. W

SU TE 1000

WASHI NGTON, D. C. 20006
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APJ McQUADE

APJ ABRAMS

APJ CALVERT

REVERSED

Prepared: January 11, 2002



