The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CHARLES GUTENTAG

Appeal No. 2000-1314
Application No. 09/109, 279

ON BRI EF?

Bef ore CALVERT, FRANKFORT, and NASE, Adm nistrative Patent

Judges.
NASE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clains 1 to 30, which are all of the clains

pending in this application.

1 On January 24, 2001, the appellant filed a request
(Paper No. 18) to withdraw the hearing schedul ed for February
21, 2001. Such reguest was granted.
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W REVERSE and REMAND.
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BACKGROUND

The appellant's invention relates to "the field [of]
adhesi ve backed carrier tape packagi ng systens utili zing
pressure sensitive adhesive (PSA) tapes" (specification, p.
1). A copy of the clainms under appeal is set forth in the

appendi x to the appellant's brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:
Kawani shi et al. 4,966, 282 Cct. 30,
1990
( Kawani shi )
Gut ent ag 5, 203, 143 Apr. 20,
1993

Schenz 5, 765, 692 June 16,
1998

Claims 1to 9, 13 to 17, 19 to 21 and 28 to 30 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over

Gutentag in view of Schenz.

Clainms 28 to 30 stand rejected under 35 U.S.C. 8§ 103 as

bei ng unpat ent abl e over Kawani shi in view of Schenz.
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Clainms 10 to 12, 18 and 22 to 27 stand rejected under
35 U.S.C. § 103 as bei ng unpatentabl e over the species shown
in Figures 1-10 and 12 because of the appellant's adm ssion

that they are not patentable over those species.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 11,
mai | ed Novenber 19, 1999) for the exami ner's conplete
reasoning in support of the rejections, and to the brief
(Paper No. 10, filed Cctober 5, 1999) and reply brief? (Paper
No. 13, filed January 14, 2000) for the appellant's argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given

careful consideration to the appellant's specification and

2 The declaration of Charles GQutentag (Paper No. 12, filed
January 14, 2000) was not entered by the exam ner (see Paper
No. 15, nmmiled February 10, 2000) and has not been consi dered
by this panel of the Board of Patent Appeals and
I nterferences.
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clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
I's our conclusion that the evidence adduced by the examner is

insufficient to establish a prima faci e case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 to 30 under
35 U S.C 8 103. Qur reasoning for this determ nation

fol |l ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clained

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972). (Qbviousness is tested by

"what the conbi ned teachings of the references would have
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suggested to those of ordinary skill in the art.”" 1ln re
Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). But
it "cannot be established by conbining the teachings of the
prior art to produce the clained invention, absent sone
teachi ng or suggestion supporting the conbination.” ACS Hosp.

Sys., Inc. v. Mntefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ

929, 933 (Fed. Cir. 1984). And "teachings of references can
be conbined only if there is sone suggestion or incentive to
do so.”" 1d. In this case, it is our view that the applied

prior art contains no suggestion or incentive for a person of
ordinary skill in the art at the time the invention was nade
to have nodified the prior art device of Gutentag or Kawani sh

to arrive at the clained invention.

Clainms 1 to 3 require a pair of elongated pressure
sensitive adhesive tapes with each tape having a | ongitudi na
| i near side portion, a |longitudinal sinusoidal shaped side
portion and an adhesive surface. Cains 4 to 6 require a pair
of el ongated pressure sensitive adhesive tapes with each tape
having a | ongitudinal |inear side portion, a |ongitudina

sawm oot h shaped side portion and an adhesive surface. Clains 7



Appeal No. 2000-1314 Page 7

Application No. 09/109, 279

to 9 require a pair of elongated pressure sensitive adhesive
tapes with each tape having a | ongitudinal |inear side
portion, a longitudinal alternating fringe side portion and an
adhesi ve surface. Clainms 13 to 17 and 19 to 21 require at

| east one pressure sensitive adhesive tape having a

| ongi tudi nal |inear side portion, a |ongitudinal irregular
side portion and an adhesive surface. Clainms 28 to 30 require
at | east one pressure sensitive adhesive tape having two
opposi te sinusoi dal shaped side portions and an adhesive
surface. However, these limtations are not suggested by the
applied prior art. GQGutentag teaches a pair of el ongated
pressure sensitive adhesive tapes 125 with each tape having
two | ongitudinal |inear side portions and an adhesive surface
120. Kawani shi teaches a pair of adhesive layers 210 wth
each | ayer having two longitudinal |inear side portions and an
adhesi ve surface. While Schenz does teach an adhesive portion
42 whose configuration nay vary over a w de range (see colum
6, line 48, to colum 7, line 45), it is our opinion that
Schenz does not teach or suggest providing a pressure

sensitive adhesive tape with a longitudinal irregular side
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portion as set forth inclainms 1 to 9, 13 to 17, 19 to 21 and

28 to 30.

In our view, the only suggestion for nodifying either
GQutentag or Kawani shi in the manner proposed by the exam ner
to nmeet the above-noted |limtations stens from hindsi ght
know edge derived fromthe appellant's own disclosure. The
use of such hindsi ght knowl edge to support an obvi ousness
rej ecti on under

35 UUS.C 8§ 103 is, of course, inpermssible. See, for

example, W L. Gore and Assocs., Inc. v. Garlock, Inc., 721

F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. G r. 1983), cert.
deni ed, 469 U S. 851 (1984). It follows that the decision of
the examner to reject clains 1 to 9, 13 to 17, 19 to 21 and

28 to 30 under

35 US.C. 8 103 is reversed.

It follows fromour decision to reverse the examner's
rejection of claims 1 to 9, 13 to 17, 19 to 21 and 28 to 30

under
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35 U.S.C. 8 103 that the decision of the exam ner to reject
clainms 10 to 12, 18 and 22 to 27 under 35 U S.C. § 103 is

| i kewi se reversed since this rejection was based on the
speci es shown in Figures 1-10 and 12 and clainmed in clains 1

to 9, 13 to 17, 19 to 21 and 28 to 30 bei ng unpatentabl e.

REMAND
We remand this application to the exam ner for further
consi deration of clains 22 to 24. Specifically, the exam ner
should determne if clainms 22 to 24 are anticipated by
Gutentag and if not whether any difference(s) would have been
obvious at the tinme the invention was nade to a person of
ordinary skill in the art fromthe teachings of Gutentag and

any other prior art of record.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1 to 30 under 35 U.S.C. 8 103 is reversed. 1In
addition, this application has been remanded to the exam ner

for further consideration of clains 22 to 24.

This application, by virtue of its "special" status,
requires i medi ate action, see MPEP 8§ 708.01 (Seventh Edition,
Rev. 1, Feb. 2000).

REVERSED; REMANDED

JEFFREY V. NASE
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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