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NASE, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1 to 6, which are all of the clains

pending in this application.

W REVERSE
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BACKGROUND

The appellant's invention relates to a di spensing device
for a coating nmaterial. A copy of the clains under appeal is

set forth in the appendix to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Wbodson 4,815, 241 Mar. 28,
1989
Chabert 5, 353, 995 Cct. 11,
1994

Claims 1 to 6 stand rejected under 35 U.S.C. § 103 as

bei ng unpatent abl e over Chabert in view of Wodson.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejection, we nmake reference to the answer (Paper No. 15,
mai l ed July 27, 1999) for the exam ner's conplete reasoning in
support of the rejection, and to the brief (Paper No. 14,
filed July 1, 1999) and reply brief (Paper No. 16, filed

August 16, 1999) for the appellant's argunents thereagainst.
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the examner is

insufficient to establish a prina facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 to 6 under 35

US C 8 103. Qur reasoning for this determ nation foll ows.

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP@d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established by presenting evidence that would
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd
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1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

Claim 1, the sole independent claimon appeal, reads as
fol |l ows:

A di spensing device for a coating material, the
di spensi ng device including an outer portion including a
first, inner surface, the outer portion having a central
passageway for nmounting the outer portion on a rotary
shaft for rotating the dispensing device, and an inner
portion having a second, outer surface shaped
conplenentarily to the first surface and a sonewhat bell -
or cup-shaped third, inner surface, and neans for
retaining the inner portion in the outer portion with the
first and second surfaces in engagenent.

In the rejection before us in this appeal (answer, pp. 3-
4), the exam ner set forth the pertinent teachings of Chabert
and Whodson. In addition, the exam ner stated that "Chabert
does not show an inner portion having a second outer surface
shaped conplenentarily to the inner surface of the outer
portion." Thereafter, the exam ner concl uded that

[i]t woul d have been obvious to one of ordinary skill in

the art at the tine the invention was made to have added

an inner portion of conplenentarily shape to the outer
portion of Chabert's dispensing device so as to be able
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to provide a suitable wear and erosion resistant |iner as
shown and taught by Wodson.

The Suprene Court observed in Grahamv. John Deere Co.

383 U.S. 1, 17-18, 148 USPQ 459, 467 (1966):

While the ultimate question of patent validity is
one of law, . . . the 8§ 103 condition [that is,
nonobvi ousness] . . . lends itself to several basic
factual inquiries. Under 8 103, the scope and
content of the prior art are to be determ ned;

di fferences between the prior art and the clains at
issue are to be ascertained; and the |evel of
ordinary skill in the pertinent art resolved.

Agai nst this background, the obvi ousness or

nonobvi ousness of the subject matter is determ ned.
Such secondary considerations as commercial success,
long felt but unresol ved needs, failure of others,
etc., mght be utilized to give light to the

ci rcunst ances surroundi ng the origin of the subject
matter sought to be patented. As indicia of

obvi ousness or nonobvi ousness, these inquiries nmay
have rel evancy.

Thus, initially, the scope and content of the applied
prior art are to be determned. This the exam ner has done
(answer, p. 3). Next, the differences between the applied
prior art and the clains at issue are to be ascertained. The

exam ner has not correctly ascertained the actual differences
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between the applied prior art (i.e., Chabert) and the clains
at issue (e.g., claim1l) as explained below. Thus, the

exam ner has not determned if the ascertained differences

bet ween the subject matter sought to be patented and the prior
art (i.e., Chabert) are such that the subject matter as a
whol e woul d have been obvious at the tinme the invention was

made to a person having ordinary skill in the art.

Based on our analysis and review of Chabert and claim1,
it is our opinion that the differences are (1) "an inner
portion having a second, outer surface shaped conplenentarily
to the first [inner] surface [of the outer portion] and a
somewhat bell- or cup-shaped third, inner surface,” and (2)
"means for retaining the inner portion in the outer portion

with the first and second surfaces in engagenent."”

Since the exam ner has not determ ned that the above-
noted di fferences between the subject matter sought to be
patented and the prior art (i.e., Chabert) are such that the

subject matter as a whol e woul d have been obvious at the tine
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the invention was nmade to a person having ordinary skill in
the art, we are constrained to reverse the decision of the

examner to reject clains 1 to 6 under 35 U.S.C. § 103.

Mor eover, assum ng arguendo that Wodson is anal ogous art
as explained by the exam ner (answer, p. 4), we find ourselves
in agreenent with the appellant's argunent (brief, pp. 5-8;
reply brief, pp. 2-5) that there is no notivation in the
applied prior art to nodify Chabert's ionizer head by
Whodson's wear |iner tube. Instead, it appears to us that the
exam ner relied on hindsight in reaching his obviousness
determ nati on. However, our review ng court has said, "To
i mbue one of ordinary skill in the art wth know edge of the
invention in suit, when no prior art reference or references
of record convey or suggest that know edge, is to fall victim
to the insidious effect of a hindsight syndrone wherein that
whi ch only the inventor taught is used against its teacher."

W L. Gore & Assoc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220

USPQ 303, 312-13 (Fed. Cir. 1983),_cert. denied, 469 U S. 851

(1984). It is essential that "the decisionmaker forget what

he or she has been taught . . . about the clained invention
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and cast the mnd back to the tine the invention was nade .
to occupy the mnd of one skilled in the art who is
presented only with the references, and who is normally guided

by the then-accepted wisdomin the art."” |d.

For the reasons set forth above, the decision of the
examner to reject clains 1 to 6 under 35 U.S.C. 8 103 is

rever sed
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 1 to 6 under 35 U.S.C. §8 103 is reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge

N N N N N N N N N N N N N N



Appeal No. 2000-1296
Application No. 08/ 794, 869

BARNES & THORNBURG

11 SOUTH MERI DI AN STREET
1313 MERCHANTS BANK BUI LDI NG
| NDI ANAPOLI'S, I N 46204

Page 11



Appeal No. 2000-1296 Page 12
Application No. 08/ 794, 869

JW g



