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witten for publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's fina
rejection of clainms 2 through 4 and 6 through 9, which are all of
the clainms pending in this application.

Appel l ants' invention relates to an electrical nenory
el ement which has between two el ectrodes a | ayer of an organic
conj ugat ed conmpound formed of a sol uble polyner or oligoner and a
dopant that is capable by a redox reaction of changing the
oxi dation state of the organic conpound. Claim9 is illustrative
of the clained invention, and it reads as follows:

9. A wite once-read many electrical nenory el enent which

conprises two el ectrodes between which el ectrodes a |ayer of a
mat eri al containing an organi ¢ conjugated conpound is sandw ched,
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characterized in that the | ayer conprises a dopant capable, by a
redox reaction of changing the oxidation state of the organic
conj ugated conmpound, the material is soluble, the organic

conj ugat ed conpound is a polynmer or an oligoner, and the

el ectroconductivity of the layer in a witten state is
permanently lower than in an unwitten state.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:

Marrocco, |1l (Marrocco) 4,945, 257 Jul . 31, 1990
At ki ns EP 0, 115, 191 Aug. 08, 1984

Clainms 2 through 4 and 6 through 9 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Marrocco in view of
At ki ns.

Ref erence is made to the Exam ner's Answer (Paper No. 23,
mai | ed January 11, 2000) for the exam ner's conplete reasoning in
support of the rejections, and to appellant's Brief (Paper No.
22, filed Novenber 18, 1999) and Reply Brief (Paper No. 24, filed
March 13, 2000) for appellant’'s argunents thereagainst.

OPI NI ON

We have carefully considered the clains, the applied prior
art references, and the respective positions articul ated by
appel l ant and the exam ner. As a consequence of our review, we
will reverse the obviousness rejection of clainms 2 through 4 and
6 through 9.

Regar di ng sol e i ndependent claim9, the exam ner asserts

(Answer, page 3) that "Marrocco teaches an organic nmaterial based
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menory el ement wherein the material switches like a 'fuse' froma
| ow resistance to a high resistance to forma ROMtype device."
The exam ner further states that "Atkins teaches an organi c based
conjugated material including a dopant which simlarly sw tches
froma |lowresistance to a high resistance to forma 'fuse'."
The exam ner concludes that it would have been obvious to "apply
t he doped conjugated organic 'fuse' material of Atkins in a
menory array as Marrocco to forma desireable [sic] ROM'fuse
type nenory device," since a ROMis "an obvious application of a
known 'fuse' material."

In rejecting clains under 35 U.S.C. 8§ 103, it is incunbent
upon the exam ner to establish a factual basis to support the
| egal concl usion of obviousness. See In re Fine, 837 F.2d 1071
1074, 5 USPQ2d 1596, 1598 (Fed. GCr. 1988). 1In so doing, the
examner is required to nake the factual determ nations set forth
in Gahamv. John Deere Co., 383 U S. 1, 17-18, 148 USPQ 459, 467
(1966). Such determ nations include the scope and content of the
prior art and differences between the prior art and the clains at
i ssue. Further, under Graham the exam ner nust provide a reason
why one having ordinary skill in the pertinent art would have
been led to nodify the prior art to arrive at the clai ned
i nvention. Such reason nust stemfrom sone teaching, suggestion

or inplication in the prior art as a whole or know edge generally
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avail able to one having ordinary skill in the art. Uni royal ,
Inc. v. Rudkin-Wley, 837 F.2d 1044, 1052, 5 USPQd 1434, 1438
(Fed. Cir. 1988), cert. denied, 488 U S. 825 (1988). These
showi ngs by the exam ner are an essential part of conplying with
the burden of presenting a prinma facie case of obviousness. Note
In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.
Cr. 1992). Furthernore, "[t]hat know edge can not cone fromthe
applicant's invention itself." CQetiker, 977 F.2d at 1447, 24
USPQRd at 1446.

The exam ner has provided no evidence that a ROMis an
obvi ous application of a fuse material, nor any teaching or
suggestion in the prior art why the skilled artisan woul d have
been notivated to substitute materials of Atkins' fuse for the
el ectrolyte |l ayer of Marrocco's nenory elenent. Thus, the
exam ner has failed to establish a prinma facie case of
obvi ousness. Consequently, we cannot sustain the rejection of

claim9 or its dependents, clains 2 through 4 and 6 through 8.
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CONCLUSI ON

The decision of the exam ner rejecting clains 2 through 4
and 6 through 9 under 35 U S.C. § 103 is reversed.
No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 C. F. R

8§ 1.136(a).
REVERSED
M CHAEL R FLEM NG )
Adm ni strative Patent Judge )
)
g
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