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DECI SI ON ON APPEAL

This is a decision on appeal fromthe Exam ner’s final
rejection of clainms 11 through 19. dains 1 through 10 have
been cancel ed.

W reverse.

BACKGROUND

Appel lants’ invention is directed to a nethod for making
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a heat-sensitive imaging elenment for use in |ithographic

printing

pl ates. The method includes form ng of an image-formng | ayer
on a hydrophilic surface of a |lithographic base wherein the
| ayer conprises hydrophobic thernoplastic polyner particles
di spersed in a hydrophilic binder (specification, page 4).
The pol yner particles have an average size between 40 nm and
150 nm havi ng a pol ydi spersity of less than 0.2 which results
in inmproved sensitivity and throughput of the inmaging el enment
(specification, pages 4 & 5). The imaging elenent is exposed
to light and then devel oped by rinsing with plain water or an
aqueous liquid (specification, page 8).

Representati ve i ndependent claim 11 is reproduced as
fol |l ows:

11. A nethod for making a |ithographic printing
pl ate conprising the steps of:

(1) inmage-wi se exposing to light of a |aser that
operates in infrared or near-infrared an imagi ng el enent
conprising (i) on a hydrophilic surface of a |lithographic
base an inmage form ng | ayer conprising hydrophobic
t her nopl astic polynmer particles, said hydrophobic pol yner
particles having an average particle size of 40nmto
150nm based on an intensity-weighted size distribution
and a pol ydispersity of less than 0.2 and (ii) a conpound
capabl e of converting light to heat, said compound being
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in said inmage formng |ayer or a | ayer adjacent thereto;

(2) and devel oping a thus obtained i mage-w se
exposed imaging elenent by rinsing it with plain water or
an aqueous i qui d.
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The prior art references of record relied upon by the

Exami ner in rejecting the appeal ed clains are:

Vrancken et al. (Vrancken) 4,004, 924 Jan. 25,
1977

Haugh et al. (Haugh) 4,496, 652 Jan. 29,
19851

Coppens et al. (Coppens) 5,273, 858 Dec.
28, 1993

Ver burgh et al. (Verburgh) WO 94/ 18005 Aug. 18,
1994

(I'nternational Application)

Clainms 11 through 16 and 18 stand rejected under 35
U S C 8 103 as being unpatentabl e over Vrancken in view of
Appel I ants’ adm ssion of prior art and Coppens. Cdainms 17 and
19 stand rejected under 35 U S.C. §8 103 as being unpatentabl e
over Vrancken in view of Appellants’ adm ssion of prior art
and Coppens in conbination wth Verburgh.?

Rat her than reiterate the conflicting viewoints advanced
by the Exam ner and Appell ants regardi ng the above-noted

rejections, we nmake reference to the answer (Paper No. 14,

! The Exami ner cites Haugh in the answer to denonstrate
t hat honodi spersity of Coppens is al so known as
nonodi spersity.

2 W note that the rejection of clains 14, 15 and 19
under 35 U.S.C. 8§ 112, as set forth in the final rejection
(Paper No. 6, mailed March 4, 1999, has been w thdrawn by the
exam ner subsequent to entry of anmendnents to clains 14 and 19
(papers No. 8 and 11, filed May 4, 1999 and August 4, 1999,
respectively).
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mai | ed Cctober 1, 1999) for the Exam ner’s conpl ete reasoning
in support of the rejections, and to the brief (Paper No. 13,
filed August 4, 1999) and the reply brief (Paper No. 17, filed

Decenber 1, 1999) for Appellants’ argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to Appellants’ specification and cl ains,
to the applied prior art references, and to the respective
positions articul ated by Appellants and the Exam ner. After
careful review of the evidence before us, it is our conclusion
that the evidence provided by the Exam ner is insufficient to

establish a prim facie case of obviousness. Accordingly, we

will not sustain the Exam ner’s rejection of clains 11 through
19 under 35 U. S.C. § 103.

Appel  ants argue that Vrancken does not teach or suggest
the recited features related to the pol ydi spersity of the
hydr ophobi ¢ t hernopl astic pol ynmer particles while Coppens
nmerely suggests honodi spersity or polydispersity of the inage
[formng] grains in a lithographic plate. |In particular,
Appel l ants assert that one skilled in the art would not
conbi ne teachings related to a chem cal imge devel opment with

that of a physical imge formation process (brief, pages 5 &
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6). Furthernore, Appellants argue that know ng benefits of
uni form particle size for silver halide photography does not
mean that the sane particle size relationship applies to i mage
form ng by physical processes (brief, page 6), and thus, is

not sufficient to show obvi ousness (brief, page 7).

In response to Appellants’ argunents, the Exam ner
recogni zes that Coppens does not expressly teach the clained
t hernopl astic polynmer particles. However, the Exam ner
concl udes (answer, page 5) that “one of ordinary skill in the
art would realize that the benefits of uniformty of grain
size in silver halide printing plates would provide simlar
benefits in physical inmage formation printing plates.” The
exam ner further points out that the clainmed pol ydi spersity of
less than 0.2 is considered to be simlar to nonodi spersity of
the grains in Coppens (answer, page 6).

In rejecting clains under 35 U. S.C. § 103, the Exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). The conclusion that the

cl ai med subject matter is obvious nust be supported by
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evi dence, as shown by sone objective teaching in the prior art
or by know edge generally available to one of ordinary skill

in the art that would have led that individual to combine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988). Furthernore, to reach a
concl usi on of obviousness under 8§ 103, the exam ner nust also
produce factual basis supported by teaching in a prior art

reference or shown to be common know edge

of unquestionabl e denonstration, consistent with the hol di ng

in Gahamv. John Deere Co., 383 U S. 1 (1966). Qur review ng

court requires this evidence in order to establish a prina

facie case. |In re Piasecki, 745 F.2d 1468, 1471-72, 223 USPQ

785, 787-88 (Fed. Cir. 1984); In re Cofer, 354 F.2d 664, 668,

148 USPQ 268, 271-72 (CCPA 1966).
Turning to Vrancken, we find that the reference discl oses
a process for reproduci ng i nages by exposure to
el ectromagnetic radi ation of a recording material that
i ncor por at es hydrophobi ¢ thernoplastic polynmers in the form of

particles in heat-conducting relationship with a heat-
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sensitive material (col. 1, lines 54-66). Vrancken further

t eaches various ranges for particle sizes that would result in
i mproved resol ution, anong which polymer particles not |arger
than 0.1 Fm [100 nm are identified to produce particularly
good results (col. 8, lines

2-8).

Coppens, on the other hand, is related to a nmethod of
maki ng |ithographic printing plates that include a substrate,
an internedi ate | ayer conprising hydrophobic pol yner beads
havi ng an average di aneter not |ower than 0.2 Fm[200 nnj and
a silver halide emul sion | ayer (abstract & col. 12, lines 58-
62) . We further find that Coppens teaches that the average
size of the silver halide grains may range fromO0.2 to 1.2 Fm
[ 200- 1200 nn] where the grain size distribution can be
honodi sperse or
het er odi sperse (col. 16, lines 37-42). Although we
acknow edge that Coppens refers to the benefits of uniform
silver halide grains resulting in devel opnent of crisper and
nmore uni forminmges, we do not find any teachings related to
simlar preference or benefits related to honodi spersity of
t he hydrophobi c pol yner beads.

Based on the findings above, we cannot agree with the

exam ner that the honodi spersity of silver halide grains of
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Coppens in conbination with the teachi ngs of Vrancken woul d
result in the clainmed |ithographic printing plate and its
pol ymer particle size and pol ydispersity. |In that regard,
whi | e Vrancken di scl oses the cl ained range for polyner
particle size by specifying the particles of not |arger than
100 nm Coppens’ polyner particles are required to be | arger
than 200 nm which is nuch larger than the cl ai med range.
Furthernore, we find that the heterodispersity or

honodi spersity of silver halide grains of Coppens neither

t eaches nor suggests the sanme for polyner particles, which
belong to a conpletely different |ayer of the disclosed
printing plate. The references do not provide any reasons for
one of ordinary skill in the art to apply the properties of
Coppens’ silver halide imaging |ayer to the internediate
recordi ng polyner particle |ayer of Vrancken. The Exam ner

has further failed to establish why hydrophobic pol yner

particles of Vrancken would benefit fromuniformty of silver
halide grain size in Coppens as the polyner particles and the
silver halide grains belong to different |ayers, each having a
different conposition and function.

Thus, we find no reason or suggestion for conbining



Appeal No. 2000-0812 Page 10
Application No. 08/989, 469

vari ous teachings fromthese references, as set forth by the
Exam ner, to arrive at the clainmed invention. Accordingly, we
do not sustain the rejection of clains 11 through 18 under 35
U.S.C. 8 103 over Vrancken in view of Appellants’ adm ssion of
prior art and Coppens.

We note that independent claim19 includes the
limtations related to the size and pol ydi spersity of
hydr ophobi ¢ pol yner particles of independent claim1ll. Wile
Ver burgh teaches an anodi zed al um num support, the reference
does not teach the clained average size and pol ydi spersity
related to the polyner particles. Therefore, Verburgh does
not overcone the deficiencies discussed above in the other
references. Accordingly, the rejection of claim19 under 35

US.C § 103 is not sustained.
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CONCLUSI ON

In view of the foregoing, the decision of the Exam ner to
reject clainms 11 through 19 under 35 U.S.C. § 103 is reversed.

REVERSED

ERROL A. KRASS )
Adm ni strative Patent Judge

BOARD OF PATENT
LEE E. BARRETT )
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

MAHSHI D D. SAADAT
Adm ni strative Patent Judge
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