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in this application.
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BACKGROUND

The appellants' invention relates to a systemfor
di spensing interfol ded paper napkins. Caim1lis illustrative
of the invention and reads as foll ows:

1. An interfol ded paper napkin di spensing system
conpri si ng:

an outer housing defining an interior space;

stacki ng means nmounted within the outer housing
for holding a stack of interfol ded paper napkins
within the interior space; and

a di spensing face defined in the outer housing
proxi mate to an end of the stacking neans, the
di spensi ng face having a central portion projecting
out fromthe dispenser and a di spensing throat
| ocated in the central portion, the dispensing
throat conprising a slot portion having a length
sufficient to permit an interfol ded paper napkin to
be pulled through by a user, but a relatively narrow
wi dth that prevents nore than a few interfol ded
napki ns from being pulled through the throat at one
time, the dispensing throat further conprising a
finger access portion to help a user grip and pul
an interfol ded napkin through the dispensing sl ot
despite the relatively narrow wi dth of the
di spensi ng sl ot.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Wnter et al. (Wnter) 2,143,614 Jan. 10, 1939
Downham 3, 203, 586 Aug. 31, 1965

The following rejections are before us for review
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(1) dains 1, 2, 10, 11 and 19 stand rejected under 35 U S. C
§ 102(b) as being anticipated by Downham
(2) dains 5-9 and 14-18 stand rejected under 35 U.S.C. §
103(a) as bei ng unpatentabl e over Downham
(3) dains 3, 4, 12 and 13 stand rejected under 35 U S. C
§ 103(a) as being unpatentabl e over Downhamin view of
Wnter.

Ref erence is nade to the brief (Paper No. 11) and the
final rejection and answer (Paper Nos. 7 and 12) for the
respective positions of the appellants and the exam ner with
regard to the nerits of these rejections.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the
determ nati ons which foll ow

W note, at the outset, that appellants' brief (page 6)
groups the clainms on appeal as follows: Goup | (claim1l);
Goup Il (clains 2, 3, 11 and 12); Goup Ill (clains 4 and
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13); Goup IV (clainms 5-9 and 14-18) and Group V (clains 10
and 19). However, appellants have not argued the
patentability of clainms 2, 10, 11 and 19 separately fromclaim
1, clains 6-9 and 14-18 separately fromclaim5 or clains 4,
12 and 13 apart fromclaim3. Accordingly, we shall decide
t he appeal of rejection (1) on the basis of claiml, wth
claims 2, 10, 11 and 19 standing or falling with
representative claiml1, the appeal of rejection (2) on the
basis of claim5, with clains 6-9 and 14-18 standi ng or
falling with representative claim5 and the appeal of
rejection (3) on the basis of claim3, with clains 4, 12 and

13 standing or falling with representative claim3. See In re

Young, 927 F.2d 588, 590, 18 USPQ@2d 1089, 1091 (Fed. Cr

1991); In re Wod, 582 F.2d 638, 642, 199 USPQ 137, 140 (CCPA

1978) .
The anticipation rejection
Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys.. Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cir. 1984). In other words, there
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nmust be no difference between the clained invention and the
reference disclosure, as viewed by a person of ordinary skill

in the field of the invention. Scripps dinic & Research

Found. v. Genentech Inc., 927 F.2d 1565, 1576, 18 USP@Rd 1001,

1010 (Fed. Cr. 1991). It is not necessary that the reference
teach what the subject application teaches, but only that the
claimread on sonething disclosed in the reference, i.e., that
all of the limtations in the claimbe found in or fully net

by the reference. Kalman v. Kinberly dark Corp., 713 F. 2d

760, 772, 218 USPQ 781, 789 (Fed. GCir. 1983), cert. denied,

465 U.S. 1026 (1984).

We understand the exam ner's position to be that claiml
reads on the Downham di spenser as follows. The Downham
di spenser conprises an outer housing (cabinet formed of bottom
10, side walls 11 and dispensing front 12) defining an
interior space; stacking neans (adaptors 29 and 32) nounted
within the outer housing for holding a stack of paper napkins
within the interior space; and a dispensing face (front 12)
defined in the outer housing proxi mate the stacking neans, the
di spensing face having a central portion and a di spensing
throat (cut out 21) located in the central portion, the
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di spensing throat having a slot portion bounded by short side
mar gi ns 26 and upper margin 23 and a finger access portion
bounded by U-shaped | ower margin 25.

As pointed out by appellants on page 8 of the brief,
Downham di scl oses use of the dispensing device for dispensing
non-i nterfol ded napkins. Appellants argue, in essence, that
Downham cannot antici pate the subject matter recited in claim
1 because (1) Downham | acks a slot portion of the dispensing
throat having a relatively narrow width that prevents nore
than a few interfol ded napkins from being pulled through the
throat at one time; (2) neither the front cut out 21 nor the
thunb recess 24 is a "finger access portion” as recited in the
claimand (3) it is unclear to appellants how t he Downham
di spenser coul d successfully and reliably di spense interfol ded
napkins (i.e, the Downham di spenser cannot reasonably be
considered an "interfol ded paper napkin di spensing systeni as
clainmed). See pages 7-10 of the brief.

The prior art reference need not expressly disclose each
clainmed elenment in order to anticipate the clained invention.

See Tyler Refrigeration v. Kysor Indus. Corp., 777 F.2d 687,

689, 227 USPQ 845, 846-847 (Fed. Cr. 1985). Rather, if a
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clainmed elenent (or elenents) is inherent in a prior art
reference, then that element (or elenents) is disclosed for

purposes of finding anticipation. See Verdegaal Bros., lnc.

v. Union Ol Co., 814 F.2d 628, 631-33, 2 USPQ2d 1051, 1052-54

(Fed. Cir. 1987). Under principles of inherency, when a
reference is silent about an asserted inherent characteristic,
it must be clear that the m ssing descriptive nmatter is
necessarily present in the thing described in the reference,
and that it would be so recogni zed by persons of ordinary

skill. Continental Can Co. v. Mnsanto Co., 948 F.2d 1264,

1268, 20 USPQ2d 1746, 1749 (Fed. Cr. 1991). For the reasons
which follow, we are satisfied that there is reasonabl e basis
to support the examner's determ nation that the
characteristics alleged by appellants to be absent from
Downham are i nherently possessed by the Downham di spenser so

as to establish a prima facie case of anticipation.

As for the capability of the Downham di spenser to
di spense interfol ded napkins, we observe that appellants
specification does not expressly define the term
"interfolded.” On page 9 of the brief, appellants state that
"a stack of interfol ded napkins or sheets has alternating
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fol ded ends and free ends.” The exam ner does not explicitly
contest this statement but points out on page 4 of the answer
that "interfol ded sheets or napkins can conme in a variety of
types of interfolds.” 1In the absence of an express definition
in appellants' specification, we interpret "interfolded" in
accordance with its conventional usage! as fol ded together or

i nsi de one another.2 W also note that appellants' clains are
not limted to any particular type of interfolding or any
particul ar napkin material, thickness, dinmensions or surface
characteristics. Furthernore, the clainms do not specify any
rel ati onshi p between the di nensions of the napkins and the

di mensi ons of the di spenser housing, slot or finger access

portion.

Y I'n proceedings before it, the PTO applies to the verbiage of clains
t he broadest reasonable neaning of the words in their ordinary usage as they
woul d be understood by one of ordinary skill in the art, taking into account
what ever enlightennent by way of definitions or otherwi se that may be afforded
by the witten description contained in the applicant's specification. |n re
Morris, 127 F.3d 1048, 1054, 44 USPQ2d 1023, 1027 (Fed. Cir. 1997). Moreover,
absent an express definition in their specification, the fact that appellants
can point to definitions or usages that conformto their interpretation does
not make the PTO s definition unreasonabl e when the PTO can point to other
sources that support its interpretation. 1d., 127 F.3d at 1056, 44 USPQ@d at
1029.

2 Webster's New World Dictionary, Third College Edition (Sinon &
Schuster, Inc. 1988).
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From our perspective, even assum ng the napkins stacked
i n Downham s device were interfolded as descri bed on page 9 of
appellants' brief with alternating top and bottomfold
arrangenents and the | eading flap of each napkin being
interfol ded ahead of the trailing flap of the preceding
napkin, the central region of the forwardnost of such napkins
in the stack would still be caused to bulge into the space 36
by the support arrangenent of the upper and | ower adaptors 29,
32, as illustrated in Figure 3, thereby being accessible to
the user's fingers/thunb for renoval .® Mbdreover, while the
alternating fold pattern would not present a flap having an
upper free end for each napkin in the stack as does the non-
interfol ded stack di scl osed by Downham the Downham di spenser
i s capabl e of dispensing a stack of appropriately sized
i nterfol ded napkins having |l eading and trailing flaps of
adj acent napkins sufficiently tightly or securely interfol ded

in much the sanme manner descri bed on page 7 of appellants’

3 WWile such gripping of the bulged portions of napkins having folds on
top may not be as easy as gripping of a downwardly and forwardly di sposed flap
extending froma bottomfold as taught by Downham it is not apparent to us
why such gripping is not possible, especially given the simlarity of the
di spensi ng face of Downham s di spenser to the dispensing face of appellants'

di scl osed di spenser.
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specification. Specifically, as the user grasps the
forwar dnost napkin and withdraws it through the cut out 21,
the leading flap of the next napkin will be pulled toward or
into the cut out 21 for subsequent grasping by the user. W
see nothing in the tilt of the Downham di spenser opening or
t he non-uniform gri pping pressure applied by the upper and
| ower adaptors (brief, page 10) which would prevent dispensing
of napkins of an appropriate stack of interfol ded napkins from
Downhaml s di spenser, al beit perhaps not in accordance with the
particul ar manner of operation contenplated by Downham

As for the appellants' argunent that the thunb recess 24
is not a finger access portion, the exam ner does not contend
that the thunb recess 24 responds to the "finger access
portion” of the claim The | ower U shaped margin 25 defines a
portion of the cut out which has a larger width (the hei ght
dinmension as illustrated in Figure 1) than the upper (sl ot)
portion defined by short rounded side marginal portions 26 and
upper margin 23. It is this |ower portion of the cut out
whi ch the exam ner asserts responds to the recited "finger

access portion.” W find no error in this determ nation.
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Turning next to the limtation that the slot portion have
a relatively narrow width that prevents nore than a few
i nterfol ded napkins from being pulled through the throat at
one tinme, appellants' specification does not define what is
meant by "a few "4 Further, appellants' clains do not specify
any particular material properties, dinensions or thickness
for the napkins. Gven the breadth of this claimterm nol ogy,
the slot portion of Downham's cut out 21 appears to us to be
fully capable of preventing nore than a few interfol ded
napki ns from being pulled through the cut out at one tine,
especially if those napkins are relatively thick in relation
to the slot portion w dth.

After the PTO establishes a prima facie case of

antici pati on based on i nherency, the burden shifts to
appel lants to prove that the subject natter shown to be in the
prior art does not possess the characteristics of the clained

invention. See In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964,

966 (Fed. Cir. 1985); In re King, 801 F.2d 1324, 1327, 231

USPQ 136, 138 (Fed. Cir. 1986). |In this instance, appellants

4 Webster's New World Dictionary, Third College Edition (Sinmon &
Schuster, Inc. 1988) defines "few' as "not many; a small nunber."
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have not come forward with any evidence to satisfy that

burden. Conpare In re Best, 562 F.2d 1252, 1255, 195 USPQ

430, 433-34 (CCPA 1977); ln re lLudtke, 441 F.2d 660, 664, 169

USPQ 563, 566-67 (CCPA 1971). Appellants' mere argunment on

pages 7-10 of the brief is not evidence. See In re Pearson,

494 F.2d 1399, 1405, 181 USPQ 641, 646 (CCPA 1974)(attorney's
argunents in a brief cannot take the place of evidence).

In light of the above, we shall sustain the exam ner's
rejection of representative claiml1, as well as clains 2, 10,
11 and 19 which fall therewith, as being anticipated by

Downham

The obvi ousness rejections
Claim5 depends fromclaim1l and further recites that the
sl ot portion of the dispensing throat has a point of m ninmm
wi dth which is | ess than about 1.0 inches. Downhamis silent
with respect to the exact dinensions of the dispensing system
or the dispensing cut out 21.

The follow ng quotation fromln re Whodruff, 919 F.2d

1575, 1578, 16 USPQRd 1934, 1936-37 (Fed. Cir. 1990), is
appl i cabl e here:
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The law is replete with cases in which the
di fference between the clainmed invention and the
prior art is some range or other variable within the
clainms. [citations omtted] These cases have
consistently held that in such a situation, the
applicant nust show that the particular range is
critical, generally by showi ng that the clained
range achi eves unexpected results relative to the
prior art range.

See also Gardner _v. TEC Sys.., Inc., 725 F.2d 1338, 1349, 220

USPQ 777, 786 (Fed. Cir.), cert. denied, 469 U S. 830 (1984)

(obvi ousness determi nation affirmed because di mensi onal
limtations in clains did not specify a device which perforned
and operated differently fromthe prior art; while the clainmed
devi ce produced a different pressure profile, the conplex
array of variables which contribute to the pressure profile
were not specified in the clain).

In this instance, appellants have not shown that the
m ni mum w dth of the dispensing throat is critical. Wile it
is apparent from appellants' specification (page 5), as well
as fromthe |l anguage of the claimitself, that the wdth of
the slot was selected with a view toward preventing nore than
a few interfol ded napkins from being pulled through the throat
at one time, it would appear to be the relative dinmensions of
the slot portion and the napkins (e.g., the ratio of the sl ot

13



Appeal No. 2000- 0606
Application No. 08/755, 435

wi dth to napkin thickness under conpression), not the slot

wi dth per se, which is critical inlimting the nunber of
napki ns that can be pulled through the throat at one tine.
Claim5 is directed to the dispensing system alone and not to
t he napkins in conbination with the di spensing system and,
further, does not specify the dinensions, thickness or
conpressibility of the napkins or the ratio of the sl ot
portion width to napkin thickness. It is also worth repeating
t hat appell ants have not specified precisely what nunber of
napki ns constitutes "a few. " |In any event, appellants have
provi ded no evi dence showi ng that a dispensing throat sl ot
portion mnimmw dth of |ess than about 1.0 inches yields
substantially different and unexpected results as conpared
with a mnimumw dth of 1.0 inches or nore. Accordingly, we
concl ude that appellants have not shown that the clainmed range
of mnimum slot portion width is critical so as to patentably
di stingui sh appellants' clained invention fromthe Downham

di spenser. Therefore, we shall sustain the exam ner's
rejection of representative claim5, as well as clains 6-9 and
14-18 which fall therewith, as being unpatentable over

Downham
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Turning finally to rejection (3), representative claim3
depends indirectly fromclaim1l and further requires that the
st acki ng nmeans conprises a stagi ng neans proxinate the
di spensing throat and that the staging nmeans conprises at
| east two curved bunpers and a nunber of ribs defined on the
bunpers. The examiner's position, as expressed on page 4 of
the final rejection, is that

[t]o have the curved bunpers 30 and 34 of Downham

have a nunber of ribs on there [sic: their] surface

to aid in arresting novenent of the napkins as they

approach the dispensing throat 21 woul d be obvi ous

in view of the teaching of Wnter et al. Note the

ribs 19 and colum 2 lines 35-52 of Wnter et al.

W nter discloses a dispenser for interfolded paper towels
having a bottom delivery opening. The ribs 19 alluded to by
t he exam ner are reinforcenent or friction neans in the form
of corrugations along the sides of the dispenser which act to
support the stack of paper towels and take the weight of the
stack off the | owernost sheet. W see nothing in the
t eachi ngs of Wnter which would have suggested to one of
ordinary skill in the art at the tinme of appellants' invention

provision of ribs on the upper adaptor 30 or the rounded | ower

portions 34 of shoulders 33 of the | ower adaptor 32 of
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Downham  Accordingly, we cannot sustain the exam ner's
rejection of claim3, or clains 4, 12 and 13 which al so
require two curved bunpers having ribs defined thereon.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1-19 under 35 U.S.C. 8 103 is affirnmed as to clains 1,

2, 5-11 and 14-19 and reversed as to clains 3, 4, 12 and 13.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

HARRI SON E. McCANDLI SH
Seni or Adm nistrative Patent Judge

)

LAVRENCE J. STAAB
Adm ni strative Patent Judge

JENNI FER D. BAHR
Adm ni strative Patent Judge
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