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The opinion in support of the decision being entered
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains
21 to 26, all the clainms renmaining in the application
The appeal ed clains are drawn to a change-gear

transm ssion system and a m croprocessor-based system
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controller for controlling range shifting in such a system

Clainms 21 to 26 are reproduced in the appendi x of appellants’

brief, except that claim26 should be dependent on claim 25.1
Clainms 21 to 26 stand finally rejected as being

unpatentable for failure to conply with the witten

description requirenent of 35 U.S.C. 8§ 112, first paragraph.
On page 2 of the brief, appellants state that clains

21 to 26 stand or fall together. Accordingly, pursuant to 37

CFR

§ 1.192(c)(7), we select claim21 and will decide the appeal

based thereon.

Claim?2l recites, inter alia:

range shift sensing nmeans for sensing shift

sel ector positions indicative of an operator
intent to shift (a) froma lowrange ratio to a
hi gh-range ratio and providing a first input
signal indicative thereof, and (b) froma high-
range ratio to a lowrange ratio and providing a
second input signal indicative thereof,

Inreviewing clains 21 to 26, we note that in the event
of further prosecution, the exam ner should consider (1)
whether to reject clainms 22 and 23 under 35 U.S.C. § 112,
second paragraph, since claim?22 is dependent on claim 1,
whi ch has been cancell ed, See Ex parte Brice, 110 USPQ 560
(Bd. App. 1955), and (2) whether to reject clains 21 to 26 as
unpat entabl e over clains 21 to 25 of Patent No. 5,673,592 on
t he ground of obvi ousness-type doubl e patenting.
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and
a controller for receiving a plurality of input
signals including said first, second and third
i nput signals and processing sane in a
predet erm ned manner to issue command out put
signals to at |east said actuator, said
controller commanding a shift into the | owrange
condi tion
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only upon sensing (a) said shift selector
position indicative of an operator intent
to shift froma high-range ratio to a | ow
range ratio and (b) the magnitude of said
third input signal being less than a first
ref erence.

The exam ner takes the position that (final rejection, page
2):

The subject matter of a controller commandi ng a
shift into |l ow only upon "sensing [(a) said]
shift selector position indicative of an
operator intent to shift [] from[a] high range
ratio to a lowrange ratio", "sensing [(c) said]
shift selector position indicative of an
operator intent to shift [] from[a] |owrange
ratio to a high-range ratio”, "range shift
sensing neans for sensing a shift |ever novenent
i ndicative of an operator intent to shift.

[?] |ack support in the originally filed
application. This is a new matter rejection.

As further indicated on page 3 of the exam ner’s answer, the
exam ner considers that there is no witten description
support for the recitations of sensing shift sel ector
positions "indicative of an operator intent to shift.”

In the present case appellants have not pointed out, nor

do we find, where in their application as filed there is any

2 These quotations are taken fromclaim21, lines 18 and
19, claim?22, lines 2 and 3, and claim24, lines 6 to 8,
respectively.
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express disclosure of sensing shift selector positions
"indicative of an operator intent to shift.” However, for
conpliance with the witten description requirenent of § 112,
first paragraph, the clainmed subject matter need not be

described in haec verba in the specification, as long as the

specification as originally filed would "convey clearly to
those skilled in the art the information that the applicant
has invented the specific subject matter later clained. " |n
re Smth, 481 F.2d 910, 914, 178 USPQ 620, 624 (CCPA 1978).

See al so Vas-Cath Inc. v. Mhurkar, 935 F.2d 1555, 1563-64, 19

UsP2d 1111, 1117 (Fed. Cir. 1991) (application as filed nust
convey with reasonable clarity to those of ordinary skill in
the art that the applicant was in possession of the invention
now cl ai mred). Thus, although the witten description my be

i nherent rather than express, In re Mtt, 539 F.2d 1291, 1297,
190 USPQ 536, 541 (CCPA 1976), in order for a disclosure to be
i nherent the m ssing descriptive matter nust necessarily be
present in the specification such that one skilled in the art

woul d recogni ze such a disclosure. Tronzo v. Bionet, Inc.,

156 F.3d 1154, 1159, 47 USPQ2d 1829, 1834 (Fed. G r. 1998).
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In their answer (page 3) appellants cite page 7, lines 16
to 20 of the specification, as disclosing a sensor for sensing
shift lever® position and providing a signal G indicative
thereof. As understood from appellants’ disclosure, when the
shift lever is noved fromthe high-range to the | owrange
portion of the shift pattern (i.e., fromthe right leg to the

center leg in Fig. 3)

3 The clains use the term"shift selector" instead of
"shift |ever."
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the sensor will cause the range clutch 182 to be noved from
the high to | ow position; |ikew se, upon noving the shift

| ever fromthe | owrange to high-range portion of the shift
pattern (center leg to right leg in Fig. 3), the range clutch
182 will be noved fromthe low to high position. However, if
the operator intended to nove the shift lever fromthe 7/8
position to the 9/10 position, but instead erroneously or
incorrectly noved it fromthe right leg to the center (or even
left) leg, i.e., to the 5/6 position (or even to the 1/2
position), undue wear and/or danage would result. Simlarly,
wear or damage could result if the operator intended to
upshift fromthe 1/2 position to the 3/4 position, and

i nadvertently noved the shift lever to the 7/8 position (page
6, lines 11 to 25). To prevent such wear or danage,
appel l ants di scl ose a sensor which provides a signal CS

i ndi cative of the speed of the output shaft and thus, of the
speed of the vehicle. This signal OS and shift |ever position
signal G. are fed to a controller 222 which is so progranmed
that if the shift lever is noved fromthe lowrange to the

hi gh-range portion, the range clutch 182 will only be noved
fromlowto high position if the vehicle speed is greater than

7
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a reference (predeterm ned) value; simlarly, if the shift
| ever is noved fromthe high-range to the | owrange portion,
the range clutch 182 will only be noved fromhigh to | ow
position if the vehicle speed is | ess than a predetern ned
value (page 7, lines 20 to 31; Fig. 6%.

Appel l ants do not explain in their brief how the
limtations questioned by the exam ner are supported by their
di scl osure, but sinply state on page 3:

If the shift lever is sensed as being in a
range- hi gh area of shift pattern while engaged
in arange-lowratio (1, 2, 3, 4, 5[,] 6), this
is "sensing shift lever [sic: selector]
position[s] indicative of an operator intent to
shift [(a)] froma |lowrange ratio to a high-
range ratio."

Simlarly, if the shift lever is sensed as
bei ng engaged in a high-range ratio (" RANGEH?-
YES') with the lever in the | owrange area
(LEVER I N RANGE LOW AREA- YES"), this is sensing
a |l ever position/nmovenent indicative of an
operator intent to shift froma high-range ratio
to a lowrange ratio.

These statenents nerely beg the question to be decided, and we
are not persuaded by themthat the rejection was inproper. As

di scussed above, the application discloses a neans for sensing

4 W do not find any explanation in the specification of
the expression "M S=N'" in Fig. 6

8
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when the shift selector position is changed fromthe | owrange
portion of the shift pattern to the high-range portion, and
vice versa, but while this change in position of the shift

sel ector may under normal circunstances be "indicative of an
operator intent to shift" froma lowrange ratio to a high-

range ratio, or vice versa, it is not necessarily indicative

of such an intent. |In fact, as discussed above, appellants’

di scl osed apparatus is designed to prevent shifting froma
low-range ratio to a high-range ratio (or vice versa) when the
operator erroneously or inadvertently noves the shift sel ector

fromthe | owrange portion to the high-range portion of the

shift pattern (or vice versa) wi thout intending to shift from
a lowrange ratio to a high-range ratio (or vice versa). As
such, the recitation that the shift selector positionis
"indicative of an operator intent to shift" seens to be
virtually the antithesis of appellants’ disclosed invention,
and thus we do not consider that the application as filed
woul d reasonably convey to one of ordinary skill that
appel l ants were in possession of the invention as clai ned.

Vas-Cath, supra. |In sumary, while appellants’ disclosed

sensi ng neans senses changes of position of the shift sel ector
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(lever) between the | ow and high-range portions of the shift
pattern, such changes of position are not necessarily
i ndicative of the operator’s intent to shift between the | ow
range and hi gh-range ratios, as clai ned.

The rejection will therefore be sustained.
Concl usi on

The exam ner’s decision to reject clainms 21 to 26 is

affirned.

10
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No period for taking any subsequent action in connection

with this appeal nay be extended under 37 CFR § 1.136(a).

AFFI RVED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

| RWN CHARLES COHEN APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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