The opinion in support of the decision being
entered today was not witten for publication
and i s not binding precedent of the Board.

Paper No. 11

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte THOVAS P. ORLOFSKY

Appeal No. 2000-0377
Application 08/ 777, 841"

ON BRI EF

Bef ore BARRETT, FLEM NG and DI XON, Adm ni strative Patent Judges.

BARRETT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. 8 134 fromthe
final rejection of clainms 1 and 3-17.

W affirmin-part.

! Application for patent filed December 26, 1996, entitled
"Renpote View ng of Rack-Munted Printed Grcuit Cards.”
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BACKGROUND

The invention relates to systens and a nmethod for displaying
i mages indicative of the appearance of electronic circuits
| ocated at a renote site.

Clains 1 and 6 are reproduced bel ow.

1. For a collection of electronic circuits |ocated at
a site, at |east sone of which bear visual signal
i ndi cators, the inprovenent conprising:

a) a data storage facility, located at the site, which
stores inmage-data indicative of a view of each
i ndi vi dual electronic circuit;

b) controller nmeans for

i) exam ning a group of the electronic circuits
and identifying the type of each electronic
circuit within the group;

ii) transmtting data indicating the types within
the group to a renote | ocation; and

iii) if a systemat the renpote | ocation requests
i mage-data corresponding to specific types,
transmtting said image-data to the renote

| ocati on.

6. A system conprising:

a) a workstation; and

b) neans for obtaining, froma renote |ocation, data
whi ch enabl es the workstation to produce a visual inage
i ndi cative of

i) physical appearance of electronic circuitry
| ocated at the renote | ocation; and

ii) visual signals currently displayed by the

el ectronic circuitry, said visual signals
including two or nore of the follow ng:
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A) positions of nechanical toggle swtches,
B) positions of rotary sw tches, and

C) colors of illumnated |ight sources.

The Examiner relies on the admtted prior art (APA) of
Appellant's figure 2, described in the specification at

pages 2-4, and follow ng references:

Hot ka 5,452, 415 Sept enmber 19, 1995
Yamada 5,798, 738 August 25, 1998

(filed March 25, 1996)
Taguchi 5, 815, 080 Sept enber 29, 1998

(filed February 15, 1996)
Clainms 1, 3-5, 9, 11, 13, and 14 stand rejected under
35 U.S.C. 8 103(a) as being unpatentable over Hotka and Yanada.
Clainms 6-8 stand rejected under 35 U S.C. § 103(a) as being
unpat ent abl e over Hot ka, Yamada, and the APA.
Clainms 10, 12, and 15-17 stand rejected under 35 U S. C
§ 103(a) as being unpatentabl e over Hotka, Yamada, and Taguchi .
W refer to the final rejection (Paper No. 5) (pages
referred to as "FR__") and the exam ner's answer (Paper No. 8)

(pages referred to as "EA

") for a statenent of the Exam ner's
rejection, and to the brief (Paper No. 7) (pages referred to as
"Br_") and reply brief (Paper No. 9) (pages referred to as

"RBr ") for a statenent of Appellant's argunents thereagainst.
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OPI NI ON
Clains 1, 3-5, and 7-17

| ndependent clainms 1 and 4 are grouped to stand or fall
together. Claiml is analyzed as representative.

The Exam ner finds (FR2-3; EA3-4) that Hotka teaches the
subject matter of claim1l except for the clainmed "controller
means for . . . transmtting data indicating the types within the
group to a renote location" in paragraph (b)(ii). The Exam ner
finds that Yamada teaches a controller nmeans for transmtting
appearance data to a renote location (FR3; EA3). The Exam ner
concludes that it would have been obvious to nodify Hotka to
provide for transm ssion of appearance data in view of Yamada,
“"to obtain the conbi ned apparat us/ net hod of Hot ka- Yanada because
it would result in ease of information retrieval for the user"
(enphasis omtted) (FR3) and "because it would enable a user,
from hi s/ her own workstation, to nonitor the health of hardware
| ocated at renote |ocation(s), thus [providing] quick
detection/troubl eshooting of any hardware mal functi on” (enphasis
om tted) (EA4).

Appel | ant argues that neither Hotka nor Yamada, nor the
conbi nati on of Hotka and Yanada, teach or suggest the three
[imtations of claiml1, paragraph (b), i.e., even if the
references are conbined, the limtations of claiml,

paragraph (b) are not net (Br10-14). It is argued (Brl13-14) that
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t he Exam ner has not shown where Hotka teaches the limtation of
"exam ning a group of the electronic circuits and identifying the
type of each electronic circuit within the group” in claima1,
paragraph (b)(i). It is argued that Yamada does not transmt
data indicating the "type" of electronic circuit within the group
as recited in paragraph (b)(ii), but only transmts data
indicating the "type" of push-button (round or square) which is
to be displayed, and does not transmt "inmage-data correspondi ng
to specific types" as recited in paragraph (b)(iii) (Br10-11).

It is argued that the Examiner's rationale in the final rejection
("ease of information retrieval for the user”) nerely sets forth
a supposed characteristic of the conbination of references and
does not provide a notivation for conbining the references in the
first place (Brl4). Moreover, it is argued that the "ease of

use" rational is purely conclusory (Br14-15). Appellant further
argues that providing transm ssion of information in Hotka is not
valid notivation since Hotka already provides this function
(Br15) and such nodification would change the principle of
operation of Hotka (Br16).

Hot ka di scl oses that a communi cati ons node (shown as 1633 SX
in figure 1) includes a bay that consists of one or nore shel ves
of various subcomponents. For exanple, the OFFI CEO2 node 14
(figures 1 and 2), as shown in figure 3, has Bay 2, designated by

bl ock 72 and i ncludes the shel ves that bracket 78 bounds, and
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Bay 3, designated by block 76 and includes shelves that bracket
78 bounds (col. 4, line 58 to col. 5, line 19). Figure 4 of

Hot ka teaches input/output (I/0O shelf graphic representation 110
t hat shows the conponents of 1/0O shelf 92 (col. 5, lines 35-47).
The graphic representation includes representations of status

i ndi cators, such as indicator 124, which show green, yellow, or
red depending on the status of the associated unit (col. 5,

lines 47-52). To permt the user to conpletely change the
graphi cal representation of the network on demand, the tenplates
t hat represent 1633 SX bays and shel ves have been reduced to
tenpl ates representing all levels of integration necessary to
configure a 1633 SX and these tenplates include each bay
representation that the 1633 SX supports and each kind of shelf
of a 1633 SX bay (col. 6, lines 49-68). The representation of
the tenplates accurately reflect the hardware representation that
the user seeks to nmonitor (col. 7, lines 6-8). The user
configures the graphics tenplates (col. 7, lines 26-29).

The nodes 12, 14, and 16 in figure 1 of Hotka are controlled
by the managenent control 18 and are nonitored through system
noni toring software, such as that provided by Advanced Conputi ng
Devices, Inc. (ACD) (col. 3, lines 37-44). The ACD software
provides signals to the controller 18 for display visually using
tenplates (col. 3, lines 53-61). As far as we can determ ne, the

nodes t hensel ves do not store "inage-data indicative of a view of
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each individual electronic circuit,"” as recited in claiml1l,
paragraph (a); the "image-data" is provided by tenplates at the
managenment control. Thus, the Examiner errs in finding that
Hot ka di scloses the limtations of claim1, paragraph (a).
Mor eover, since no "inmage-data" is stored at the nodes, the
system cannot performthe function of paragraph (b)(iii).

Hot ka does not disclose "controller nmeans for
exam ning a group of the electronic circuits and identifying the
type of each electronic circuit within the group,” as recited in
claim1l, paragraph (b)(i). The fact that Hotka is programmed to
di splay different types of circuits, as found by the Exam ner
(EA7), does not inply the machine function of "exam ning
and identifying the type" at the site (corresponding to a node in
Hot ka) as clainmed. Since Hotka does not examine and identify the
types of electronic circuits at the site (node), it does not
performthe function of "transmtting data indicating the types
within the group to a renote location,” as recited in claim1,
paragraph (b)(ii) and cannot performthe function of
paragraph (b)(iii). Furthernore, since the tenplates
(corresponding to the clained "inage-data”) are set up by the
user at the nmanagenent control 18, there is no controller neans
for "examning . . . and identifying the type of each electronic
circuit" as recited in claim1, paragraph (b)(i) and no

transm ssion of "image-data"” in response to a request as recited
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inclaim1, paragraph (b)(iii). In sumary, while Hotka

di scl oses di splaying inmage data for a collection of electronic

circuits located at a site, we find it does not disclose or

suggest any of the limtations of claim1, paragraphs (a) or (b).
The Exami ner vaguely relies on Yamada's teaching of the

transm ssion of appearance data. However, Yanmada does not

di scl ose "controller nmeans for . . . examning a group of the

el ectronic circuits and identifying the type of each electronic

circuit wwthin the group,” as recited in claim1, paragraph

(b)(i), or "transmitting data indicating the types within the

group to a renote location,” as recited in claim1l1, paragraph

(b)(ii). Yarmada transmts appearance data, which is

"image-data," but does not do so in response to a request for

i mage data corresponding to a specific type as recited in

claim1, paragraph (b)(iii). The "TYPE" information in Yamada is

nerely data indicating a type of figures of the button, such as a

circle or square (col. 12, lines 1-2), and does not indicate the

type of electronic equipnent. Accordingly, the conbination of

Yamada and Hot ka, even if properly conbined, does not teach al

of the limtations of claiml. Thus, the Exam ner has failed to

establish a prinma facie case of obviousness with respect to

i ndependent claim 1. |ndependent claim4 contains simlar
[imtations to those discussed with respect to claim 1l and,

therefore, a prima facie case of obviousness has |ikew se not
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been established with respect to claim4. The rejections of
clainms 1, 3-5, and 7-17 are reversed.

Al t hough we have reversed the Exam ner's rejection of
i ndependent clains 1 and 4, and their dependent clainms, we
nevert hel ess comment on a couple of the Exami ner's statenents.

The Exami ner states that Appellant’'s argunents are not
per suasi ve because one cannot show nonobvi ousness by attacking
references individually when the rejection is based on a
conbi nati on of references (EA7). Appellant responds that the
argunments merely show that, even if conbined, the claimelenents
are not shown in the references (RBrl).

We agree with Appellant. Manifestly, if none of the
references teach a clained feature, as shown by addressing the
references individually, then the conbination of references wll
al so not contain the clained feature. The adnonition agai nst
attacking references individually applies where an applicant
fails to address the conbined teachings of the references.

The Exami ner states that it is not necessary for the
references to expressly suggest the nodification and that the
rationale to conbine is that "it would enable a user, from
hi s/ her owmn workstation, to nonitor the health of hardware
| ocated at a renote |ocation(s); quick detection/troubl eshooting
of any hardware mal function is an advantage for nonitoring

hardware at renote | ocations" (EA8).
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Wiile it is true that the references need not expressly
state the notivation, the notivation nust cone from sonewhere in
t he evidence of record, such as the know edge of one of ordinary
skill in the art or in the nature of the problemto be sol ved.
It is not persuasive to just make up a rationale that mght fit
t he circunstances, as the Exam ner appears to have done, because
the | ack of factual support smacks of hindsight. |In any case,
however, we find that the conbination does not neet all of the

limtations of clainse 1 and 4.

Caimé6

The Exam ner finds that the conbination of Hotka and Yamada
neets the limtations of claim®6 except for providing a visual
representation of positions of nmechanical toggle swtches and
rotary swtches (FR4; EA5). The Exam ner finds that the APA of
Appellant's figure 2 shows visual representation of positions of
mechani cal toggle switches and rotary switches as prior art (FR4,
EA5). The Exam ner concludes that it woul d have been obvious to
add the visual representation of nechanical toggle swtches and
rotary switches, as taught by the APA, to the conbination of
Hot ka and Yamada "because it would result in ease of operation
and realistic view of systent (enphasis omtted) (FR4) and

"because it would help a user, from his/her workstation, to
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easily identify hardware configuration/setting |ocated at a
renote |location(s)" (enphasis omtted) (EA4).

Appel | ant argues that subparagraphs 6(b)(ii)(A) and (B) are
nmechani cal switches requiring nechani cal novenent by a human or
robot for operation, whereas both references refer to renote
control of the subject matter viewed (Brl18). Thus, it is argued,
the references, by teaching renote control, teach agai nst addi ng
those switches to their displays because the switches cannot be
controlled remotely (Br18). It is argued that the Exam ner's
rationale for conbining is flawed (Br18-19).

Hot ka teaches providing a visual image indicative of the
physi cal appearance of electronic circuitry located at a renote
| ocation including visual signals including the colors of
illumnated |ight sources. Hotka does not teach (1) means for
obtaining, froma renote |ocation, data enabling the workstation
to produce a visual inage indicative of the physical appearance
of the electronic circuits, or (2) visual signals indicating the
positions of mechanical toggle switches or rotary switches. As
to difference (1), the Exam ner concluded that it woul d have been
obvious to transmt appearance data froma renote |ocation in
Hotka in view of the teachings in Yamada. Appellant does not
contest this conclusion. Nevertheless, we note that Yamada

di scl oses neans for obtaining data which permits a workstation to
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produce a visual image of electronic circuitry (a copier) |ocated
at a renote | ocation and agree with the Exam ner's concl usi on.

As to difference (2), the Exam ner concludes that it would
have been obvious to indicate the position of toggle or rotary
switches in Hotka, as nodified by Yanada, in view of the APA.

The APA of figure 2, described in Appellant's specification at
pages 2-4, describes providing a visual inmage indicative of the
physi cal appearance of electronic circuitry located at a renote

| ocation (the "static" inage) upon which is inposed a "dynam c"

i mage representing the status of the signal indicators, including
the colors of illumnated |ight sources and the positions of
switches and rotary dials. There nust be means for obtaining
data fromthe renmpote | ocation which enables the workstation to
produce the "dynam c" status information on switches and lights
in paragraph (b)(ii). Thus, the APA teaches that it would have
been obvious to one of ordinary skill in this art to display the
position of renotely |located toggle and rotary swi tches, as well
as status lights, for the purpose of renote view ng of electronic
circuits. The conbination of references provides sufficient

evidence to establish a prim facie case of obvi ousness.

Appel  ant's argunment about the switches is not persuasive
since the APA expressly teaches providing a visual indication of

t he position of mechanical toggle and rotary sw tches and one of
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ordinary skill in the art would have been notivated to use a
vi sual indication of such mechani cal sw tches when present.

As to the argunents about |ack of notivation to combine, we
are not particularly persuaded by the Exam ner's reasoning in the
final rejection or the examner's answer. Neverthel ess, the APA
expressly provides notivation to display the position of toggle
or rotary switches in addition to the status of indicator lights
for the purpose of renote view ng of settings of electronic
circuits. Thus, we find the notivation to be present in the APA

Appel | ant has not shown error in the prinma facie case of

obvi ousness. The rejection of claim6 is sustained.

CONCLUSI ON

The rejections of clainms 1, 3-5, and 7-17 are reversed.
The rejection of claim®6 is sustained.
No time period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR § 1.136(a).
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