The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of

t he Board.
Paper No. 24

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ElI SUKE WAKI, TSUYOSH TAKATA,
and H ROSH HAJI

Appeal No. 2000- 0302
Application No. 08/796, 363

HEARD: January 10, 2001

Bef ore CALVERT, COHEN, and GONZALES, Adninistrative Patent
Judges.

CALVERT, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of 5. Cains

1to4 and 6 to 10, the other clainms remaining in the

application, stand withdrawn from consi deration under 37 CFR
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1.142(b) as being directed to nonel ected inventions.

Claim5 reads:

A bunp form ng nethod conprising the steps of:

formng a ball at a bottomend of a wire inserted into a
central hole of a capillary tool and extended downward by
maki ng a torch approach the bottomend of the wire and
generating sparks between the bottomend of said wire and said
torch;

separating said ball fromsaid wire by |lowering said
capillary tool relative to said wire; and

further lowering said capillary tool and pressing said
bal | against an el ectrode of a workpiece to bond the ball to
t he el ectrode.

The reference applied in the final rejection is:

Ti f fany 3, 357, 090 Dec. 12,
1967

Claim5 stands finally rejected under 35 U S.C. 8§ 102(b)
as anticipated by Tiffany.

Tiffany discloses a bunp (ball) form ng nmethod in which
wire 58 passing through a capillary tool (quill) 24 is severed
by a burner 60 froma | ower portion of the wire having a
previ ously-fornmed ball 50. The burner sinultaneously fornms a

new ball 50 on the |Iower end of the upper portion of the wire

(col. 2, lines 65 to 70). The tool 24 is then | owered
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relative to the wire until it contacts the new ball 50, and
then further lowered with the ball until the ball contacts
el ectrode 56, as shown in Figs. 3 to 5 (col. 2, line 70, to
col. 3, line 5). Thereafter, the tool is returned to its
upper position (Fig. 2), the wire is cut by the burner, and
the cycle is repeated (col. 3, lines 15 to 20).
"To anticipate a claim a prior art reference nust
di scl ose every limtation of the clainmed invention, either

explicitly or inherently.” In re Schreiber, 128 F.3d 1473,

1477, 44 USPQRd 1429, 1431 (Fed. Cr. 1997). Appellants argue
that Tiffany does not disclose the clained step of "separating

said ball fromsaid wire by lowering said capillary too

relative to said wre" (enphasis added). The exam ner asserts

that this step is disclosed at col. 3, lines 16 to 18 of
Ti ffany (answer, page 5).

The paragraph fromwhich the portion of Tiffany cited by
the examner is taken reads (col. 3, lines 15 to 20):

When the welding is conpleted (the ball 50 is
firmy bonded to the wafer) the quill 24 nmay be
returned to the position showmn in Fig. 2, and
the cycle nay be repeated by severing the wire
by the flame cutter 60 to both cut the wre and
forma new ball to be deposited on the next
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devi ce.

As indicated by the parenthetical insertion in his quotation

fromthis paragraph on page 5, lines 7 to 9 of the answer,!?
t he exam ner seens to believe that the | anguage "the quill 24
may be returned” nmeans the quill is lowered relative to the

wire. This interpretation of Tiffany's disclosure is clearly
i ncorrect because Tiffany specifically states at col. 3, lines
10 to 12, that as the welding is conpleted the quill 24 is in
its | owernost position, so that return of the quill to its
Fig. 2 position, as disclosed in col. 3, lines 15 to 17, would
necessarily involve raising the quill relative to the wre.
Mor eover, Tiffany expressly discloses at col. 2, lines 65 and
66, and at col. 3, line 18, that the wire is cut by the burner
60 (thereby separating the welded ball 50 fromthe wire). W
find absolutely no disclosure in the reference of the clained
step of separating the ball fromthe wire by |owering the
capillary tool (quill) relative to the wre.

In view of the foregoing, it should be evident that

Tiffany al so does not disclose the last-recited step of

W note that the quotation does not accurately repeat
the text of the Tiffany patent.
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"further lowering said capillary tool and pressing said bal
agai nst an el ectrode
Contrary to the exam ner's statenent on page 4 of the

answer, claim5 does require that the ball be pressed agai nst
the electrode only after it has been separated fromthe wre,
because this step of the claimrecites "further |owering said
capillary tool and pressing said ball against an el ectrode"
(enmphasi s added). The term"further” indicates that the step
is performed subsequent to the previously-recited step, and
therefore the antecedent of "said ball” is the ball recited in
the previously-recited step, nanely, the ball which was
separated fromthe wire. By contrast, in the Tiffany nethod,
the ball 50, when pressed agai nst the electrode (as shown in
Fig. 4), has not yet been separated fromthe wire 48.

Accordingly, since Tiffany does not expressly or
i nherently disclose every Iimtation of claim5, the rejection
wi || not be sustained.
Concl usi on

The exam ner's decision to reject claim5 is reversed.

REVERSED
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