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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 14, which are all of the clains
pending in this application.

The appellant's invention relates to a sensor which
i ncl udes a biasing neans having an initial relaxed position
which is conpressed. The biasing nmeans i s expandabl e upon the
absorption of fluid. An understanding of the invention can be
derived froma reading of exenplary claim1, which appears in

t he appendix to the appellant’s brief.
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THE PRI OR ART

The prior art references of record relied upon by the

exam ner rejecting appeal ed clains are:

Mat ej cek et al . 3, 306, 966 Feb. 28, 1967
Wod et al. (Wod) 3,903, 232 Sep. 2, 1975
Chung et al. (Chung) 5,247,932 Sep. 28, 1993

THE REJECTI ON

Clainms 1 through 14 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Chung in view of
Whod and Mat ej cek.

Rat her than reiterate the conflicting view points
advanced by the exam ner and the appellant regarding the above
noted rejection, we nake reference to the exam ner's answer
for the exam ner's conpl ete reasoni ng and supported rejection
and to the appellant's briefs for the appellant’s argunents
t her eagai nst .

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the

respective positions articulated by the appellant and the
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exam ner. As a consequence of our review, we nake the
determ nati ons which foll ow

W initially note that the rejection is made under 35
U S.C 8§ 103, and that in rejecting clains under 35 U S.C. §
103, the exam ner bears the initial burden of presenting a

prim facie case of obviousness. See Inre R jckaert, 9 F.3d

1531, 1532, 28 USPR2d 1955, 1956 (Fed. Cir. 1993). A prim

faci e case of obviousness is established by presenting

evi dence that the reference teachings woul d appear to be
sufficient for one of ordinary skill in the art having the
references before himto make the proposed conbi nati on or

other nodification. See In re Lintner, 458 F.2d 1013, 1016,

173 USPQ 560, 562 (CCPA 1972). Furthernore, the concl usion

that the clainmed subject matter is prim facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that woul d have | ead that individua
to conmbi ne the rel evant teachings of the references to arrive

at the clained invention see In re Fine, 837 F.2d 1071, 1074,

5 USPQ2d 1596, 1598 (Fed. Cir. 1988). Wth this
background we anal yze the prior art applied by the examner in
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the rejection of the clains on appeal. The exam ner finds
t hat Chung di scl oses the invention substantially as clained
except that Chung includes a biasing bladder conprised of foam
whi ch nust be flattened during insertion and then re-expanded
when the sensor is in the preferred region, as opposed to a
pre-conpressed foam The exam ner has relied on the teachings
of Whod that foam can be used for a variety of nedica
applications and that the use of conpressed foamall ows the
structures to be readily inserted into the body cavity with
subsequent expansi on upon contact with body fluids. The
exam ner relies on Matejcek for teaching an alternate process
for preparing contact expandabl e foans that includes
i npregnating a foamw th defatiguing agent, conpressing the
foam and allowing the foamto dry (exam ner's answer at pages
3to 4). Fromthese teachings the exam ner concl udes:

It woul d have been obvious to nodify the device and

manuf acture of Chung et al. to incorporate

conpressed foam forned by the nmethod of Matejcek et

al. for the biasing bladder since this would provide

a nore convenient formfor insertion into the body

as taught by Wod et al. [exam ner's answer at page

4] .

The appel |l ant argues that there is no suggestion to

conbi ne the teachings of Chung with those of Wod and Mat ej cek
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because there is no suggestion in Wod and Matejcek to use the
foam therein disclosed as a biasing neans. W agree with the
reasoni ng of the appellant, and thus we will not sustain the
exam ner's rejection.

Chung di scl oses that the bladder 40 is conprised of
resilient open-celled polyurethane foam Chung al so di scl oses
that this foam my be replaced with a spring or diaphragm or
ot her bi asi ng nechani sm Wbod whil e discl osing that
conpressed foamwhich is expandable may be utilized for
insertion into the body, also discloses that this foamis soft
and hydrophilic. Wod does not teach or suggest that the foam
is resilient or can be utilized as a biasing neans. Likew se,
whi |l e Mat ej cek does di scl ose a conpressed foam WMatejcek
di scl oses not hing about the resiliency of this foamor the use
of the foam as a biasing neans. None of these nechani sns
neets the limtations in independent clains 1, 10 and 13
requiring a biasing neans which has an initial, relaxed,
conpressed position and is expandabl e upon the absorption of
fluid.

As it is our opinion that there is no suggestion in
either Matejcek or Whod for utilizing the foamtherein
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di scl osed as a biasing neans, we find no suggestion for

conbi ning the teachings as proposed by the exam ner.

The decision of the exam ner i s reversed.

REVERSED

MURRI EL E. CRAWFORD
Adm ni strative Patent Judge
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