The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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Bef ore COHEN, ABRAMS, and NASE, Adninistrative Patent Judges.
NASE, Admini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 1 to 5 8 to 10 and 12. dains 6 and 7
have been objected to as depending froma non-all owed claim

Claim 11 has been cancel ed.

W AFFI RM | N- PART.
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BACKGROUND

The appellant's invention relates to a suspension system
A copy of the clainms under appeal is set forth in the appendi x

to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Hayes 2,576, 935 Dec. 4,
1951
Masser 3,406, 983 Cct. 22,
1968
Rai del 4,114, 923 Sep. 19,
1978
Snyder 5, 346, 247 Sep. 13,
1994
Br andt 5, 458, 359 Cct. 17,
1995
Baxt er 5,470, 096 Nov. 28,
1995

Clains 2, 3/2, 4, 5 and 10 stand rejected under 35 U S. C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch the appellant regards as the invention.
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Clainms 1 and 3/1 stand rejected under 35 U.S.C. 8§ 103 as

bei ng unpat ent abl e over Snyder in view of Hayes.

Clains 2, 3/2, 5 and 10 stand rejected under 35 U S.C. §
103 as bei ng unpat ent abl e over Snyder in view of Hayes and

Masser .

Clains 2 and 4 stand rejected under 35 U . S.C. §8 103 as

bei ng unpat ent abl e over Snyder in view of Brandt.

Claims 8 and 12 stand rejected under 35 U.S.C. 8 103 as

bei ng unpat ent abl e over Snyder in view of Hayes and Baxter.

Claim9 stands rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Snyder in view of Hayes and Rai del .

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 10, nmiled Novenber 3, 1998) and the answer (Paper No. 14,

mai |l ed June 2, 1999) for the examiner's conplete reasoning in
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support of the rejections, and to the brief (Paper No. 13,
filed March 31, 1999) and reply brief (Paper No. 15, filed

July 19, 1999) for the appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.

The obvi ousness rejections
W will not sustain the rejection of clains 1 to 5, 8 to

10 and 12 under 35 U.S.C. 8§ 103.

Caiml1l, the sole independent claimon appeal, reads as
fol | ows:

A suspension systeminstall ed between a chassis
having side rail nmenbers and cross frane nenbers and an
axl e of a vehicle, said suspension systemincluding a
step spring having a forward generally horizontal section
having a | eading end, a rearward generally horizont al
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section having a trailing end, a generally vertica
section between and contiguous with the forward and
rearward sections and displacing the rearward section
bel ow the forward section, said | eading end of said step
spring being pivotally attached to said chassis, spring
nmeans extendi ng between said chassis and said trailing
end of said step spring and said axle being pivotally
secured by pivot neans to a nounting neans on said
forward generally horizontal section, said pivot means
bei ng above sai d axle.

Snyder's invention is directed to an "air ride"
suspension for a truck, a tractor, or a trailer, which
suspensi on reduces the tare weight of the vehicle so that a
greater payload can be carried by the vehicle under existing
hi ghway wei ght restrictions. As shown in Figure 1, the "air
ride" suspension 19 is interposed between a frane 11 of the
vehi cl e and an axle 15. The suspension 19 includes a
gooseneck spring 21, an air bag spring 43, a shock absorber 67
and a rigid torque arm75. The gooseneck spring has a center
section 23 clanped to the axle 15, an upwardly inclined front
portion 25, a lower rear portion 27 and a vertical portion 29
that is inwardly twi sted as shown nost clearly in Figures 4

and 5. The upwardly inclined front portion 25 of the
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gooseneck spring 21 bears against a plastic pad 35 attached to
t he upper end of a spring hanger 37 which is nounted

on beam 13 of the frame 11. Snyder's air bag spring 43 is
supported on and bolted to the | ower rear portion 27 of the
goose-neck spring 21. The top of the air bag spring 43 is
mounted on the outer surface of the side beam 13. The shock
absorber 67 extends between the beam 13 and the axle 15
inclined both transversely and longitudinally relative to the

vehi cl e.

As shown in Figures 1-3 of Snyder, a top plate 51 rests
on and engages the top surface of the center section 23 of the
gooseneck spring 21. The |lower surface of the center section
of the spring engages an axle seat 53 which in turn rests on
the top of the axle 15 which is tilted slightly rearwardly of
the vertical. A cylindrical stud 31 depending fromthe spring
21 seats in a socket (not shown) in the top surface of the
axle seat 53. A forwardly extending yoke arm55 is forned
integrally with the axle seat 53. A bottom plate 57 engages
the lower portion of the axle 15 with the top plate, bottom

plate, and axle seat clanped to the center section of the
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spring 23 by U-bolts 59. The U bolts are tightened by

sel f-1ocking nuts 61 which engage the threaded | ower ends of
the U-bolts. The rigid torque arm 75 connects between the
yoke arm 55 of the axle seat 53 and the front spring hanger

37.

Hayes' invention relates to spring suspensions for notor
vehicles and nore particularly to an overl oad spring rockably
nounted on the vehicle axis. Hayes teaches (colum 1, |ines
5-12) that

[a]n inportant object of the invention is to provide
arigid armrockably nounted at a point internediate its
ends on the axle of the vehicle to function as a | ever
and with spring neans connecting one end of the armto
the vehicle frane and with shock absorbi ng neans

connecting the other end of the armto the frame of the
vehi cl e.

As shown in Figure 1 of Hayes, the nunber 5 designates a
rigid spring suspension armforned with an apertured |lug 6 on
its upper side. A lower saddle plate 8 is provided wwth a
pair of spaced apart apertured lugs 7 so that lugs 6 and 7 can
be pivoted together by a bolt or pin 9 for rockably connecting

the arm5 to the |ower saddle plate 8. The |lower saddle plate
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8 is secured to the underside of vehicle axle 10 by U-bolts 11
whi ch al so secure an upper saddle plate 12 in position on the
axl e 10. A cup-shaped socket 13 forned on the upper addle
plate 12 receives the lower end of a coil spring 14. The
upper end of the coil spring 14 is received in a socket 15
secured to the vehicle frame 16. A shock absorber 17 is
nmount ed between the vehicle frame 16 and the front end of arm
5. A leaf spring 18 connects the rear end of arm5 to the

vehicle frane 16.

After the scope and content of the prior art are
determ ned, the differences between the prior art and the

clains at issue are to be ascertained. Gahamyv. John Deere

Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966).

Based on our analysis and review of Snyder and claim1,
it is our opinion that the only difference is the limtation
that the axle is pivotally secured by pivot neans to a
nounting neans on the forward generally horizontal section of

the step spring wherein the pivot neans is above the axle.
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Wth regard to this difference, the exam ner determ ned
(final rejection, p. 4) that it would have been obvious to one
of ordinary skill in the art at the tine the invention was
made to nodify Snyder to "include an axle pivotally secured to
a nmounting nmeans on the forward portion of spring 21 in view
of Hayes's pivotal connection 9 between an axle and spring in
order to nount the spring rockably on the vehicle axle for

absor bi ng overl oad."

The appel |l ant argues (brief, pp. 7-12; reply brief, pp.
3-5) that the applied prior art does not suggest the clained

subject matter. W agree.

Qovi ousness is tested by "what the conbi ned teachi ngs of
the references woul d have suggested to those of ordinary skill

inthe art." 1nre Keller, 642 F.2d 413, 425, 208 USPQ 871,

881 (CCPA 1981). But it "cannot be established by conbining
the teachings of the prior art to produce the clained
i nvention, absent sone teaching or suggestion supporting the

conbi nation." ACS Hosp. Sys.., Inc. v. Montefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. GCr. 1984). And
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"teachings of references can be conbined only if there is sone
suggestion or incentive to do so." 1d. Here, it is our
determination that the prior art contains none. In that
regard, we see no teaching, suggestion, or notivation in the
applied prior art for nodifying Snyder to provide a pivot
means above his axle. At best, the teachings of Hayes are
suggestive of providing an overload spring pivotally connected

bel ow Snyder's axl e.

Instead, it appears to us that the examner relied on
hi ndsi ght in reaching his obviousness determ nation. However,
our review ng court has said, "To i nbue one of ordinary skil
in the art with know edge of the invention in suit, when no
prior art reference or references of record convey or suggest
that knowl edge, is to fall victimto the insidious effect of a
hi ndsi ght syndrone wherein that which only the inventor taught

is used against its teacher.” W L. CGore & Assoc. v. Garlock,

Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. G

1983), _cert. denied, 469 U S. 851 (1984). It is essentia

that "the deci sionmaker forget what he or she has been taught

about the clainmed invention and cast the mind back to
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the tine the invention was made . . . to occupy the m nd of
one skilled in the art who is presented only with the
references, and who is normally guided by the then-accepted
wisdomin the art.” [d. Since the clainmed subject matter as
a whole is not taught or suggested by the applied prior art,
we will not sustain the

35 U.S.C. 8 103 rejection of independent claim1, and of

dependent clains 2 to 5, 8 to 10 and 12.1

The i ndefiniteness rejection
We sustain the rejection of clains 2, 3/2, 4 and 5 under
35 U.S.C. 8 112, second paragraph but not the rejection of

cl aim 10.

The second paragraph of 35 U S.C. 8 112 requires clains
to set out and circunscribe a particular area with a

reasonabl e degree of precision and particularity. In re

! W have also reviewed the references additionally
applied in the rejection of clains 2, 3/2, 4, 5, 8 to 10 and
12 (i.e., Masser, Brandt, Baxter and Raidel) but find nothing
therein which makes up for the deficiencies of Snyder and
Hayes di scussed above.
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Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the | anguage
enpl oyed in the clains nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |level of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitable | anguage or nodes of expression are avail abl e.
Sone |atitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the exam ner m ght desire. |If the scope of the
i nvention sought to be patented cannot be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
arejection of the clains under 35 U.S.C. § 112, second

par agraph, is appropriate.
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Thus, the failure to provide explicit antecedent basis
for ternms does not always render a claimindefinite. As
stated above, if the scope of a claimwould be reasonably
ascertai nable by those skilled in the art, then the claimis

not indefinite. See Ex parte Porter, 25 USPQd 1144, 1146

(Bd. Pat. App. & Int. 1992).

Wth this as background, we anal yze the specific
rejections under 35 U.S.C. 8§ 112, second paragraph, nmade by

the exam ner of the clains on appeal.

The exam ner (final rejection, p. 3) found claim 10 to be
indefinite since there "is no antecedent basis for the 'distal
ends.'" The appellant argues (brief, p. 7) that claim10 is
not indefinite. The appellant points out that claim10
recites that the pair of divergent arns are joined at an apex
and the distal ends of the divergent arns are pivotally
coupl ed to one of the cross franme nenbers. The appel | ant
submts that if a pair of divergent arns are joined at an apex
the ends of the divergent arns opposite to the apex are by

definition distal ends. W agree with the appellant that the
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rejection of claim10 as being indefinite is inproper since it
is our view that the netes and bounds of claim10 have been
set forth with a reasonabl e degree of precision and
particularity. Accordingly, the decision of the examner to
reject claim10 under 35 U S.C. 8§ 112, second paragraph, is

rever sed.

The exam ner (final rejection, p. 3) found claim5 to be
indefinite since claimb5 recites a second torque rod, but
there is no clear antecedent basis for a first torque rod
since parent claim?2 recites "a torque rod or other nenber."
We agree with the appellant's argunment (brief, p. 7; reply
brief, p. 2) that the recitation of "a second torque rod" in

claim5 is not indefinite.

We agree with the exam ner (final rejection, p. 3) that
claim2 is indefinite since the recitation in claim2 that the
| eading end of the step spring is "pivotally attached to a
hanger bracket rigidly nmounted on said chassis" disagrees with
the recitation in claiml1l that the | eading end of the step

spring is "pivotally attached to said chassis.” The appellant
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argues (brief, pp. 6-7; reply brief, p. 1) that claim2 is
definite since it is comonly understood that the hanger
bracket is part of the chassis. W find this argunent

unper suasi ve since claim2 makes clear that the clai med hanger
bracket is not part of the clained chassis since claim?2
recites that the hanger bracket is "rigidly nounted on said
chassis."” Accordingly, we sustain the

35 U.S.C § 112, second paragraph, rejection of claim2, and

of clains 3/2, 4 and 5 dependent on claim 2.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 2, 3/2, 4 and 5 under 35 U. S.C. § 112, second
paragraph, is affirmed; the decision of the exam ner to reject
claim 10 under 35 U . S.C. 8§ 112, second paragraph, is reversed,
and the decision of the examner to reject clains 1 to 5 8 to
10 and 12 under

35 US.C. 8 103 is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

| RWN CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

NEAL E. ABRANMS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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