The opinion in support of the decision being
entered today was not witten for publication
in alaw journal and is not binding precedent
of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MARK WALDROP

Appeal No. 2000-0026
Application No. 08/942, 054

ON BRI EF

Before KIM.IN, GARRI S and ONENS, Adm ni strative Patent Judges.

KIMIN, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-9,
all the clains remaining in the present application. Caiml
is illustrative:

1. A PVC pi pe cenent conposition, conprising:
(a) at |least about 10% by weight of a polyneric material of a

met hyl net hacryl ate honopol yner or copol yner, a styrene-
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acrylonitrile polymer, and a rubber grafted wth at | east
a methacrylic acid ester of a C, to G al kanol; and

(b) at least about 10% by wei ght organi c sol vent.
The exam ner relies upon the follow ng references as
evi dence of obvi ousness:

Briggs et al. (Briggs) 4,942,201 Jul . 17, 1990
Patel et al. (Patel) 5, 252, 634 Cct. 12, 1993

Appel lant's clainmed invention is directed to a PVC pi pe
cement conposition conprising the three recited polyneric
conponents and at |east about 10% by wei ght of an organic
sol vent .

Appeal ed clainms 1-9 stand rejected under 35 U . S.C. § 103
as bei ng unpatentable over Briggs in view of Patel

We have thoroughly reviewed the respective positions
advanced by appellant and the exam ner. In so doing, we
concur with appellant that the prior art cited by the exam ner

fails to establish a prima facie case of obviousness for the

clainmed invention. Accordingly, we will not sustain the
exam ner's rejection.

There is general agreenent that Briggs discloses
structural adhesive conpositions conprising the three

pol ynmeric conponents recited in paragraph (a) of appeal ed
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claim1l. As appreciated by the exam ner, Briggs does not

di scl ose adhesi ve conpositions conprising an organic sol vent.
To renedy this deficiency, the exam ner relies upon Patel who
di scl oses thernopl astic pi pe adhesives conprising a resin and
one or nore solvents. It is the examner's position that it
woul d have been obvious for one of ordinary skill in the art
to enploy the adhesive of Briggs in conbination with a sol vent
of the type disclosed by Patel (page 4 of Answer, second ful
paragraph). The exam ner explains that the use of a sol vent,
which is appreciated in the art to function as processing and
application aids, would have readily suggested itself to one
of ordinary skill in the art for use in conjunction with the
pasty adhesives of Briggs (sentence bridging pages 5 and 6 of
Answer) .

We certainly agree with the exam ner that, in general, it
was well-known in the art to enploy a solvent as a processing
aid or thinner in adhesive conpositions. Accordingly, there
is a strong tenptation to conclude, at |least at first blush,

that it would have been a matter of prinma facie obvi ousness

for one of ordinary skill in the art to incorporate a sol vent

in any adhesive conposition. However, in the present case, we
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find absolutely none of the requisite notivation to add any
anount of solvent to the structural adhesive conposition of
Briggs, let alone appellant's at |east about 10% of organic
solvent. The nethacryl ate ester nononers, preferably nethyl
nmet hacryl ate, of Briggs' structural adhesive conpositions are
specifically taught to be the solvent in which the el astoners
are dissolved, to which solution the core-shell polynmers are
added to form ultimtely, a snooth paste. Manifestly, since
Bri ggs does not need an additional organic solvent, the
reference provides no teaching or suggestion of nodifying the
di scl osed conposition by adding at |east about 10% by wei ght
of an organic solvent. On the other hand, there is no
t eachi ng or suggestion of nodifying the sol vent-containing
pi pe adhesive of Patel by incorporating the presently clained
pol ynmeri c conponents.

Accordingly, based on the foregoing, we are constrained
to reverse the examner's rejection

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

N N N
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ECK: cl m

BRADLEY R. GARRI S
Adm ni strative Patent Judge

TERRY J. OWENS
Adm ni strative Patent Judge
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