THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore ABRAMS, NASE, and BAHR, Adninistrative Patent Judges.
NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 3, 5, 6, 12, 15, 26, 31 to 33, 36, 39, 40
and 46, which are all of the clains pending in this

application.?

' Cains 8 and 9 were cancel ed subsequent to the final
rejection.
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We REVERSE.
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BACKGROUND

The appellant's invention relates to an inproved tag axle
system (specification, p. 1). A copy of the clains under
appeal is set forth in the appendix to the appellant's reply

brief.

The prior art references of record relied upon by the
exam ner in rejecting the appealed clains (i.e., the applied

prior art) are:

Chri st enson 5, 090, 495 Feb. 25,
1992

Gottschal k et al. 5,403, 031 April 4,
1995

( Got t schal k) (filed Dec. 8, 1993)
Tweedi e 229, 651 Cct. 9,
1958

(Australia)

Caims 3, 5 6, 12, 15, 26, 31 to 33, 36, 39, 40 and 46
stand rejected under 35 U.S.C. 8 103 as bei ng unpatentabl e

over Christenson in view of Gottschal k and Tweedi e.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejection, we make reference to the final rejection (miled
Novenber 2, 1998) and the answer (rmailed March 25, 1999) for
the exam ner's conpl ete reasoning in support of the rejection,

and to



Appeal No. 2000-0006 Page 5
Application No. 08/868, 480

the brief (filed March 12, 1999) and reply brief (filed May 6,

1999) for the appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art, and to the respective
positions articul ated by the appellant and the exam ner. Upon
eval uation of all the evidence before us, it is our conclusion
that the evidence adduced by the exam ner is insufficient to

establish a prima facie case of obviousness with respect to

the clains under appeal. Accordingly, we will not sustain the
examner's rejection of clainms 3, 5, 6, 12, 15, 26, 31 to 33,
36, 39, 40 and 46 under 35 U. S.C. 8 103. Qur reasoning for

this determ nation foll ows.

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP@d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness i s established by presenting evidence that would
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have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

i nventi on. See In re
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Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. G

1988) and In re Lintner, 458 F.2d 1013, 1016, 173 USPQ 560,

562 (CCPA 1972). Wien it is necessary to select elenents of
various teachings in order to formthe claimed invention, we
ascertain whether there is any suggestion or notivation in the
prior art to make the selection made by the appellant. It is
wel | settled that obviousness cannot be established by

conmbi ning the teachings of the prior art to produce the

cl ai med invention, absent sone teaching, suggestion or

i ncentive supporting the conbination. The extent to which
such suggestion nust be explicit in, or may be fairly inferred
from the references, is decided on the facts of each case, in
light of the prior art and its relationship to the appellant's
invention. It is inpermssible, however, sinply to engage in
a hindsight reconstruction of the clainmed invention, using the
appellant's structure as a tenplate and sel ecting el enents
fromreferences to fill the gaps. The references thensel ves
nmust provi de sonme teachi ng whereby the appellants' conbination

woul d have been obvi ous. In re Gorman, 933 F.2d 982, 986, 18

UsP2d 1885, 1888 (Fed. Cir. 1991) (citations omtted). That

is, sonething in the prior art as a whole nust suggest the
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desirability, and thus the obviousness, of making the

conbination. See In re Beattie, 974 F.2d 1309, 1312, 24

USP2d 1040, 1042 (Fed. Cir. 1992); Lindenmann Maschi nenf abrik

GrbH v. Anerican Hoist and Derrick Co., 730 F.2d 1452, 1462,

221 USPQ 481, 488 (Fed. Gir. 1984).

In this case, the exam ner determned (final rejection,
p. 3) that to arrive at the subject matter on appeal that it
woul d have been obvious at the tine the invention was nmade to
a person having ordinary skill in the art to nodify
Christenson to include (1) fixed nonpivot attachnment of
Christenson's springs to the nounting supports as taught by
Gottschalk in order to attach the springs conventionally and
(2) a common shaft with the axle assenblies of Christenson
rotating wwth the shaft as taught by Tweedie in order to
sinplify structure supporting both assenblies in a manner well

known in the art.

The appellant argues in the brief and reply brief that
the applied prior art does not suggest the clainmed subject

matter. We agree. W have reviewed the conbi ned teachings of
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the applied prior art and fail to see any suggestion or
notivation in the applied prior art for a person having
ordinary skill in the art at the tinme the invention was nmade
to have nodified Christenson by the teachings of the Tweedie
as set forth by the examner in the rejection under appeal.
In our view, the only suggestion for so nodifying Christenson

in the manner proposed by the exam ner
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stens from hi ndsi ght know edge derived fromthe appellant's
own disclosure.? It follows that we cannot sustain the
examner's rejections of claims 3, 5, 6, 12, 15, 26, 31 to 33,

36, 39, 40 and 46.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainse 3, 5, 6, 12, 15, 26, 31 to 33, 36, 39, 40 and 46 under
35 US.C. 8 103 is reversed.

REVERSED

NEAL E. ABRAMS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

2 The use of such hindsight know edge to support an
obvi ousness rejection under 35 U.S.C. §8 103 is, of course,
inpermssible. See, for exanple, W L. Gore and Associ ates,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-
13 (Fed. Cr. 1983), cert. denied, 469 U S. 851 (1984).
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JENNI FER D. BAHR
Adm ni strative Patent Judge
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JVN dI



