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| nterference No. 104, 190

Bef ore CALVERT, PATE and HANLON, Adm ni strative Patent Judges.

PATE, Adm nistrative Patent Judge.

FI NAL DECI SI ON UNDER 37 CFR 8§ 1. 658(a)

This is a final decision in Interference No.
104, 190. The junior party inventors are David J. Parins and
Ri chard K. Poppe® and their involved U S. Patent No. 5,540, 685
is assigned to Everest Medical Corporation. The filing date
of the junior party involved patent was May 5, 1995, and the
junior party has been accorded benefit of the filing date of
application Serial No. 08/369,379, filed January 6, 1995. The
senior party inventor is Charles R Slater. Senior party
Slater is involved on his application Serial No. 08/ 806, 386,
filed February 27, 1997, and assigned to Boston Scientific
Corporation. The Slater applica- tion has been accorded the
benefit of application Serial No. 08/354,992, filed Decenber
13, 1994. Slater is the senior party by 23 days. Both
parties were represented by counsel in an oral hearing held

Decenmber 19, 2000.

% Henceforth the junior party inventors wll be referred
toin the singular, i.e., as the first-naned inventor Parins.
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The subject matter of the interference is a bipolar
el ectrosurgi cal scissors. As stated in the preanble of the
count, such scissors are used to sinultaneously cut tissue and
coagul at e severed bl ood vessels during surgery on a living

animal. The count reads as foll ows:

Count 2

A bi pol ar el ectrosurgical instrument for cutting and
coagul ating tissue conprising:

(a) first and second netal bl ades each having a
cutting edge and shearing surface, said first nmetal bl ade
supporting an insulative |ayer on a surface other than the
cutting edge and shearing surface thereof and an electrically
conductive el ectrode nenber on the insulative |ayer;

(b) neans for pivotally joining said first and
second bl ades together with their respective shearing surfaces
faci ng one anot her;

(c) neans coupled to at |east one of said first and
second bl ades for inparting a scissors-like novenent rel ative
to the other of said first and second bl ades; and

(d) neans for applying a voltage between said

second netal blade and the el ectrode nenber of said first
met al bl ade.

| ssues
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The junior party has raised the follow ng issues for
final decision
a) the junior party’ s deferred notion under 37 CFR § 1.634 to
add Mark A. Rydell as a joint inventor to the junior party’s
i nvol ved patent;
b) the junior party' s priority case, particularly the junior
party’s all eged reduction to practice in Decenber 1991;
c) the senior party’' s priority case, specifically the senior
party’s alleged conception and reduction to practice of the
subj ect matter of the count, and the alleged | ack of diligence
on the part of the senior party.

The senior party has raised the followi ng issues in
the senior party brief at final hearing:
a) the construction of the |anguage in the count;
b) the junior party’s alleged reduction to practice by non-
i nventor Rydell, specifically whether the subject matter
all egedly reduced to practice was within the scope of the
count and was successfully tested;
c) all eged abandonnent, suppression or conceal nent on the part

of the junior party;
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d) the propriety of the junior party’s renewed notion to
correct inventorship;

e) the junior party entitlenent to an award of priority.

Burden of Proof

As the junior party in an interference between
co- pendi ng applications, junior party Parins bears the burden
of proving priority by a preponderance of the evidence. See
Cooper v. Coldfarb, 154 F.3d 1321, 1326, 47 USPQ2d 1896, 1900
(Fed. Cir. 1998)(quoting Scott v. Finney, 34 F.3d 1058, 1061

32 USPQed 1115, 1117 (Fed. Gir. 1994)).

Interpretation of the Interference Count

The parties have raised the issue of the proper
interpretation of the interference count. The proper
interpretation of a count is a question of law. Credle v.
Bond, 25 F.3d 1566, 1571, 30 USPQ2d 1911, 1915 (Fed. G r
1994) (citing Davis v. Loesch, 998 F.2d 963, 967, 27 USPQd

1440, 1444 (Fed. Cir. 1993)). The established standard of
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count interpretation is that interference counts are to be

gi ven the broadest interpretation which they will reasonably
support. Mead v. MKirnan, 585 F.2d 504, 507, 199 USPQ 513,
515-516 (CCPA 1978). Terns in the count are to be given their
ordi nary and accustonmed neani ng. See Johnson Wrl dw de Assoc.
Inc. v. Zebco Corp., 175 F.3d 985, 990, 50 USPQd 1607, 1610
(Fed. Gir. 1999)(quoting Reni shaw PLC v. Marposs Soci eta Per
Azioni, 158 F.3d 1243, 1249, 48 USPQ2d 1117, 1121 (Fed. Gr
1998)). Resort to a specification fromwhich a claimon which
the count is based or resort to extrinsic evidence is only
appropriate or necessary when an anbiguity exists in the
count. If an anbiguity is found, resort may be had to the
specification of the patent fromwhich the clains originate to
resolve the anmbiguity. See In re Spina, 975 F.2d 854, 856,

24 USPQ2d 1142, 1144 (Fed. Cir. 1992). Determ nation of the

exi stence of an anbiguity requires consideration of both the

| anguage of the count and the reasonabl eness of the argunents

i ndicating the count has different meani ngs. Kroekel v. Shah,

558 F.2d 29, 31-32, 194 USPQ 544, 546 (CCPA 1977). The nere
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fact that the parties ascribe different nmeanings to a count or
that the count is readable on nore than one enbodi nent does
not render the count anbiguous. See id. at 32, 194 USPQ at
547.

Turning to the specific count at issue, the senior
party directs our attention to subparagraph (a) of the count
whi ch reads as foll ows:

(a) first and second netal bl ades each having a
cutting edge and shearing surface, said first netal bl ade
supporting an insulative |ayer on a surface other than the
cutting edge and shearing surface thereof and an electrically
conductive el ectrode nenber on the insulative |ayer.

The senior party argues that the count expression “said first
nmet al bl ade supporting an insulative layer . . . and an
el ectrically conductive el ectrode nenber on the insulative

| ayer,” requires that the first netal blade be the |ayer that
the other layers are affixed on, with the first netal bl ade
extendi ng back to the nmeans for pivotally joining and carrying
the other layers. The junior party argues that the above-
referred to | anguage nerely requires that the first netal

bl ade supports the other two |layers by providing

rei nforcenent or strengthening of the other two | ayers, as an
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additional netal ply applied to the lamnate that is the first
bl ade. This additional |ayer provides support in flexure,
according to the junior party.

We have consi dered the | anguage of the count and the
respective argunents of the parties and we are of the view
that both ascri bed neanings are reasonable. Accordingly, we
have reached the conclusion that the count is anbi guous,* and
it is appropriate to construe the interference count in view
of the specification fromwhich the claimthe count is based

on originated and, if necessary, extrinsic evidence.?®

4 An additional anbiguity, related to the argued one, is
that in subparagraph (a), the term*“first . . . netal bl ade”
appears to refer only to the netal |ayer of the blade, i.e.,
the first netal blade has an insulative |ayer and conductive
el ectrode thereon. |In subparagraph (d), the electrode is
referred to as a part of the first netal blade, “of” rather
than “on” the bl ade.

> Strictly speaking, the count does not correspond exactly
to any claimin an application or patent, inasnmuch as the
count was broadened by notion in the prelimnary notion
period. The count was broadened to the extent that only one
| am nated blade is required, rather than “first and second”
such bl ades as claim1 of the Parins patent recites.

Nonet hel ess, the | anguage at issue, viz., “said first netal

bl ade supporting an insulative layer . . . and an electrically
conductive el ectrode nenber on the insulative |layer,” remains

unchanged fromthe Parins patent. It is in this |anguage that

we have determ ned an anbi guity exists.
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When construing the neaning of a claim we may
consider both intrinsic and extrinsic evidence. Intrinsic

evi dence

consists of the claimitself, the specification, and any
prosecution history. Extrinsic evidence includes expert
testinmony, inventor testinony, dictionaries, treatises, and
prior art not cited in the prosecution history. W turnto
extrinsic evidence only when the intrinsic evidence is
insufficient to establish the clear neaning of the asserted
claim Zodiac Pool Care Inc. v. Hoffinger Indus. Inc., 206
F.3d 1408, 1414, 54 USPQ2d 1141, 1145 (Fed. G r. 2000). See
generally Vitronics Corp. v. Conceptronic, Inc., 90 F. 3d 1576,
1582- 84, 39 USPQ@d 1573, 1576-78 (Fed. Cir. 1996).

It is noted that the clains as originally filed in
the application Serial No. 08/435,505, which matured into the
junior party involved patent, did not include the contested

“first metal blade supporting . | anguage. See claim1 at
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SX-9 p30.°¢ However, as pointed out by the senior party, the
specification includes simlar |anguage in the description of
the prior art. The prior art Rydell Patent No. 5,352,222 is
descri bed as having “conductive netal blade supports to which
sharpened netal cutting blades are affixed using a

nonconduct i ve epoxy bondi ng and

spacing layer.” SX-9 pl4. The Rydell invention contrasts to
t he

i nvol ved subject matter in that the supporting structure that
extends back to the pivot and beyond and to which all |ayers
of the scissors cutting and cauterizing structure are affixed
is on the outside of the |am nated nmenber. This is opposite
t he di scl osed subject matter of the involved junior party

pat ent wherein the structure that extends back to the pivot
for noving the lam nated blade is on the inside surface--the

surface that contacts the other pivoting or stationary bl ade

6 The Parins record and exhibits are herein abbrevi ated PR
and PX- followed by the appropriate nunber. Likew se, the
Slater record and exhibits are abbrevi ated SR and SX-.

10
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for shearing tissue therebetween. Nonetheless, the
description of the prior art that refers to the portion of the
bl ade that extends back past the pivot point to the neans for
i nparting nmovenent as the portion of the blade which supports
the other lam nated |layers is sone evidence that the senior
party’s interpretation of the claim and the count that
corresponds exactly thereto, is the construction in agreenent
with the disclosure. Additionally, when the Parins patent

di scusses the prior art Rydell patent No. 5, 356,408 siml ar

| anguage, i.e., “honed cerami c cutting and shearing surfaces
on the opposed interior surfaces of netal blade support
menbers” is used. 1d. Thus, the specification of the Parins
i nvol ved patent provides sone evidence that the senior party’s
construction of the count is proper in this instance.

The prosecution history is nore probative. As noted
above, we nmay al so “consider the patent's prosecution history,
if it is in evidence." Markman v. Westview Instrunents, Inc.,

52 F.3d 967, 980, 34 USPQ2d 1321, 1330 (Fed. Gr. 1995) (in
banc), aff'd, 517 U.S. 370, 116 S. Ct. 1384, 1393, 38 USPRd

1461 (1996); G ahamv. John Deere Co., 383 U S. 1, 33, 148

11
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USPQ 459, 473 (1965). This history contains the conplete
record of all the proceedi ngs before the Patent and Tradenark
O fice, including any express representations nade by the
applicant regarding the scope of the claims. As such, the
record before the Patent and Trademark O fice is often of
critical significance in determ ning the neaning of the
clainms. See Markman, 52 F.3d at 980,

34 USPd at 1330; Southwall Tech., Inc. v. Cardinal 1G Co.,
54 F. 3d 1570, 1576, 34 USPQR2d 1673, 1676 (Fed. Cr.), cert.
denied, 516 U. S. 987 (1995). ("The prosecution history limts
the interpretation of claimternms so as to exclude any
interpretation that was disclained during prosecution.")
(citations omtted). Included within an analysis of the file
hi story may be an exami nation of the prior art cited therein.
Autogiro Co. of Am v. United States, 384 F.2d 391, 399, 155
USPQ 697, 704 (Ct. d. 1967)("In its broader use as source

material, the prior art

cited in the file wapper gives clues as to what the clainms do

not cover."). Vitronics at 1583, 39 USPQR2d at 1577.

12
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As we noted above, the first nmetal blade supporting
| anguage was not present in claiml as originally filed.
According to the Parins patent file wapper, this | anguage was
added by the exam ner in an exam ner’s anendnment at the tine
of allowance. According to the examner’s interview record
summary, M. N kol ai approved the addition of the |anguage to
clearly define over Rydell. SX-9 at 70. This is further
di scussed in the exam ner’s reasons for allowance, which
states inits entirety:

3. The followng is an Exam ner's

St at enent of Reasons for Allowance: The

above anmendnents have been nade to nore

clearly define the clained invention over

the Rydell (5, 352,222) reference which

shows netal bl ade supports acting as

el ectrodes and supporting insulating | ayers

and netal blades. This is in

contradistinction to the clained invention

whi ch uses the netal blades to support the

insulating | ayers and el ectrodes.

SX-9 at 72. The exam ner has recogni zed the structural
difference outlined above and clearly states that the clai ned
i nvention uses netal blades to support the insulating |ayer
and electrode. If the junior party’ s construction of the

clai mwere accurate, there would be no sense in which Rydell’s

el ectrode | ayer “supported” the blade, i.e., reinforcing the

13
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bl ade in flexure and the Parins device did not. This would
render the exam ner’s statenent of a patentable distinction a
nul lity.

Qur cl ear understandi ng of the exam ner’s reason for
all owance is that this | anguage was introduced into the claim
to avoid the Rydell prior art. W nust conclude that any
cl ai mconstructi on broader than the one proffered by the
senior party was disclaimed during prosecution. Vitronics at
1582, 39 USPRd at 1576. The prior art Rydell patent is a
strong clue as to what the scope of the count covers. |Id.

Up against the strong intrinsic evidence of file
wr apper history, Parins relies on the extrinsic evidence of
testinony as to the proper scope of the count. As the case
| aw cited above suggests, extrinsic evidence is only eval uated

when intrinsic evidence is insufficient to glean a clear

14
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meani ng of the scope of the claimor count.” That is not the

case here.

Accordingly, we have given no consideration to the testinony
of Messrs. Rydell and Osborne about the scope and neani ng of

claimtermnology in the Parins patent.?

Junior Party Priority Case

Conception has been defined as the formation, in the
m nd of the inventor, of a definite and pernanent idea of the
conpl ete and operative invention. Coleman v. Dines, 754 F.2d
353, 359, 224 USPQ 857, 862 (Fed. Cir. 1985)(quoting Gunter v.

Stream 573 F.2d 77, 80, 197 USPQ 482, 484 (CCPA 1978)).

"W are aware of a line of cases culmnating in Mezrich
v. Lee, 201 USPQ 922 (Bd. Pat. Int. 1978) standing for the
proposition that we accord no consideration to the inventor's
testinony in answer to questions on direct exam nation which
required any qualification in context of or with reference to
the specifications and clains of the respective parties. W
| eave open the question of whether that proposition is good
law, at least with respect to patents, after Markman

8 Nor have we given any consideration to the senior
party’s argunent that Osborne’s testinony as to the neaning of
t he “bl ade supporting” | anguage has changed over tine.

15
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Conception is conplete when one of ordinary skill in the art
coul d construct the apparatus w thout unduly extensive
research or experinentation. Sewall v. Walters, 21 F.3d 411,
416, 30 USPQ2d 1356, 1359. See Summers v. Vogel, 332 F. 2d
810, 816, 141 USPQ 816, 821 (CCPA 1964); In re Tansel, 253
F.2d 241, 243, 117 USPQ 188, 189 (CCPA 1958). Priority,
conception, and reduction to practice are questions of |aw
whi ch are based on subsidiary factual findings. Cooper v.
Gol dfarb, 154 F. 3d 1321, 1327, 47 USPQ2d 1896, 1901 (Fed.
Gr. 1998).

For evidence of conception, the junior party is
relying on work done by Mark A Rydell at Everest Medical in
Decenber 1991. The junior party has also filed a renewed
notion® to add Rydell as a nanmed inventor. The notion has
been deferred to this final decision.

The record reflects that at |east by August 26,
1991, Rydell was at work at Everest on bipolar el ectrosurgical
cauterizing scissors. PR2; PX-2. On Decenber 4, 1991, Rydel

recorded details of a new scissors enbodi nrent on page 22 of

° Paper No. 42.

16
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hi s notebook. PR3; PX-4. Rydell executed CAD draw ngs of his
new desi gn on the sane date. PR4; PX-5.

Qur findings wth respect to PX-4 follow *® The
not ebook page has three drawi ngs that nake up the upper half
of the page. The lower left-hand drawing of the three
drawi ngs shows the | am nated structure of the blade. To the
top, representing the outer |ayer of the blade, is an
el ectrode | ayer, annotated as of brass, which extends the

entire distance rearwardly to join

the stainless steel tube that fornms the el ongate extension of
the scissors. The mddle |layer, as shown in the drawing, is
formed of dielectric material --polysulfone-- to insulate the
brass el ectrode |ayer froma cutting layer. The dielectric
al so extends rearwardly to the stainless steel tube. The
dielectric is fabricated with a deep recess in which the
nmovabl e bl ade is nmounted. Form ng one side of the recess is

the cutting layer, annotated as stainless steel. The cutting

0 As noted infra, the actual prototype scissors
constructed according to the notebook page 22, PX-4, are of
record as PX-10. The structure described in the findings is
too small to see in any detail on the prototype.

17
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| ayer extends only to the base of the recess in the dielectric
| ayer stopping well short of the stainless steel tube. The
exhi bit further shows a novabl e hook-shaped bl ade which is
pivotable with respect to the stationary |am nated bl ade. The
hook- shaped bl ade is actuated by a push rod that extends down
the center of the stainless steel tube. A first voltage E, is
applied to the push rod for conduction to the first blade. A
second voltage E, is applied to the stainless steel tube to be
conducted to the outer brass electrode on the | am nated
stationary blade. An insulating tube surrounds the push rod
to prevent an electrical short circuit fromthe push rod to
t he stainless steel tube.

In the tinme period between Decenber 4, 1991 and

Decenber 19, 1991, Rydell built a prototype scissors follow ng

the design recorded in PX-4, 5. The prototype is of record as
PX-10.* Between Decenber 4 and Decenber 19, 1991, the
scissors was tested on beef |liver and beef steak at Everest.

PR176. On Decenber 19, 1991, Rydell and Joseph O Brien tested

11 pPX-6, 7 and 8 are photographs of prototype PX-10.

18
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the prototype on a live dog at the University O M nnesota
Medi cal School Animal Laboratory. PR-7, 14. PX-9 is Rydell’s
record of the test. This contenporaneous record states that
scissors no. 3 [ PX- 10, hooked scissors] “still did not cut
as good as it should have.” PX-9. Rydell states that he was
satisfied that the scissors carried out its intended function,
even though inprovenents still had to be made before it would
serve as a comercially acceptable scissors. PR7. OBrien
states that the scissors was operated in its normally intended
fashion to cut various tissue types in the living dog, and it
was able to cut and coagul ate ti ssue and bl ood vessel s.
O Brien further states that the scissors worked well in
coagul ating bl ood but that nechanical cutting ability was not
on par with conventional |aparoscopic scissors. PR14. 1In
OBrien's interoffice report on the conpleted dog testing the
report stated: “Good coagul ati on but poor nechanical cut.”
PX- 14.

At the point of the live dog test, the

cont enpor aneous record! and the after-the-fact testinony seem

2 1n evaluating whether a particular test constitutes an
actual reduction to practice, one factor to be considered is

19
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to diverge. On the one hand, the witten neeting sumary by
O Brien explicitly states “poor nechanical cut.” After a
single test on living tissue, this design was “retired,” put
away in a box. PR188. No further testing was ever done. PR
187. O Brien could not recall the PX-10 hook scissors ever
bei ng di scussed again. PR375. Thus, the contenporaneous
record has all the circum stantial earmarks of a failed test,
a dead-end design.®

To the contrary, the after-the-fact testinony while
adm tting the design had problens cutting--in sonme tissue it
ni bbl ed rather than actually cut--has both O Brien and Rydel

testifying that the device “wrked pretty well,” but needed

whet her the inventor considered the test to be successful at
the time. Rexroth v. Gunther, 205 USPQ 666, 673 (Bd. Pat.
Int. 1979)(citing Smith v. Nevin, 73 F.2d 940, 23 USPQ 353,
357 (CCPA 1934)).

B 1n the junior party reply brief, there is an argunent
t hat devel opnent proceeded directly fromthe PX-10 prototype,
i.e., Rydell’s testinony that “we | earned what we wanted to
learn fromit.” PR190-192. W do not find this testinony
inconsistent with a failed prototype that was retired.
Testinmony with regard to any ot her prototype based on a
simlar design is vague and uncorroborated. PR192-93. It has
been gi ven no wei ght.

20
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some work. PR189. O the device cut, but was not up to

conmmer ci al

standards. PR371. In our view, this testinony does not jibe
with the explicit evidence of poor nechanical cut recorded in
O Brien s summary of the test.

It is our determnation that the contenporaneous
report by OBrien and circunstantial evidence of a failed
design are nore credible in this context. Actions do, indeed,
speak | ouder than words in this instance. Wile we would not
require the device to cut to commercial standards, we do
recogni ze that such devices are required to cut with literally
surgical precision, and nore than a nere capacity to nibble
away at the tougher tissues of the viscera would be required
as evidence of a successful test. Moreover, there is no
evi dence establishing that to nake a | am nated bl ade t hat
woul d cut with surgical accuracy is a trivial exercise
requiring only ordinary skill. In short, we believe our
findings wth respect to the conflicting evidence regarding

the test conport with the conclusion reached by Everest at the

21
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time of the test. This design was unsuccessful and deserved

to be retired.

Legal Conclusion re Junior Party Priority Case

It is our legal determ nation, based upon the above

recited facts, that the conception and testing of the PX-10

device is not a conception or reduction to practice of the
subject matter at issue in this interference. W base this
conclusion on the fact that the cutting surface or stainless
steel insert cannot be said to be “said first netal blade
supporting an insulative |ayer on a surface other than the
cutting edge and shearing surface thereof and an electrically
conductive el ectrode nenber on the insulative |ayer,” as we
have construed those ternms based on the intrinsic evidence of
the prosecution history of the Parins patent. As discussed
previously, this |language was inserted in Claim1l of the
Parins application to avoid the Rydell prior art patent and
resulted in allowance of that application. A broad claim

construction as urged by the junior party has been discl ai ned

22
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in prosecution. Wile we have determ ned that the PX-10
enbodi ment is outside the scope of the count, we do
acknow edge that the junior party has provided sufficient
evi dence of conception of that PX-10 hooked scissors
enbodi ment, al beit outside the scope of the count, by at |east
Decenber 19, 1991, based upon the corroborating evidence from
O Brien

Secondly, it is our further |egal conclusion that
the testing of the PX-10 enbodinent on the live dog in
Decenber 1991 was not a reduction to practice for the
addi tional reason that the testing was unsuccessful. Both the

parties and the preanble

to the count agree that the function of the interference
subject matter is a dual one. Not only nust the device

coagul ate, but it must cut tissue. W have sifted the
conflicting evidence and reached a determ nation that the test
was unsuccessful with regard to cutting ability.

Consequently, we do not credit the junior party with a
reduction to practice for this second, additional reason. The
testing was unsuccessful.

23
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Abandonnent, Suppression or Conceal nent by the Junior Party

Al t hough we have determ ned that the junior party
has not established by a preponderance of the evidence that
the subject matter of the count was reduced to practice, for
t he sake of conpleteness we will consider the question of
whet her the junior party has abandoned, suppressed, or
conceal ed the invention within the neaning of 35 U S.C. §
102(g) as argued by the senior party. For purposes of this
determ nati on, we nust assune, contrary to the evidence, that
the junior party actually reduced to practice the subject
matter of the count. "[Without an actual reduction to
practice there is no invention in existence which can be
abandoned, suppressed, or concealed.” Peeler v. MIller, 535
F.2d 647, 651, 190 USPQ 117, 120 (CCPA 1976).

The question of the loss of a right to a patent due
to suppression or conceal ment arises under 35 U S.C. § 102(g).
The policy behind § 102(g) is to encourage pronpt disclosure
of the invention to the public by an inventor after he or she
has reduced it to practice. The |onger the delays, the

greater is the risk that he or she will be found to have

24
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forfeited the right to rely on the date of reduction to
practice in an interference with one who i ndependently nade
the invention and pronptly filed a patent application. See,
for exanple, Horwath v. Lee, 564 F.2d 948, 195 USPQ 701 ( CCPA
1977) .

Fact situations surroundi ng suppression and
conceal nent issues require consideration on a case-by-case
basis. 1d. at 949, 195 USPQ at 703. Anong the objective
factors to be con-sidered in assessing an alleged instance of
abandonnment, suppression, or conceal nent are: 1) the | ength of
the delay period after the reduction to practice but before
the filing of an application for patent or conmercialization
of the invention; Peeler at 654, 190 USPQ at 123 (inactivity
period of senior party long enough to give rise to an
i nference of abandonnment, suppression, or conceal nent); 2) the
activities pursued by the inventor, his counsel and assi gnee
during the all eged period of abandonnent, suppression or
conceal ment; see, for exanple, Correge v. Mirphy, 705 F.2d
1326, 217 USPQ 753 (Fed. Cir. 1983)(activities during 17

nmont h period between reduction to practice and filing
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including review in patent departnment and di scl osure of
invention to custoners; such activities do not support a
findi ng of abandonnment, suppression or conceal nent); and 3)
the causative factors for the resunption of activities toward
filing an application or commercialization of the invention--
so-called "spurring"; see Shindelar v. Hol deman, 628 F.2d
1337, 1342 n.9, 207 USPQ 112, 116 n.9 (CCPA 1980), cert.
denied, 451 U S. 984 (1981)(while spurring into filing an
application is not essential for finding suppression, that is
not to say that the presence of spurring is not relevant to
the i ssue of suppression or conceal ment). The subjective
intent of the inventor is also relevant, but a subjective
intent not to abandon the invention cannot overcone strong
obj ective evidence of abandonment, suppression or

conceal nent. See Peeler at 653, 190 USPQ at 122.

Qur findings are as follows: After the living dog
test on Decenber 19, 1991, the prototype PX-10 was retired,
and as far as O Brien was aware, the PX-10 hooked scissors
were not discussed again. The junior party has been accorded

benefit of
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application Serial No. 08/369,379 with its January 6, 1995
filing

date. Thus, the record shows a period of inactivity of a
little over 36 nonths. Under applicable precedent, this tine
period is sufficient to trigger the inference of abandonnent,
suppressi on

or conceal nent. Accordingly, we hold that the burden has
shifted to the junior party to rebut the inference with
appropriate evi dence.

An i nference of suppression or conceal nrent may be
overcone with evidence that the reason for the delay was to
perfect the invention. Lutzker v. Plet, 843 F.2d 1364, 1367,

6 USPQ2d 1370, 1372 (Fed. Cir. 1988)(citing Dewey v.

Lawt on, 347 F.2d 629, 632, 146 USPQ 187, 189-90 (CCPA
1965)), which permtted "testing and refinenment” of the
invention for nore than one year after reduction to practice;
and Schnick v. Fenn, 227 F.2d 935, 941-42, 125 USPQ 567
573-74 (CCPA 1960), which per-mtted a delay of about el even
nmont hs after reduction to practice while "continuing 'the

devel opnent of the best design'™ in further perfecting the
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i nvention. Wen, however, the delay is caused by working on
refinements and i nprovenents which are not reflected in the
final patent application, the delay will not be excused. Id.
(citing Horwath v. Lee, 564 F.2d at 952, 195 USPQ at 706).

Further, when the activities which cause the delay go
to commercialization of the invention, the delay will not be

excused. Id. (citing Fitzgerald v. Arbib, 268 F.2d 763, 766,

122 USPQ 530, 532 (CCPA 1959)).

The junior party argues that the appropriate tine
period to consider is fromthe retirenent of the PX-10
enbodi ment to the filing of the Rydell application Serial No.
08/ 213,671 that matured into the Rydell Patent No. 5, 352,222.
This time period is about 25 nonths.'* W agree that the
structures of the enbodi nent of PX-10 and the Rydell patent

are related in that in the Rydell patent it is the outer

4 Even if 25 nonths were the appropriate tine period, see
Latinmer v. Wetnore, 231 USPQ 131, 136 (Bd. Pat. App. & Int.
1986) (unexpl ained hiatus in activity of 25 nonths enough to
rai se i nference of abandonnent, suppression or conceal nent).
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el ectrode that provides the support for the insulating and
cutting layers. The Rydell patent is the prior art

di stingui shed by the exam ner’s anmendnent, as di scussed above.
| nasmuch as the Rydell patent was determ ned to be patentably
distinct fromthe clai ned subject nmatter of the Parins
application by the exam ner at the tinme of allowance of the
Parins application, any work on the Rydell invention would not
be reflected in the Parins application. Wrk on the invention
claimed in the Rydell patent, thus, does not excuse sone of
the delay in filing the Parins application.

The ot her evidence argued by the junior party is
nmerely several tries and m ssteps at arriving at a conmerci al
sci ssors acceptable to surgeons that could be marketed at a
sui tabl e cost.

Not only is this evidence lacking in relevance to the subject
matter at issue, it is alnost entirely directed at conmerci al
activities. Activities ainmed at commerci alization, even if

rel evant to the subject matter in interference, do not provide

an excuse for delay. 1d.
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As noted above, it is our determ nation that the
Decenber, 1991 work by Rydell was not a reduction to practice
of the subject matter of the interference. Additionally, we
have determned that if the work by Rydell can be considered
to have been a reduction to practice, the junior party has not
provi ded evidence to rebut the inference of abandonnent,
suppression or conceal nent raised by the substantial tine
peri od between the reduction to practice and the filing of the
benefit application.

The Parins reply brief has a section discussing
supposed public policy principles and equity. It nust be
noted that Slater as senior party does not have any burden of
proof, at least until Parins can overcone Slater’'s effective
filing date. Unless Parins can overcone the effective filing
date, any
action or inaction by Slater is sinply immaterial. Slater has

not hing to prove.

Est oppel Argunent
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The junior party briefs also raise an argunent based
on the concession of priority by the senior party in another
interference between the parties of interest in this
interference. The interference was Interference No. 103, 765
bet ween Rydell and senior party Slater. It is axiomatic that
the sub-ject matter of the other interference is patentably
distinct fromthe subject matter at issue in this final
decision. Thus, any decision in the other interference
respecting priority |acks common subject matter and common
parties. In our view, it is sinply imaterial to the subject
matter at issue in this i nterference.

Furthernore, in the junior party’'s nmain brief, there
is not even an explanation or theory of why the concession
rai ses the issue of estoppel. W are presented with nerely
the charge that the senior party is estopped to argue
abandonnent, suppression or conceal nent. W consider this
estoppel argunent part of the junior party’' s case in chief.
See 37 CFR 8 1.656(b)(6). Failure to provide a theory or
expl anation di sadvantages a senior party that can only guess
as to what argunent to respond to. Accordingly, we hold that
the junior party is barred on procedural grounds fromraising
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the estoppel argunent, an explanation of which is only found

in the reply brief.

Deci sion on Mdtion Under 37 CFR § 1.634

Parins' renewed notion to add Rydell as an
additional inventor in the involved Parins patent has been
deferred to this final decision. Slater has opposed on two
grounds, viz., the invention of Rydell in Decenber 1991 is not
wi thin the scope of the count, and there was no col |l aborati on,
what soever, between Parins and Poppe on the one hand and
Rydel |l on the ot her.

As has already been determned with respect to
conception and reduction to practice, it was our conclusion
that the subject matter invented by Rydell in Decenber 1991
was not within the scope of the count in interference. This
determ nation alone is enough for us to deny the notion.

We, herein, further determne that Slater’s second
opposition to the notion also has nerit. Parins argues in the
junior party’'s main brief that different clains can have

different inventive entities. W agree. However, in the
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instant case it is the sane subject matter that is clained to
have been conceived by both Parins and Rydell at separate
times with no recollection on the part of Parins of another’s
wor K.

For persons to be joint inventors under
Section 116, there nust be sone el enent of
j oi nt behavior, such as collaboration or
wor ki ng under comon direction, one

i nventor seeing a relevant report and
bui | di ng upon

it or hearing another's suggestion at a
meeting . . . . Individuals cannot be
joint inventors if they are conpletely

i gnorant of what each other has done until
years after their individual independent
efforts. They cannot be totally

i ndependent of each other and be joint

i nventors.

We therefore hold that joint
i nventorshi p under Section 116 requires at
| east sonme quantum of coll aboration or
connecti on.

Ki nberly-C ark Corp. v. Procter & Ganble Distrib. Co., 973
F.2d

911, 917, 23 USPQd 1921, 1926 (Fed. G r. 1992).

Parins' testinony includes a definitive statenment by
hi mthat he conceived of the subject matter in Novenber 1994.
PR19. Rydell had left Everest in late 1993 and did not consult

on bipolar scissors thereafter. PR130. The Junior party
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briefs understandably fail to point to any coll aboration or
connection between the alleged joint inventors. Instead the
junior party relies only on acts by Rydell, and then, much
|ater after Rydell had left Everest's enpl oy, independent acts
by Parins and Poppe. As such, the junior party has not shown
any col | aboration by a preponderance of the evidence. 16

The junior party has failed under 37 CFR § 1.637(a)
to establish that it is, in fact, entitled to the relief
requested in the notion to correct inventorship. The notion

i s DENI ED

Senior Party Priority

15 The junior party argunment appears to be based partly on
the fact that Parins was an addressee on sunmary nmenos witten
by OBrien in 1991. This argunent smacks of an argunent
grounded on sublimnal or subconscious copying as seen in
copyri ght cases.

8 The junior party reply brief states that Parins
attended neetings at which the hook scissors were discussed
relying on PX-13 and 14. The testinony is clear that Parins
was nerely an addressee of the nenos, and his attendance
cannot be assumed. O Brien: “His name is on the neno, but that
doesn’t necessarily mean that he was there.” PR361. The
reference to Parins cutting beefsteak with PX-10 at Everest
bef ore Decenber 19, 1991 is speculative. PRL77.
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As noted above, we have determ ned that the
i nventi on devel oped and tested by Rydell at Everest in
Decenber 1991 was not within the scope of the count and was
not reduced to practice due to failed testing. |If the
i nvention were to have been reduced to practice and within the
scope of the count it was abandoned, suppressed or conceal ed.
The Parins notion under 37 CFR 8§ 1.634 has been deni ed.
Consequently, the junior party
has not antedated the senior party s effective filing date.
It is unnecessary for us to consider any priority evidence on
the part of the senior party. W wll enter judgment,

her ei nbel ow, in favor of senior party Slater.

Judgnent
Judgnent in Interference No. 104,190 is entered in
favor of Charles R Slater, the senior party. Charles R

Sl at er

is entitled to a patent containing clainms 40-54, which clains
correspond to the count in interference. Judgnent is entered
agai nst David J. Parins and Richard K Poppe, the junior
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party. David J. Parins and Richard K. Poppe are not entitled

to their patent containing clainms 1-12 which clains correspond

to the count in interference.

| AN A. CALVERT
Adm ni strative Patent Judge

PATENT

WLLIAM F. PATE, 111

Adm ni strative Patent Judge
| NTERFERENCES

ADRI ENE LEPI ANE HANLON

Adm ni strative Patent Judge
WFP: psb
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