THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Bef ore MEI STER, ABRAMS and McQUADE, Adm nistrative Patent Judges.
ABRAMS, Adm ni strative Patent Judge.
DECI SI ON ON APPEAL
This is an appeal fromthe decision of the examner finally
rejecting clains 1 through 8, which constitute all of the clains

of record in the application.

! Application for patent filed February 14, 1992.
1
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The appellants' invention is directed to an orthopaedic
bandage having printing material on its surface. The subject
matter before us on appeal is illustrated by reference to claim
1, which reads as foll ows:

1. An orthopaedi c bandage conpri sing:

a. a fibrous substrate having a surface at |east
50% of the fibers on said surface having a
Young' s Mbdul us greater than 8 x 10° pounds per

square inch

b. printing material on said surface conprised of
a plastisol and pignent; and

c. a curable resin coating on said substrate and
said printing material .

THE REFERENCES
The references relied upon by the exam ner to support the

final rejection are:

Baron et al. (Baron) 4,627, 424 Dec. 9, 1986
Papp, Jr. (Papp) 4,935, 019 June 19, 1990
Freeman et al. (Freeman) 5, 088, 484 Feb. 18, 1992
Schol z et al. (Schol z) 5,342, 291 Aug. 30, 1994

THE REJECTI ONS
Clainms 1 through 8 stand rejected under 35 U . S.C. 8§ 103 as

bei ng unpat entabl e over Freeman in view of Papp and Baron. 2

2 A rejection based upon Papp in view of Freeman and Baron
was not repeated in the Answer, and therefore is considered to
have been w t hdr awn.
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Clains 1, 4 and 5 stand rejected under 35 U . S.C. § 103 as
bei ng unpat ent abl e over Scholz in view of Baron.

The rejections are explained in the Exam ner's Answer and
Suppl enent al Answers.

The opposing viewpoints of the appellants are set forth in
the Brief and the Reply Brief.

OPI NI ON

| ndependent claim1 requires, inter alia, that the printing
materi al be conprised of a plastisol and a pignent, with a
pl asti sol having been defined by the appellants as a m xture of
resin and plasticizer (Paper No. 16). In the first of the two
rejections, the examner |ooks for this teaching to Papp, which
is directed to the fabrication of a colored X-ray detectable
surgi cal sponge. The examner's position is that the clained
subj ect matter woul d have been obvi ous by nodi fying Freeman, the
primary reference, in view of this show ng of Papp. However, we
agree with the appellants that Papp woul d not have suggested the
requi red pl astisol and pignment printing naterial to one of
ordinary skill in the art because all of Papp's printing
materials contain a radi opague substance, which would be counter-

productive if used in Freeman's orthopaedi c bandage. W
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specifically reject the examner's argunent that it would have
been obvious to discard the radi opaque elenent in the printing
materials, for the only suggestion for this is found via

i nper m ssi bl e hi ndsi ght.

I nsofar as the second rejection of claim1l is concerned, we
find ourselves in agreenent with the appellants' position that
whil e Schol z teaches using a plasticizer in printing material for
an orthopaedi ¢ bandage, it does not teach using a plastisol,
which is not the sane thing.

Among the Iimtations in independent claim6 is that the
printing material be conprised of a water-based acrylic and a
pi gnment. Here, the exam ner again points to Papp, which
di scl oses an acrylic |atex emul sion as an ingredient in another
exanpl e of a radiopaque printing material. As was the case
above, we share the appellants' view that there is no suggestion,
ot her than hindsight, which would have notivated an artisan to
separate the acrylic latex and the pignent fromthe remaining
ingredients and utilize themas printing material on the Freeman
ort hopaedi ¢ bandage.

The exam ner bears the initial burden of presenting a prim
facie case of obviousness (see Inre R jckaert, 9 F.3d 1531,

1532, 28 USPRd 1955, 1956 (Fed. Cir. 1993)), which is
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establ i shed when the teachings of the prior art itself would
appear to have suggested the clainmed subject matter to one of

ordi nary

skill in the art (see Inre Bell, 991 F.2d 781, 783, 26 USPQRd
1529, 1531 (Fed. Cir. 1993)). Neither of the rejections neet
this test and therefore they cannot be sustained (see In re Fine,
837 F.2d 1071, 1074, 5 USPQR2d 1596, 1598 (Fed. Cir. 1988)).

The decision of the examner is reversed.

REVERSED

JAVES M MEl STER
Adm ni strative Patent Judge

BOARD OF PATENT
NEAL E. ABRAMS

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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