THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore CALVERT, COHEN and FRANKFORT, Adninistrative Patent
Judges.

CALVERT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 and 5
to 7. The other clains in the application, 2 to 4 and 8 to 10,
are indicated by the examner as being allowable if rewitten in

i ndependent form

! Application for patent filed April 14, 1993.
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The clains on appeal are directed to apparatus for
exerci sing the arns.
The references relied upon by the examner in rejecting the

appeal ed cl ai ns are:

Hri bar 4,146, 222 Mar. 27, 1979
Gvoich et al. (Gvoich) 4,601, 467 Jul . 22, 1986
Schaub et al. (Schaub) 4,848, 739 Jul 18, 1989

The clains stand rejected as foll ows:?2
(1) dainms 1 and 5 to 7, unpatentable over Hribar under 35 U. S.C.
§ 102(b) or 103;
(2) AdAaimb5, unpatentable over Hribar in view of Gvoich, under
35 US.C § 103
(3) daim6, unpatentable over Hribar in view of Schaub, under
35 US.C § 103
(4) daimé6, unpatentable under 35 U.S.C. § 112, second
par agr aph.

Rej ection (1)

Claims 1 and 7, the two independent clains on appeal,

recite, inter alia, “at least tw relatively novabl e paddl es”

(claim1l) or “a pair of relatively novable holl ow paddl es” (claim

2 The claims were finally rejected as indicated in
rejection (1). Rejections (2), (3) and (4) are new grounds of
rejection, made in the Supplenental Exam ner’s Answer (Paper No.
14) .
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7). The exam ner asserts that the recited paddl es are readable
on elenments 4 of Hribar. W do not agree.
It is fundanental that in construing clains, limtations

fromthe specification will not be read thereinto, S oland v.

Musl and, 847 F.2d 1573, 1582, 6 USPQ2d 2020, 2027 (Fed. Gr
1988), and they will be given their broadest reasonable

interpretation consistent with the specification. [In re Prater,

415 F. 2d 1393, 1404, 162 USPQ 541, 550 (CCPA 1969). Wrds in a
claimw |l be given their ordinary and accustoned neani ng, unl ess

it appears that the inventor used themdifferently. Envirotech

Corp. v. Al Ceorge, Inc., 730 F.2d 753, 759, 221 USPQ 473, 477

(Fed. CGir. 1984).

Applying these principles to the present case, it does not
appear that appellant used the term “paddl e” other than in its
ordi nary and accustoned neani ng; therefore, we turn to the

dictionary in order to construe the term Cf. N ke Inc. v.

Wl verine Wirld Wde Inc., 43 F.3d 644, 647, 33 USP@d 1038, 1040

(Fed. Cir. 1994). The dictionary® provides a nunber of different
definitions of the word “paddle,” of which the definition nost
consistent with the specification woul d appear to be "“an

i npl ement suggestive in shape of a paddle,” the shape of a paddle

3 Webster’'s Third New International Dictionary (1971).
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being “a rather short |ight wooden pole with a broad fairly flat
bl ade at one end.”

El enents 4 of Hribar do not neet this definition. They are
described as “volunmes . . . of the bladder type” (colum 3, |ine
15) and are shown in the drawings (Figures 2 and 3) as
rectangular in plan view W see no structure of the Hribar
“vol unes” which would correspond to the pole (handle) and bl ade
of a paddl e and be “suggestive in shape of a paddle.”

Mor eover, we consider that the word “paddle,” at least in
this context, inplies a structure that would include sone type of
handl e portion, this being reinforced by the recitation in these
clains that the paddles are part of “an armexercising unit”
(claim1l) or are “for furnishing armexercise” (claim7). The
Hri bar “volunes” 4 are not designed to be grasped, but rather are
intended to be stood upon while wal king, jogging, etc., and
clearly do not include any kind of handle portion.

In addition, even if the Hribar “volunmes” m ght be
considered to be “paddles,” they are not “relatively novable” as
called for by the clains on appeal. Volunes 4 are confined by
the sides 2 and bottom 3 of enclosure 1, covering 9, and tube
connectors 10. Wiile Hribar does disclose that volunmes 4 “float”
within enclosure 1 (colum 3, lines 31 to 34), their relative
expansi on and contracti on does not cause themto be relatively
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novable wthin the nmeaning of these clains. Reading the

expression “relatively novable” in |light of appellant’s

di sclosure, it is evident that what is intended thereby is

relative novability of each paddle relative to the other, not

merely of a part of one paddle to a part of the other.
Accordingly, rejection (1) will not be sustai ned.

Rejections (2) and (3)

The Gvoi ch and Schaub secondary references applied in these
rejections do not supply the deficiencies of the primary
reference, Hribar, noted above. Rejections (2) and (3) wll
t heref ore not be sust ai ned.

Rej ection (4)

This rejection, made as a new ground of rejection in the
Suppl enental Exam ner’s Answer (Paper No. 14), is based on the
examner’s holding that claim6 is indefinite because the terns
“said return line” and “said feedline” |ack antecedent basis in
parent claim 1, which “does not require a feedline that is
separate fromthe return |ine” (Supplenental Exam ner’s Answer,
page 6).

In response, the appellant filed a Reply to Suppl enent al
Exam ner’s Answer and Anendnent C; the | atter paper anended claim
1 “to overcone a formal objection [sic: rejection] to claim6 in

t he Suppl enental Exam ner’s Answer.” The exam ner then issued a
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Second Suppl enental Exam ner’s Answer (Paper No. 17), in which
she reiterated that claim6 was indefinite, w thout nentioning
t he amendnent; apparently, from her comments, the anmendnent was
over | ooked.

Were, as here, an exam ner’s answer includes a new ground
of rejection, the appellant may file a reply “acconpani ed by any
anendnent or material appropriate to the new ground.” 37 CFR
8 1.193(b). Since appellant’s Amendnent C appears to be limted
to the new ground, it would be entitled to entry. See MPEP

§ 1208.03, citing Ex parte Abseck, 133 USPQ 411 (Sup. Exr. 1960).

Accordingly, reading claim1 as if Amendnent C had been entered,
we consider it to be evident that it overconmes the rejection of
claim6 under the second paragraph of 35 U S.C. § 112.

W w il therefore not sustain rejection (4).
Concl usi on

The exam ner’s decision to reject clains 1 and 5to 7 is
reversed

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
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CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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