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FI NDI NGS OF FACT AND CONCLUSI ONS OF LAW
FI NDI NGS OF FACT

Nat ure of the appeal

1. The subject application for patent was filed 1 March
1993. (Paper 1 at 1.)

2. Applicant clainms the benefit under 35 U . S.C. § 119 of
Korean patent application nunber 88-18099, filed 31 Decenber
1988. Applicant also clains the benefit under 35 U S.C. § 120 of

United States patent application nunbers 07/398,927, filed
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28 August 1989 (now abandoned) and 07/681, 843, filed 21 Novenber
1990 (now abandoned). (Paper 4 at 2.)

3. Appl i cant appeals fromthe final rejection of clains 2
through 9. (Paper 14.)

4. As of the hearing, the exam ner has allowed clains 2
through 7 and 9. daim8 remains rejected under 35 U.S. C
88 102(b) and 103. No other clains are pending. (Paper 24.)

5. The subject matter of the invention is a | ocking nmethod
for a systemw th an on-screen display, such as a videotape
recorder ("VTR'). According to Applicant,

The | ocking device on a VIR is generally used for the

pur pose of keeping children from watching adult video

prograns, by preventing their reproduction. The

conventional | ocking device for the above purpose is

used to display the status of the secret codes being

inputted by the viewer on an additional display unit],]

such as a digitron, when | ocking or unlocking the VIR

Meanwhi |l e the character generator circuit is generally

i ncorporated in the video processing system such as [a]

VTR or digital television for displaying warning

i nformati on, channel or other character information on

a nonitor.

(Paper 1 at 1.) Applicant provides an algorithmfor operating a
device that uses the VIR or television display instead of an
addi tional display unit.

6. Claim 8 defines the invention as foll ows:

A |l ocking nmethod for controlling an on-screen

di spl ay system having a | ock key on a keyboard or
remote control, said nethod conprising the steps of:
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checking for a key-data input signal fromsaid
keyboard or renote control during a system power
standby node of operation, and remaining in said system
power standby node of operation until said checking
step identifies said key-data input signal as being
indicative of an input fromsaid | ock key;

di spl aying pronpts, on a screen, for a |lock
function setting state by enpl oying an on-screen
di splay function when the checking step identifies said
key-data i nput signal as being indicative of an input
fromsaid | ock key and sequentially storing and
di spl aying, on said screen, a secret code input by a
user in response to said pronpts;

i mredi atel y determ ni ng whet her the on-screen
di splay systemis in a |ocked state with said on-screen
di spl ay system preventing view ng of any video program
other than said pronpts for said | ock function setting
state after the secret code is input to the on-screen
di spl ay system

storing the secret code as a | ock code, clearing
said screen of said pronpts and said secret code
di spl ayed during the displaying step, and | ocking the
on-screen di splay system when the determ ning step
determ nes that the on-screen display systemis not in
said | ocked state;

maki ng a conpari son between the secret code and a
stored | ock code already in the on-screen display
system when the determ ning step determ nes that the
on-screen display systemis in said | ocked state;

di splaying an error message by utilizing the on-
screen di splay function when said conpari son determ nes
that the secret code and the stored | ock code do not
mat ch each ot her; and

clearing the secret code fromthe screen and
unl ocki ng the on-screen display systemw th said on-
screen di splay systemenabling said view ng when said
conpari son determ nes that the secret code and the
stored | ock code match each ot her

The rejection
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7. The exam ner relied on the follow ng references:
Bonneau et al. (Bonneau) 4,510, 623 9 Apr. 1985
Amano et al. (Amano) 4,620, 229 28 Cct. 1986

8. Claim8 was rejected under 35 U.S.C. §8 102 in view of
Bonneau, under section 102 in view of Amano, under section 103 in
vi ew of Bonneau, and under section 103 in view of Amano.

(Paper 13 at 3.)

9. Appl i cant has not presented any evidence in support of

secondary consi derations.

Bonneau does not anticipate claim$8

Par agraphs 10 through 18 set forth our fact findings for
each contested limtation.

"a lock key on a keyboard or renpote control™

10. Applicant's disclosure offers scant information about
the lock key. (Paper 1 at 7-8.) Although the | ock key nust be
on the keyboard or the renote control, it need not be any
particular key. It could be any al phanuneric or a function key
that has no other role during the system power standby node.
Nei t her the disclosure nor claim8 bar the | ock key from acting
in conjunction with other keys.

11. Bonneau teaches a four-digit security code DiDDDE,
where D is a digit key and £ is the enter key. (5:53-6:28.)

Bonneau al so teaches that nore or fewer digits may be used or
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that characters may be substituted. (6:24-28.) W find that
Bonneau teaches at | east one |lock key within the neaning of the
claim

"syst em power standby node of operation”

12. Applicant defines "stand-by power" as "the power
consunption while the chip is not performng any read or wite
operation."” (Paper 25 at 5 (citing New | EEE Standard Dictionary
of Electrical and Electronic Terns (5th ed.).) According to
Applicant, this describes his "power stand-by node of operation”.
(Paper 25 at 5.) Standby power for an unspecified chip, however,
does not correlate to the clainmed system power standby.

13. The specification does not describe a "system power
st andby node". The cl osest description relates to the systenis
mai n power status. (Paper 1 at 7.) The specification discloses
a main program |l oop that runs whether the system power is on or
off. The lock-function is only executed if the main system power
is off (i.e., in standby status). Thus, we construe "checking

during a system power standby node" (claim8) to nean
runni ng the key-checking function while the main system power is

of f.1 Bonneau di scl oses no equival ent requirement for starting

! The fact that the power to the overall systemis off
does not nean that no power is available to the renote control or
the "mcom'. By anal ogy, the power button on a standard
tel evision renote control communi cates with a detector in the
tel evision that nmust receive sone power even though the overal

- 5 -



Appeal No. 95-1187
Appl i cation 08/ 024, 495

t he | ocking process froma system power-off state. Thus, Bonneau
does not anticipate the clained invention.

Di spl aying pronpts and the key code on the screen

14. Bonneau displays two kinds of pronpts for entry of a
security code: a blank screen (8:22-24) and a blinking screen
(7:50-53). Bonneau displays the bl ank screen during security-
code entry so the code cannot be observed. Applicant, however
di scl oses acts of pronpting for each digit of the code
i ndependently and of displaying each digit as it is entered.
(Paper 1 at 8-11; Fig. 4.2) Thus, Bonneau's display step is not
equi valent to the clainmed display step.

"i medi atel y determ ni ng whet her the
on-screen display is in a | ocked state"

15. Applicant argues that Bonneau's determ nation is not
i mredi at e because one nust press the enter key before the
determ nation is made. (Paper 25 at 9.) The enter key, however,
is wwthin the range of equivalents for key code inputs (i.e., the
enter key is the last digit of the code) when claim8 is broadly

construed -- as it nust be during prosecution. Thus, Bonneau's

television is off.

2 Figure 4 shows six displays entitled "LOOK SET". The
Korean priority docunent entitles the displays "LOCK SET", which
makes nore sense in context. (Korean patent application nunber
88-18099, Fig. 3.)

- 6 -
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determ nation after the enter key is detected is equivalent to
the clained i medi ate determ nation

storing the secret code, clearing the display,
and | ocking the systemif it is unlocked

16. Applicant is mstaken in his belief that an old code in
Bonneau cannot be changed for twelve hours. (See 9:8-12.)
Bonneau can set, clear, and reset the code. Bonneau does not,
however, have a step equivalent to Applicant's process of
clearing the existing code or setting a new code each tine.

(Paper 1 at 12-13.) Moreover, since Bonneau does not display the
code, it cannot clear the code fromthe display.

determ ni ng whether the systemis | ocked

17. Both Applicant and Bonneau check a lock flag in nenory.
Applicant's lock flag indicates whether the whole display device
is locked. (Paper 1 at 12.) Bonneau determ nes whet her a
particul ar channel is |locked. (5:33-46.) Broadly construed, a
systemthat is |locked wwth respect to even one input (channel)
can be said to be | ocked. Thus, we find Bonneau's determ nation
to be equivalent to Applicant's clained determ nation.

di spl aying an error nessage
when an incorrect code is entered

18. Bonneau di spl ays a channel equivalent to the last two

digits of the incorrect code. (6:63-68.) Broadly construed,



Appeal No. 95-1187
Appl i cation 08/ 024, 495

this is equivalent to an error nmessage. It would certainly alert
the user to the fact that a m stake has been nade.

Bonneau does not anticipate the clained invention

19. After considering the contested Iimtations, we do not
find a preponderance of evidence supporting a finding of
anticipation under 35 U.S.C. 8 102(b) in view of Bonneau.

Amano does not anticipate claim$8

Par agraphs 20 through 27 set forth our fact findings for
each contested limtation.

20. Applicant's argunents regardi ng Amano are substantially
the sane as those for Bonneau so we will note only significant
di fferences.

"a lock key on a keyboard or renote control™

21. Amano's PPC (programmabl e pickup center) key (5:16-20)
anticipates Applicant's clained | ock key since the signal from
the PPC key is used as a trigger for the | ockout operations.
(Conpare 6:39-41 wth Paper 1 at 8.) The fact that the PPC key
may be pressed many tines to achieve many different functions
does not alter this finding. Nothing in the claimor the
specification limts the |lock key to only one use. Rather, the
| ock key is only defined in terns of a particular triggering

function at a particular tinme. The PPC neets that definition.
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"syst em power standby node of operation”

22. Amano has nothing equivalent to Applicant's claim
limtation that the system power be off during the checking step.
The system power is on during Amano's code entry steps. (5:36-
45; Fig. 3.)

"i medi atel y determ ni ng whet her the
on-screen display is in a | ocked state"

23. As with Bonneau, the argunent that Amano does not
i medi ately determ ne the |lock state (Paper 25 at 8) is
unavai ling. The PPC key can be broadly construed as part of the
code sequence. Consequently, the fact that the PPC key nust be
pressed before the determ nati on begi ns does not renove Amano
fromthe scope of claim38

storing the secret code, clearing the display,
and | ocking the systemif it is unlocked

24. Amano is silent about whether the entered | ock code is
stored. Nothing in Amano suggests a step equivalent to
Applicant's step of storing a new code if the systemis not
| ocked.

determ ni ng whether the systemis | ocked

25. As with Bonneau's system Amano's systemcan be said to
be | ocked when any channel is | ocked within the broadest
perm ssi bl e neaning of claim@8. Thus, Applicant's argunment that

Amano's systemis not |ocked (Paper 25 at 10) is not correct.

-9 -
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di spl aying an error nessage
when an incorrect code is entered

26. Amano di scl oses the broad equivalent of an error
message display. |If the tuner is tuned to a bl ocked channel, the
screen says "BLOCKED'. (6:51-56; Fig. 4F.) |If the user does not
enter the correct code, the screen wll still say "BLOCKED
(6:65-7:3.) Thus, the "BLOCKED' screen is equivalent to
Applicant's claimed error nmessage since it effectively conveys to
the user that the unlocking step was not successful.

Amano does not anticipate the clainmed invention

27. In light of the above findings, the preponderance of
evi dence does not support a finding of anticipation under

35 U S.C 8§ 102(b) in view of Amano.
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CONCLUSI ONS OF LAW

C ai m constructi on

Scope of claim8

1. During prosecution, clains are given their broadest
reasonabl e interpretation consistent wwth the specification. |In
re Snead, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Cr
1983) .

The steps in claim8 nust be construed to
cover corresponding acts in the specification

2. Caim8 is witten in step-plus-function format, which
triggers a presunption that its steps nmust be construed to cover
the corresponding acts in the specification. 35 U S. C § 112;

see also York Prods. Inc. v. Central Tractor Farm & Famly Cr.

99 F.3d 1568, 1574, 40 USP@2d 1619, 1623 (Fed. Cr. 1996) (Use of

"means"” | anguage triggers the presunption.); In re Cohn, 438 F.2d
989, 999, 169 USPQ 95, 97 (CCPA 1971) (applying then-paragraph
three to a simlarly worded nethod clainm.

3. This presunption finds support in the record, where
both Applicant and the exam ner discuss the equival ence of
various elenments. (E. g., Paper 25 at 11-12; Paper 26 at 4-5.)
Moreover, claim8 recites broad functions in conparison to the

specificity of the disclosure (e.g., Paper 1, Figs. 3A & 3B)
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whi ch further suggests an intent to claimin terns of broad
functions instead of specific steps.

4. At the hearing, Applicant's agent stated that the claim
did not fall within paragraph six, but he offered no expl anati on
for his statenment. On this record, Applicant has not overcone
the presunption that paragraph six applies. Hence, we nust
construe claim8 to cover to the acts disclosed in the
specification or their equivalents. 35 U S. C 8§ 112; In re

Donal dson Co., 16 F.3d 1189, 1195 n.5, 29 USPQ2d 1845, 1850 n.5

(Fed. Cir. 1994) (in banc); Valnont Indus. v. Reinke Mg.,

983 F.2d 1039, 1041-42, 25 USP2d 1451, 1453-54 (Fed. Cr. 1993).

The subject matter of claim8 was not obvi ous

5. Even if the invention is not identically disclosed or
described in the prior art reference, it is unpatentable if the
cl ai med subject matter woul d have been obvious to a person having
ordinary skill inthe art. 35 U S.C § 103(a).

6. A determ nation of obviousness based on a particular
prior art reference requires a suggestion or notivation to nodify
the teachings of that reference. This suggestion or notivation

need not be expressly stated. B.F. Goodrich Co. v. Aircraft

Braking Sys., 72 F.3d 1577, 1582, 37 USPQ@2d 1314, 1318 (Fed. Cr

1996) .
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7. The exam ner bears the burden of establishing

unpatentability by a preponderance of evidence. In re Cetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. GCr. 1992).

8. Curiously, Applicant does not challenge the examner's
rejections for obviousness in his brief.

9. Even the reply brief, which is ostensibly limted to
new points raised in the exanmner's answer, 37 CFR § 1.193(b),?3
only nentions obviousness in passing. (Paper 30 at 6 n.5, 7 n.8,
and 10, 11, and 12.)

10. When we asked Applicant's agent at the hearing about
hi s argunents agai nst the obvi ousness rejections, he indicated
that they were the sane as his argunents regardi ng antici pation.
Qobvi ousness and anticipation are, however, different rejections
requiring different anal yses.

11. Applicant conplains that the exam ner has inproperly
di ssected claim8 rather than viewthe claimin its entirety.
(Paper 30 at 6 n.5.) Applicant points specifically to the
di spute over the equival ence of power standby to bl ocked
channels. (Paper 30 at 6-7.)

12. As we have already noted in the fact findings, the
argunents of both the exam ner and Applicant are inconsistent

with the | anguage of claim8 and the specification. Caim8 uses

8 The exam ner did not refuse to enter the reply brief.

- 13 -
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t he phrase "system power standby" (enphasis added), which we have
construed to nmean the power of the systemis off.

13. Neither of the references teaches or suggests a reason
to initiate the | ockout operation while the system power is off.
Al though it woul d be sinple enough to nodify Bonneau or Amano to

operate that way, we see no notivation to do so. In re Gordon

733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. G r. 1984). Thus,
we cannot conclude that the subject matter of claim8 would have
been obvious in |ight of Bonneau or Amano.

14. We do not, however, agree with Applicant that Bonneau
does not teach or render obvious the step of displaying the code
on-screen. (Paper 30 at 10.) Bonneau expressly teaches causing
the display to be blank so the code cannot be observed. (8:22-
24.) Nevertheless, a reference is valid for all it would have
suggested to a person having ordinary skill in the art. The fact
t hat Bonneau has deli berately chosen one of two possible options
(di splay the code for conveni ence, hide the code for security),
does not nean that the alternative choice would have been | ost on
the artisan.

DECI SI ON

The record does not support a finding of anticipation or a

concl usi on of obviousness in |ight of Bonneau or Amano for
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claim8, when properly construed. Consequently, all of the

rejections on appeal are reversed.

REVERSED

GARY V. HARKCOM Vice Chi ef
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

Rl CHARD TORCZON
Adm ni strative Patent Judge
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