THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. 8§ 134 fromthe examner’s
final rejection of clainms 17 to 20. Cdains 21 to 32, the only

other clains in this application, stand withdrawn from

! Application for patent filed July 1, 1992. According to
appel lants, this application is a continuation of Application
07/ 475,279 filed February 5, 1990, now abandoned.
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consideration due to a requirenent for restriction (see the
brief, page 1, and 37 CFR § 1.142(b)).

The subject matter on appeal is drawn to sil oxane conpounds
with a tetramethyl -piperidyl substituent (brief, pages 2-3, and
appealed claim17). As noted by appellants on page 4 of the
brief, the clains stand or fall together. The subject matter on
appeal is adequately represented by appealed claim 17, which is
reproduced and attached to this decision as an Appendi X.

The reference relied upon by the exam ner is:

Nohr et al. (Nohr) 8932719- A Cct. 19, 1989
(Australian)?

Clains 17 to 20 stand rejected under 35 U.S.C. § 102(g) as
bei ng anticipated by Australian Patent application 8932719-A,
which clainms priority to abandoned U.S. Patent Application Nunber

07/ 181,623.°% W reverse this rejection.

2 Actually the Australian Patent application 8932719-A has
never been put into this application record but the exam ner has
relied upon a Derwent Abstract of this Australian Patent
application. The date of this abstract is not part of the record
but is imuaterial to our decision.

3 The final rejection also included a rejection of clains 17
to 20 under 35 U. S.C. 8§ 102(a) over abandoned application nunber
07/ 181,623. This rejection was w thdrawn by the exam ner in the
Advi sory Action dated April 26, 1993.
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OPI NI ON

The following facts do not appear to be in dispute between
t he exam ner and appellants: (1) the appeal ed cl ains have a
priority date of February 3, 1989, since appellants have
perfected their claimof priority with a certified translation of
the French priority docunent; (2) the Australian Patent
application was published on Cctober 19, 1989; and (3) the
Derwent abstract of the Australian Patent application indicates
“priority” to abandoned U. S. Patent application 07/181,623 filed
April 4, 1988 (see the brief, page 6).

The sol e issue before us is whether it is proper for the
exam ner to reject clains under 8 102(g) based upon a foreign
application published after appellants’ effective filing date
that clains priority to an abandoned U.S. patent application
filed prior to appellants’ effective filing date (see the brief,
page 4). W have carefully reviewed the appellants’ argunents in
the main and reply briefs and the exam ner’s position stated in
the answer. However, it appears that this issue is directly on
point with Ex parte Snol ka*, a deci sion of an expanded panel of

the Board of Appeals, which states, at page 234, “[Il]t is our

4 207 USPQ 232 (Bd. App. 1980), a copy of which is attached
to this decision.
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view that under these circunstances, 35 U S. C. 102(g) does not
provide a proper basis for rejecting the clains on appeal.”
These circunstances were the sanme as the rejection in this
application, as detailed on page 235 of Snol ka:

In the event that the Examner’s rejection is
construed as being based upon a foreign patent
publication which is relying for priority upon an
abandoned United States application, the rejection
woul d be clearly inproper. The courts in such cases
as Monarch Marking Systemv. Dennison Mg. Co.

92 F.2d 90, 34 USPQ 85 (6th G r. 1937) and Joseph
Bancroft & Sons Co. v. Brewster Finishing Co., Inc.,
113 F. Supp. 714, 98 USPQ 187 (D.N.J. 1953), aff’d,
210 F.2d 677, 100 USPQ 365 (3rd Cir. 1954), have |ong
held that the foreign patent docunment and its prior
abandoned United States counterpart application do not
provide a proper basis for rejecting clainms in an
application filed prior to the publication date of the
forei gn docunent but subsequent to the filing date of
the United States application.

Al t hough the exam ner’s rejection under 8 102(g) is inproper
in this application, there are references avail abl e under 35
U S.C 8§ 102(e) for the exam ner’s consideration.® Upon return
of the application, the exam ner should review these three
patents and determ ne whether they adversely affect the

patentability of the pending clains.

> U S Patent Nos. 4,859,759, 4,920,168, and 4, 923,914 have
issued fromrel ated applications to abandoned application
07/181,623. Al of these patents, copies of which acconpany this
deci sion, contain disclosure corresponding to that found in the
abandoned appl i cati on.
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For the foregoing reasons, the rejection of clains 17 to 20
under 35 U.S.C. 8 102(g) as being anticipated by Australian
Pat ent application 8932719-A, with priority clainmed to abandoned
U.S. Patent application 07/181, 623, is reversed.

REVERSED

THOVAS WALTZ
Adm ni strative Patent Judge

WLLIAMF. SM TH )
Adm ni strative Patent Judge )
)
g
CHUNG K. PAK ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS
) AND
) | NTERFERENCES
)
)
)
)
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APPENDI X
17. A compound having the formula (I):
[ Ta; i ciy | T c!:rx;
(CH3) 3-Si—4-0—sSi 0—si O-Ti—-O-Si—(—CH:;] 3 (@)
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in which p and r are numbers equal to or greater than 0; g is
a number greater than 0; the sum of P +r + g is greater than
or equal to 5; R, is a linear or branched chain alkyl radical
having more than 4 carbon atoms, a radical of the formula
-(CH,) ,-CO0-R, in which n is a nuﬁil;er ranging from 5 to 20 and
R, is an alkyl radical haviné from 1 to 12 carbon atoms; or a
radical of the formula -(CH,),~OR; in which m is a number
ranging from 3 to 10 and R; is a hydrogen atom, an ethylene
oxide chain, a propylene oxide chain or an acyl radical having
from 2 to 12 carbon atoms; R, is a linear or branched chain

alkylene radical having from 2 to 18 carbon atomsg, an
1
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alkylene-carbonyl radical, the linear or branched chain
alkylene moiety of said alkylene-carbonyl radical having

from 2 to 20 carbon atoms, an alkylene-cyclohexylene radical,
the linear or branched chain alkylene moiety of said
alkylene-cyclohexylene radical having from 2 to 12 carbon
atoms and the cyclohexylene moiety contains an -OH group and
optionally one or two alkyl radicals having from 1 to 4 carbon
atoms, a radical of the formula -R,-O-R,- in which the radicals
R; and R;, which may be identical or different, are each an
alkylene radical having from 1 to 12 carbon atoms, a radical
of the formula -R—O-R,~ in which the radicals Ry and R,, which
may be identical or different, afe each an alkylene radical
having from 1 to 12 carbon atoms and either or both are
substituted by one or two OH groups, a radical of the formulae
=R¢=COO-R;~ or =-R,~-0CO-R,- in which the radicals R; and R;, which
may be identical or different, are each an alkylene radical
having from 1 to 12 carbon atoms or a radical of the formula
-R¢-0-R;~0-CO~-Rg—~ in which R, R, and R;, which may be identical
or different, are each an alkylene radical having from 2 to 12
carbon atoms and the radical R; is substituted by a hydroxyl
group; R; is a hydrogen atom or a linear or branched chain
alkyl radical having from 1 to 12 carbon atoms; and 2 is -0O-

or -NR;~ wherein R; has the definition of R;,.
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