
TMEP HIGHLIGHTS – OCTOBER 2012
This outline highlights some of the changes set forth in the October 2012 TMEP.  For a more complete listing of all the changes, see the “Changes: Index to Changes in TMEP October 2012” document, which is posted as part of the TMEP.  
_____________________________________________________________
Electronic Communications

· If the applicant, registrant, or the qualified practitioner authorizes the USPTO to send official communications by e-mail, one primary e-mail address may be designated, as well as up to four secondary e-mail addresses for duplicate courtesy copies of the correspondence.  TMEP §§304.03, 304.06, 609.01
· If outgoing official e-mail to a primary e-mail correspondence address of record is returned as undeliverable, the USPTO will send a paper copy to the correspondence address of record.  However, duplicate courtesy copies returned as undeliverable will not trigger the USPTO to send a paper copy of the correspondence, as long as the e-mail to the primary address was not returned.  TMEP §§403, 609.02
_____________________________________________________________

EXAMINER’S AMENDMENTS

Without Prior Approval:

· When an application includes foreign wording that is not translated, and a translation of the same foreign wording appears in a prior registration for which the applicant has claimed ownership, and the translation is acceptable to the examining attorney, the examining attorney may enter the identical translation into the record.  
Note: If the application was filed using the TEAS Plus form and the translation was omitted, the examining attorney may not issue an examiner’s amendment without prior authorization, but must take appropriate action requiring the translation and the additional TEAS Plus processing fee.  

TMEP §707.02
_____________________________________________________________

UNACCEPTABLE AMENDMENTS

No New Issue:

· An amendment to disclaim the entire mark never raises a new issue because an entire mark may not be disclaimed.

· An amendment withdrawing a prior amendment that was submitted in response to a refusal or requirement made by the examining attorney in an Office action (e.g., an amendment to the Supplemental Register or disclaimer) does not raise a new issue.  

TMEP §§714.05(a), 715.03(a)(2)(A), and 715.04(a)

_____________________________________________________________

SUSPENSION

Pending Cancellation or Expiration of Cited Registration:
· If the examining attorney is ready to issue a final refusal of registration under §2(d), and the cited registration is in the grace period for filing a §8 or §71 affidavit and/or a §9 renewal application, the examining attorney must suspend action pending a determination of whether the registrant timely files, and the USPTO accepts, the §8 or §71 affidavit and/or whether the registration is renewed.  If the appropriate document(s) is timely filed and accepted, the examining attorney will remove the application from suspension and issue the final refusal.

· If the examining attorney is ready to issue a denial of a request for reconsideration of a final refusal of registration under §2(d), and the cited registration is in the grace period for filing a §8 or §71 affidavit and/or a §9 renewal application, the examining attorney must suspend action.  If the appropriate document(s) is timely filed and accepted, the examining attorney will remove the application from suspension and issue an Examiner’s Subsequent Final Refusal, thereby giving the applicant six months in which to file an appeal.

TMEP §716.02(e)

_____________________________________________________________

MULTIPLE BASES

When all bases do not apply to all classes in a multiple-basis, multiple-class application, each class must include a basis notation:
Class 016: (Based on 44(e)) Greeting cards and postcards

Class 025: (Based on Use in Commerce) Shoes; (Based on Intent to Use) Shirts 

Class 041: (Based on 44(e)) Entertainment, namely, live performances by a musical band

When an application has a §44 and §1(b) dual basis for the same goods or services, the §1(b) basis information must always appear after the §44 basis information:
Class 005: (Based on 44(e)) (Based on Intent to Use) Gene therapy products, namely, pharmaceutical preparation vectors for use in gene therapy; (Based on Intent to Use) Pharmaceutical preparations containing nucleic acids for use in the treatment of viral and bacterial infections

TMEP §806.02(a)

_____________________________________________________________

AMENDMENT TO ALLEGE USE
Acceptance of Amendment to Allege Use
· The examining attorney must accept the submission of the amendment to allege use if it is timely filed and meets the minimum filing requirements unless:

· USPTO records show title in a party other than the party filing the amendment to allege use 

or 

· the applicant specifies an intention to retain goods/services not yet in use and does not file a request to divide

· The examining attorney must accept the amendment to allege use to ensure that (1) a computer-generated notice advising the applicant that the amendment to allege use has been accepted and forwarded to the examining attorney for substantive review is issued and (2) the basis of the application is changed from §1(b) to §1(a).  Thus, even if the amendment to allege use raises issues related to, for example, the dates of use, inconsistencies between the mark on the drawing and the mark on the specimen, ornamentation, or descriptiveness, the examining attorney must accept it before issuing an Office action that addresses any relevant refusals or requirements.  

· The applicant may withdraw an amendment to allege use before approval for publication.  In order to process the withdrawal, if the amendment to allege use is timely and meets the minimum filing requirements, it must first be accepted before it may be withdrawn.

TMEP §1104.09-1104.10(b)(vii), 1104.11

_____________________________________________________________

IDENTIFICATIONS IN TRADE DRESS APPLICATIONS

Product Design:  In a product-design application, if the identification includes different or unrelated products or services that are, on their face, inconsistent with the product design depicted on the drawing (e.g., the drawing shows a three-dimensional design of a guitar and the identification includes “drums and pianos” or “retail music stores”), this presents an issue of “inconsistent goods.”

· Section 1(a) Applications:  Refuse registration on the ground that the mark fails to function as a mark for the inconsistent goods/services if the identification, the description of the mark, or other evidence of record indicate that not all of the goods/services are represented in the three-dimensional mark depicted on the drawing.

· Section 1(b) Applications:  

· If the examining attorney anticipates that the applicant may not be able to show proper trademark use for the inconsistent goods/services, the potential refusal should be brought to the applicant’s attention in the first action issued by the USPTO. 

· When the record indicates that the product design would not be perceived as a mark for the inconsistent goods/services, the examining attorney may make the failure to function as a mark refusal prior to the filing of the allegation of use.

· Section 44 and Section 66(a) Applications:  It is appropriate to refuse registration on the ground that the mark fails to function as a mark for the inconsistent goods/services where the drawing, the description of the mark, the identification, or other evidence indicates that the identification includes goods/services that are, on their face, inconsistent with the specific three-dimensional product design depicted on the drawing.  

Product Packaging:  In rare cases, the identification may include products that appear, on their face, to be inconsistent with the type of packaging design depicted on the drawing (e.g., a drawing showing a three-dimensional bottle design for “automobiles” or other “inconsistent goods” that are not likely to be sold in bottles).  If the drawing, the description of the mark, the specimen, or any other evidence of record does not support that the packaging depicted on the drawing would serve as packaging for the goods, the same analysis, refusal, and requirements that apply to product design also apply to product packaging.

TMEP §§1202.02(f)-1202.02(f)(ii)

_____________________________________________________________

INFORMATIONAL MATTER

· The critical inquiry in determining whether a slogan or term functions as a mark is how it would be perceived by the relevant public.

· The more commonly a phrase is used in everyday parlance, the less likely the public will use it to identify only one source and the less likely the phrase will be recognized by purchasers as a trademark.

· Because the function of a trademark is to identify a single commercial source for particular goods or services, if consumers are accustomed to seeing a slogan used in connection with goods/services from many different sources, it is likely that consumers would not view the slogan as a source identifier for such goods/services.
· §1(a) - registration must be refused even if the specimen of record shows what would otherwise be acceptable trademark or service mark use.  

· §1(b), §44, and §66(a) – if there is sufficient evidence to indicate that consumers are accustomed to seeing a slogan or term used in connection with the relevant goods/services from many different sources, registration should be refused.

TMEP §1202.04

_____________________________________________________________

RED CRYSTAL, RED CRESCENT, AND RED CROSS MARKS

If the mark includes a design element that would be likely to be perceived as the Red Crystal or Red Crescent symbol, or the Greek red cross, and it is not significantly altered, stylized, or merged with other elements in the mark, the examining attorney must refuse registration under §§1 and 45 (because the mark is not in lawful use in commerce) and under §2(a), if:

· the mark drawing or foreign registration shows the symbol in red; 

· the mark drawing is not in color, but the specimen shows the symbol in red; or

· the mark drawing is not in color, but it includes the wording “Red Crescent,” “Third Protocol Emblem,” “Red Cross,” or “Geneva Cross”

The refusals may be withdrawn if the applicant amends the mark drawing to a different, non-prohibited color scheme, or a non-color version of the mark drawing (i.e., a black-and-white or gray scale drawing), or submits a proper substitute specimen showing use of the mark in a color other than red.  

Applications based on §1(b), §44, or §66(a): 

· Applicants filing under these bases must have a bona fide intent to use the mark in commerce even though they need not initially show actual use of the mark in commerce.   

· Because “use in commerce” under the Trademark Act means “lawful use in commerce,” any intended use of the mark serving as the basis for these types of applications must also be lawful.  
· Therefore, it is appropriate to issue a refusal under §§1 and 45 for applications based on §1(b), §44, or §66(a) if the facts and available evidence support the conclusion that the mark contains the prohibited symbols or wording.   
TMEP §1205.01(a)-1205.01(a)(vi) and 1205.01(c)-1205.01(c)(iv)
_____________________________________________________________

UNNECESSARY VOLUNTARY DISCLAIMERS

· Office action necessary:  State in the Office action that the disclaimer appears to be unnecessary, and inquire as to whether the applicant wants to withdraw the disclaimer.  If the applicant does not respond to the inquiry, and the application is otherwise in condition for final action or approval for publication for opposition or registration, enter a Note to the File regarding the disclaimer and issue the final action or approve the application for publication for opposition or registration, as appropriate, without deleting the disclaimer.

· Office action not necessary:  

· §1 or §44 - The inquiry may be made by telephone or e-mail.  If the applicant wants to delete the disclaimer, this may be done by examiner’s amendment.  If the applicant does not respond promptly, enter a Note to the File and approve the application 
for publication or registration without deleting the disclaimer. 

· §66(a) – In the rare case when the application is otherwise in condition for approval for publication, issue a “no-call” Examiner’s Amendment informing the applicant that the disclaimer appears to be unnecessary and inquiring as to whether the applicant wants to withdraw the disclaimer.  (This is meant only to provide information to the applicant and does not “amend” the application.  A true examiner’s amendment may not be issued as a first Office action because the IB will not accept such amendments.)  Then approve the application for publication for opposition without deleting the disclaimer.  It is not necessary to wait for the applicant to respond.

TMEP §1213.01(c)

_____________________________________________________________
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